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Mr. Song Dahan
Legislative Affairs Office of the State Council (LAOSC)
Peoples Republic of China
via emalil <zlf@chinalaw.gov.cn>

Re: Comments on Fourth Amendment to Chinese Patent Law
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Dear Mr. Song,
BRI R KR Se 4,

The American Intellectual Property Law Association (AIPLA) appreciates the
opportunity to comment on recent amendments, and attach a chart listing our
detailed comments, some of which are also summarized below.
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AIPLA is a national bar association of approximately 14,000 members who are
primarily lawyers engaged in private or corporate practice, in government service,
and in the academic community. AIPLA members represent a wide and diverse
spectrum of individuals, companies, and institutions involved directly or indirectly
in the practice of patent, trademark, copyright, trade secret, and unfair competition
law, as well as other fields of law affecting intellectual property. Our members
represent both owners and users of intellectual property. Our mission includes
helping establish and maintain fair and effective laws and policies that stimulate
and reward invention while balancing the public’s interest in healthy competition,
reasonable costs, and basic fairness.

241 18th Street, South - Suite 700 - Arlington, VA 22202
Phone: 703.415.0780 - Fax: 703.415.0786 - www.aipla.org - aipla@aipla.org
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AIPLA commends the inclusion in Article 2 of rights in whole or part of a design.
Parts of a product design are independently protectable in many of China’s trading
partners and under international norms of intellectual property protection. This
protection is particularly important for designs that achieve international
recognition.
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Article 3 expands the administrative enforcement system, providing greater clarity.
Administrative enforcement may be faster and simpler, nonetheless, AIPLA
remains concerned that the proliferation of administrative enforcement
mechanisms at the country, provincial, and municipal level may create additional
conflicts and prevent the development of clear uniform rules and practice.

ATPLA respectfully submits that the courts may be able to serve these goals more
efficiently.
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Article 6 addresses service inventions and imposes two additional restrictions on
employers’ rights. Specifically, the provisions permitting employees to retain rights
In inventions made using employers’ resources and where the employee invents for
their own benefit using the employers’ resources are potentially problematic. AIPLA
1s concerned regarding both of these restrictions and recommends that they be
further amended to preserve the employer’s motivation to provide incentives for
their employees to invent.
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Article 14 imposed an additional requirement of good faith. As noted above with
respect to the requirements regarding “social ethics” and “public interest” AIPLA is
concerned that these requirements are vague and recommends that they would
provide greater guidance were they amended to be clearer and more specific. AIPLA
also notes that these requirements overlap to some degree the provisions of the
anti-monopoly laws, creating potential conflicts between the two. AIPLA
recommends that further clarification that the requirements of the two laws are
compatible may moderate or eliminate this potential conflict.
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Article 16 adds requirements that remuneration be provided based on the scope of
the application and “economic results.” AIPLA is concerned that patent valuation is
a highly complex endeavor, involving multiple disciplines requiring economists,
scientists, engineers, and lawyers to work together. Moreover, the factors informing
patent value are subject to change over time and based on technical and market
considerations. Given these complexities and uncertainties, AIPLA recommends
that the specifics of patent valuation be left to negotiation between employers and
employees rather than the subject of amendments.
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Article 22 includes requirements of novelty and inventive step for utility models as
well as utility patents and AIPLA commends these requirements. AIPLA
recommends further that the same standard of inventive step be applied to both.
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The prior amendment of Article 25 includes provisions for method of diagnosis or
treatment of diseases in livestock and poultry. AIPLA supports the reintroduction of
this term into the current Amendment.

XFER 25 Sk HITEZ BT BT C 60 5K 8 MK &5 2 AR I 7 77k . ATPLA SCREREZ
ARG NBUET A



Article 41 provides additional authority to the Patent Review Board. AIPLA
commends this additional authority and recommends two further considerations.
First, the criterion “other considerations” may be vague and AIPLA recommends that it be
clarified and made more specific. Second, AIPLA recommends providing the applicant or
patentee with an opportunity to object to additional review based on “other considerations”.
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Article 42 amends the duration of patent rights and AIPLA commends this
amendment as bringing Chinese practice more closely into alignment with that of
its close trading partners and international norms.
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Article 46 permits the Patent Review Board to issue new grounds of rejection and
AIPLA commends this additional authority, provided the case is remanded to the
examiner and Applicant is given a full and fair opportunity to respond to the new
grounds.
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Article 60 strengthens local administrative enforcement mechanisms and adds
provisions for addressing willful and repeat infringement. AIPLA commends these
amendments as bringing the Chinese system more closely into alignment with
international norms. AIPLA remains concerned, however, that multiple layers of
administrative enforcement at the country, provincial, and municipal levels may
create inconsistency and uncertainty. The standards for willful infringement are
somewhat vague and AIPLA recommends greater clarity in their implementation.
In addition, monetary penalties are available only for repeat infringement and it is
not clear why these provisions would apply only in cases of repeat infringement.
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Article 62 includes provisions addressing indirect infringement, contributory

infringement, and inducement to infringe. AIPLA commends these amendments as
bringing the Chinese system more closely into alignment with international norms.
AIPLA remains concerned, however, that the standards for “knowing,” “purposes of



business,” and “induce” may not be clear and recommends greater clarity and
specificity.
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Article 63 introduces provisions regarding internet service providers and also brings
the Chinese system more closely into alignment with international norms. The
scope of any “safe harbor” provided to the ISP, however, remains unclear,
particularly when the alleged infringer responds to the challenge to the posted
information providing evidence that it does not infringe. AIPLA recommends that
greater clarity with respect to the mechanism and process as well as the scope of
any safe harbor protections would benefit ISPs, content owners, and alleged
infringers.
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Article 66 provides enhanced damages for counterfeiting and passing off. AIPLA
commends these amendments as bringing the Chinese system more closely into
alignment with international norms but remains concerned that additional
increases may be necessary.

5% 66 ZFAIE B EAT IR T T1REE . ATPLA B RIX L0, ZA8 CU 45 A [ 44
S [ b e, (H ATPLA 5 203E 11300 B VR 5 252t — 2518

Article 67 has been amended to require cooperation by the alleged infringer with
investigating authorities. AIPLA commends this amendment as enhancing the
enforcement process but remains concerned that the standards when this provision
may be enforced remains vague and may lead to uncertainty. AIPLA recommends
more specific guidance be provided in implementing these amendments.
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Article 68 addresses international infringement and provided for enhanced
damages. AIPLA commends these amendments as bringing Chinese practice more
closely into alignment with international norms but remains concerned that further



increases in these amounts may be necessary. Moreover, AIPLA recommends that
distinctions be made between utility inventions and utility models which typically
involve smaller incremental advances.

55 68 KAk 7 E bR AL T HAE N 1A SRR . ATPLA B [RixseEek, Zigchfd
75 [ e i) BE 4 T B Bbs ot s {H ATPLA /5450 75 Bk — D e TR Le I 250 i H.,
ATPLA S 3IX 73 BT R 75 50N esot gl n 5 A A0 S22

New Articles 80-84 provide for the availability of licenses and a dispute resolution
procedure. AIPLA commends these amendments but remains concerned that these
provisions not supplant or foreclose private licensing activities and access to the
courts for dispute resolution.
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Article 85 implements additional requirements regarding standards essential
patents. AIPLA is concerned that multiple regulations by various Chinese
Government agencies may impose inconsistent and uncertain requirements.
Moreover, AIPLA recommends that any such analysis be undertaken on a claim-by-
claim basis and be based on a finding by a court or administrative tribunal of
competent jurisdiction that the patent claims at issue genuinely are in fact essential
to the standard.
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We appreciate the opportunity to provide these comments on the proposed changes
to the Chinese Patent Law, and we would be happy to answer any questions that
our comments may raise.
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Sincerely,
0, ) A

Denise W. DeFranco
President
American Intellectual Property Law Association
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Current Chinese Patent Law, Fourth Amendment for Approval (2015.12), and

AIPLA Comments to Fourth Amendment
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Article 1

This Law is enacted for the
purpose of protecting the lawful
rights and interests of patentees,
encouraging invention—creation,
promoting the application of
invention—creation, enhancing
innovation capability, promoting the
advancement of science and technology
and the economic and social
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Article 1

This Law is enacted for the purpose
of protecting the lawful rights and
interests of patentees, encouraging
invention—creation, promoting the
application of invention—creation,
enhancing innovation capability,
promoting the advancement of science
and technology and the economic and
social development.

development.
% %
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The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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Article 2

For the purposes of this Law,
invention—creations mean inventions,
utility models and designs.

Inventions mean new technical
solutions proposed for a product, a
process or the improvement thereof.

Utility models mean new technical
solutions proposed for the shape and
structure of a product, or the
combination thereof, which are fit
for practical use

Designs mean, with respect to a
product, new designs of the shape,
pattern, or the combination thereof,
or the combination of the color with

shape and pattern, which are rich in
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Article 2

For the purposes of this Law,
invention—creations mean inventions,
utility models and designs.

Inventions mean new technical
solutions proposed for a product, a
process or the improvement thereof

Utility models mean new technical
solutions proposed for the shape and
structure of a product,
combination thereof, which are fit
for practical use.

or the

Designs mean, with respect to a
product, new designs of the whole or
partial shape, pattern, or the
combination thereof, or the
combination of the color with shape
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AIPLA is encouraged by the amendment
expressly recognizing a design right
in part of a product’s shape, pattern
or combination thereof. AIPLA
believes that parts of a product,
just as much as the product as a
whole, should be independently
protectable as a design, assuming it
meets the aesthetic appeal and
practical use requirements.

AIPLA welcomes clarification on how
novelty, similarity and infringement
of partial design are to be judged.
It is anticipated that concerns will
be addressed through the details
provided by regulations and

guidelines to be promulgated under

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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an aesthetic appeal and are fit for
industrial application.

and pattern, which are rich in an
aesthetic appeal and are fit for
industrial application.

this article.
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The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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Article 3

The Patent Administration
Department under the State Council
shall be responsible for the
administration of patent-related work
nationwide. It shall accept and
examine patent applications in a
uniform way and grant patent rights
in accordance with law.

The departments in charge of
patent—related work of the people’s
governments of provinces,
regions and municipalities directly
under the Central Government shall be
responsible for patent administration
within their respective

autonomous

administrative areas

Article 3

The Patent Administration Department
of the State Council shall be
responsible for patent administration
throughout China, accept and examine
grant patent
rights in accordance with the laws,

patent applications,

be responsible for works involving
market supervision and management of
patents, investigate and penalize
patent infringement and counterfeit
conduct that have significant impact,
be responsible for the construction
of patent information public service
system, promote the dissemination and
utilization of patent information.

The patent administration department
of local people’ s government, shall
be in charge of patent administration
within its own jurisdiction, engage
in patent administrative
enforcements, and provide patent

related public services.

The patent administration departments
of local people’ s government
mentioned above include provincial-
level, municipal-level patent

TAES .

AIPLA believes the amendment adds
greater clarity to the administrative
enforcement system, but has some
concern how administrative patent
enforcement will be implemented in
practice.

It is hoped that the expansion of
enforcement authority will result in
faster, easier adjudication of rights
and AIPLA looks forward to SIPO
promulgating strong and specific
regulations and guidelines to govern
It is hoped that
the law and regulations will clearly
delineate the lines of responsibility
between SIPO and other responsible
authorities,
well as provide clear rules and
guidelines for the consistent

enforcement work.

such as the courts, as

determination and enforcement of
rights among these authorities.

AIPLA encourages SIPO to continue to
work with the international community
to establish such regulations and
guidelines and make this information
public,
transparency,

thereby increasing
uniformity, and

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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administration departments, as well
as the country-level patent
administration departments which are
authorized by Law and Administrative

Regulations.

predictability of the system.

Nonetheless, AIPLA respectfully
submits that China’ s courts, rather
than SIPO or local administrative
agencies, may be the better authority
empowered to investigate and penalize
This
is the situation in most innovative

patent infringement when found.

jurisdictions, and the Chinese courts
have adjudicated patent cases for
over 30 years, gaining significant
expertise in determining patent
infringement and imposing appropriate
penalties. AIPLA is concerned that
dividing enforcement authority
between the administrative
authorities and the courts and, in
particular, multiple administrative
authorities at the country,
provisional, and municipal levels may
lead to inconsistency in such
determinations, increasing
unpredictability of business and the
markets to the ultimate detriment to

an innovative society.
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The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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Article 4

Where an invention—creation for
the patent of which an application is
filed involves national security or
other major interests of the State
and confidentiality needs to be
maintained, the application shall be
handled in accordance with the
relevant regulations of the State.
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Article 4

Where an invention—creation for the
patent of which an application is
filed involves national security or
other major interests of the State
and confidentiality needs to be
maintained, the application shall be
handled in accordance with the
relevant regulations of the State.

Fho%k

XSO A AEEE P E A A
s R PENE, AT LR

X SR AT A E IR I B
M AL BT, U8 1% B3 5 56 B
RUBE, AT LR

Article 5

Patent rights shall not be granted
for invention—creations that violate
the law or social ethics, or harm
public interests. Patent rights shall
not be granted for inventions that
are accomplished by relying on
genetic resources which are obtained
or used in violation of the
provisions of laws and administrative
regulations.
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Article 5

Patent rights shall not be granted
for invention—creations that violate
the law or social ethics, or harm
public interests.

Patent rights shall not be granted
for inventions that are accomplished
by relying on genetic resources which
are obtained or used in violation of
the provisions of laws and

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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administrative regulations.
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The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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Article 6

An invention—creation that is
accomplished in the course of
performing the duties of an employee,
or mainly by using the material and
technical conditions of an employer
shall be deemed an employment
invention—creation. For an employment
the employer has
the right to apply for a patent.
After such application is granted,
the employer shall be the patentee.

invention—creation,

For a non—employment invention-—
creation, the inventor or designer
has the right to apply for a patent.
After such application is granted,
the said inventor or designer shall
be the patentee.

For an invention—creation that is
accomplished by using the material
and technical conditions of an

employer, if the employer has

Article 6

Invention made in carrying out tasks
of an entity is a service invention.

The right of patent application of a
service invention belongs to the
entity. After the patent is granted,
the entity is the patentee.

For any non—service invention, the
right of patent application belongs
to the inventor or designer. After
the application is approved, the
inventor or designer shall be the
patentee.

For an invention made by taking
advantage of the material and
technical means of an entity, unless
otherwise agreed by the entity and
the inventor or designer with regard
to the right of patent application
and the ownership of the patent, the
right of patent application belong to
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Y. B ARG RIZIE, XRhR W]
(I ET AT BT  VE Je E FITAT

o, BATEBRE RS, B

AIPLA is concerned that there may be
ambiguity in the meaning of “tasks
of the entity” that may unfairly
burden an employer with the
persistent defining of the scope of
work assigned to employees hired to
invent.
clear that any inventions derived
mainly from the entity’ s resources
belonged to the entity unless
otherwise agreed in a contract.

The prior language made it

Further, AIPLA is concerned that
default ownership of inventions made
with material and technical means of
an entity to the inventor, unfairly
benefits inventors who use an
entity’ s resources for their own
benefit, at the entity’ s expense

AIPLA invites the consideration of
the following two very possible

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
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concluded a contract with the
inventor or designer providing the
ownership of the right to apply for
the patent or the ownership of the
patent right, such provision shall
prevail.

the inventor or designer.

scenarios where the proposed
amendment would effectively exclude
employment invention. First,
inventions which are the result of
unexpected discovery and may not fall
squarely within the initial scope of
a given research assignment. This
scenario is not uncommon due to the
unpredictable nature of scientific
discoveries. Second, inventions
created by employees on their own
time and out of their own interest
while using the resources of their
employer.

AIPLA recommends that the first
restriction be clarified as to
whether or not “tasks of an entity”
include all tasks by employees hired
to invent generally, even absent
specific instruction to invent a
specific subject matter or invent in

a particular field.

In addition, employers typically
encourage their employees to invent.
To this end, employers typically give
employees great discretion to invent
within their scope of employment or
to use materials and means belonging

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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to the employer with the expectation
that the inventions would belong to
the entity for it to bring to the
market as new products. The right of
ownership of such inventions should
remain with the employer even absent
particular agreement terms.

Alternatively, AIPLA recommends that
the original text be retained without
modifications.

%

XF R I NEGE Bt N HIAEIRSS & B 61
LR, AR A A NN R

Article 7

No unit or individual shall
prevent the inventor or designer from

filing a patent application for a
non—employment invention.

H%

X R I NEGE BTE N HIARIRSS & B 613
LR, AR EE N AR RS

Article 7

No unit or individual shall prevent
the inventor or designer from filing

a patent application for a non-—
employment invention.

H\%

PR BL B By B S NS R S U K W]
Bl — AR EE S N5 H A LA B
BN NEFC E R ARNE, BRI A P
WHILLAE,  HI3E LR AR 8 T 58 el
LFE e A B NN BB E
o, HERRAEE AN NN T RN .

Article 8

5%

PR BL_E By B A N AR S8 U K W]
Blih . — AL ECE S NS HA LA B
ENNEFC SRR ARG, BRI E P
WHILLAL,  HI9E LR AR 8 T 58 el
ILFETE R A B NN RIE R E
Ja . WG ERALEEE N AL RN

Article 8
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With regard to an invention—
creation accomplished by two or more
units or individuals in
collaboration, or an invention-—
creation accomplished by an unit or
individual under the entrustment of
another unit or individual, the right
to apply for a patent shall be vested
in the units or individuals that have
accomplished the invention-creation
in collaboration or in the unit or
individual that has done so under
entrustment, unless it is otherwise
agreed upon. After the application is
granted, the applying unit(s) or
individual (s) shall be deemed the
patentee (s).

With regard to an invention-—
creation accomplished by two or more
units or individuals in
collaboration, or an invention-—
creation accomplished by an unit or
individual under the entrustment of
another unit or individual, the right
to apply for a patent shall be vested
in the units or individuals that have
accomplished the invention—creation
in collaboration or in the unit or
individual that has done so under
entrustment, unless it is otherwise
agreed upon. After the application is
granted, the applying unit(s) or
individual (s) shall be deemed the
patentee (s).

EVINS

[FIAE ) R B IE R e T — I0& R
{HIE, [A— 95 A R H X [FRE 3k B ) id
B B 1 S FH i B 5 R SCHRE R R R, G
R SR R BRI AR 21k, HAIE
N BTG Z S B A BRI, v BARR
TR BRI

P~ DA 1 FR N 23 ) 35 R 1) B )
WEHIE LRI, TR T e G
Ao

Article 9

EVIR S

[FIRE ) B IE R e T — IU& R
E2, [F— 515 A A H X R & B A1 i
B HR 18 S B B R SRS LR, e
RIGH SR R BRI AR 21k, HHIE
N B TBFEAZSE B BB RIRLR), ] DA
TR ERIRL .

P DA 1 H 0 N 23 5 R 1) B A
WEHIEERIR, TR T e RIE I
Ao

Article 9
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Only one patent can be granted for
the same invention. However, where
the same applicant applies for a
utility model patent and an invention
patent with regard to the same
invention on the same day, if the
utility model patent acquired earlier
is not terminated yet and the
applicant declares his waiver of the
same, the invention patent may be
granted

If two or more applicants apply for a
patent for the same invention
separately, the patent right shall be
granted to the first applicant.

Only one patent can be granted for
the same invention. However, where
the same applicant applies for a
utility model patent and an invention
patent with regard to the same
invention on the same day, if the
utility model patent acquired earlier
is not terminated yet and the
applicant declares his waiver of the
same, the invention patent may be
granted.

If two or more applicants apply for
a patent for the same invention
separately, the patent right shall be
granted to the first applicant.

%

LR FRIE RO L RIR AT A L

SN ESIEER iy < g N1 P N 65 NI 5 B4
a3 A E FHAD A A LB R HE R E E &
FIALHT, MR IR ATBUERLT
5 T P52

LR R EE TR, MHEAN
N AT ST A R, ) B 55 B B R4 T I
EI1EE, S ERATEGRT T A
o BRIHTEREGE TRIB LA ED
Z B4,

Article 10

The right to apply for a patent

%

LR TE BRI LRI AT Ll

o E AL EGE N N R AMEN L A E Ak
a3 ANE AR A LB R i R E E &
FIBLET, BRI A TBUERILT
B TP P52

LB R ISR EE BRI, BN
N AT ST AR, ) B 55 B B FIAT L
I, HES B FATEGE T A
o BTRIHIEREGE TR LA ED
Z HiEA 2%

Article 10

The right to apply for patent and
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and patent rights may be transferred.

If a Chinese unit or individual
intends to transfer the right to
apply for a patent or patent rights
to a foreigner, foreign enterprise or
other foreign organization, it or he
shall perform the procedures in
accordance with the provisions of
relevant laws and administrative
regulations.

For the transfer of the right to
apply for a patent or of patent
rights, the parties concerned shall
conclude a written contract and file
for registration at the patent
administration department under the
State Council, and the latter shall
make an announcement thereof. The
transfer of the right to apply for a
patent or of patent rights shall
become effective as of the
registration date

patent rights may be transferred.

If a Chinese unit or individual
intends to transfer the right to
apply for a patent or patent rights
to a foreigner, foreign enterprise or
other foreign organization, it or he
shall perform the procedures in
accordance with the provisions of
relevant laws and administrative
regulations.

For the transfer of the right to
apply for a patent or of patent
rights, the parties concerned shall
conclude a written contract and file
for registration at the patent
administration department under the
State Council, and the latter shall
make an announcement thereof. The
transfer of the right to apply for a
patent or of patent rights shall
become effective as of the
registration date.

H %

RO RIER TR, Bk
P RIS, (LR AR
SR, HREIHIEF, 1
AR B OIS (6, VU
5, G HECICER A, S

H— %

RO R TR, Bk
PSR ALE IR, (LR AR
GARIBAGT, ARECHIER], 1)
AR B O (6, VU
5 G HECULER) A, S
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LRI RAER . YR E. M. it

PR BB A% & R 5k B EERAR 7= d
HPMBLTH B MR T J5, AR A7 B

ENNKRELRIBNI], ERAS SL i H

TR, RIS REF=EE BHINHE ., Vi

. e D HANER TR
Article 11

After the patent right is granted
for an invention or a utility model,
unless otherwise provided for in this
Law, no unit or individual may
exploit the patent without permission
of the patentee, i.e., it or he may
not, for production or business
purposes, manufacture, use, offer to
sell, sell, or import the patented
products, use the patented method, or
use, offer to sell, sell or import
the products that are developed
directly through the use of the
patented method

After a design patent right is
granted, no unit or individual may
exploit the patent without permission
of the patentee, i.e., it or he may
not, for production or business
purposes, manufacture, offer to sell,
sell or import the design patent
products.

LRIECL AR W E. B, it

PR B A% & R 5 B AR 1 7=
SPMBLTH B MR T J5, AR A7 B

FEMNARELRIBNIA],  #A St H

LR, BRI REFEE BHHE. ik

B, e D HANE R
Article 11

After the patent right is granted
for an invention or a utility model,
unless otherwise provided for in this
Law, no unit or individual may
exploit the patent without permission
of the patentee, i.e., it or he may
not, for production or business
purposes, manufacture, use, offer to
sell, sell, or import the patented
products, use the patented method, or
use, offer to sell, sell or import
the products that are developed
directly through the use of the
patented method.

After a design patent right is
granted, no unit or individual may
exploit the patent without permission
of the patentee, i.e., it or he may
not, for production or business
purposes, manufacture, offer to sell,
sell or import the design patent
products.
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%

ARART AT B A N SEHt A N LRI, B
B 5 BRNAT LA & F, AR
BNSCATEFIE R 9% . B nT AT
& [FFE LAAMATAR] By B0 AN N SE it %
LR

Article 12

Any unit or individual that
intends to exploit the patent of
another unit or individual shall
conclude a contract with the patentee
for permitted exploitation and pay
the royalties. The permittee shall
not have the right to allow any unit
or individual not specified in the
contract to exploit the said patent.

%

ARART A7 B AN NSt N LRI, B
N5 BRBNAT LAl & [F, [\ % F)
BNSATEFUE A T . #vF T AR F
A [ FE LA A B A7 B AN N SE it 1%
LR,

Article 12

Any unit or individual that intends
to exploit the patent of another unit
or individual shall conclude a
contract with the patentee for
permitted exploitation and pay the
royalties. The permitted shall not
have the right to allow any unit or
individual not specified in the
contract to exploit the said patent.

ATPLA %% [F]) & 5 [ (A B 2 K A H L F
ANk, ATPLA ¥ 5 21545 R 2R AT 22
ANBEPERLE o A8 VT A] I [E] Ha] AR A
M2 AN EIRETB, FFE H ik
fii. ATPLA ZEUHHER “ml & RIBN AT LF
fER %7 X —Ii.

AIPLA commends the amendment for
respecting the ability of private
parties to enter contracts for the
exploitation of the patent rights
AIPLA notes, however, that the
reference to payment of royalties
appears to be mandatory. License
agreements may, and often do, provide
other consideration other than
payment of royalties. AIPLA

recommends that the reference “

and

»

pay the royalties. be removed

FH=%

REERRIEAME, B A0 LLER
St e B ) AL BN N SCASHIE 24 1) B
"

Article 13

After the application for an
invention patent is published, the
applicant may require the unit or
individual that exploits the said

FH=%

KERRIEA G, M1 LAESR
St & B ) AL BN N SIS 24 1) B
H.

Article 13

After the application for an
invention patent is published, the
applicant may require the unit or
individual that exploits the said

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
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patent to pay an appropriate amount

of royalties.

patent to pay an appropriate amount
of royalties.

FAD% Oy, RO ER/\

#)

FATE L AT (56 AU 24 A5 1 SR A
PRI o AN & RS 35 2 A 2 B
HAGHMHER. RIS

Article 14 (New;original Article
14 moved to Article 80)

Applying and Exercising patent
rights shall abide by the principle
of good faith. It is forbidden to
abuse the patent rights and harm
public interests, or unreasonably
exclude or restrict competition.

ATPLA JEBISCUII RS, SEINI “ sk
FI7 R Q3R ZRIFAIRE, JFH
BOH 8B RIARI A R e 8 1096 3
A5 T AR X 8 SR A Vi

Realig,  “BARMSAE R AT REw i
BN, Biltn, ARfHELELMVEA] (94T 9 H
FIHONEN “AWMAE" , AT N
FLAEZEPXS To XA 2 HI 55 AL
NI Al RFERBAN N TEE
BRI R W R AN 55 T 3 B 5V AL
Ao MR RIRE 2 55 L RN P vl 2%
Prt AT B RHAIRE

[FIAE, A & IR 3 A 3R
VA BRE T FE BRI, X PT BEAE A2 5% K
RSk Z 50 A 71 B RARII 2601 248 3 7 BT
TBOLT, AR S A E R -
b3 7 B PR 1) 1 3 e il LIS R B — HL AT
b, RWRE S ECL AR RN B =
— &k,

ATPLA Uit MBI 22 v i B S T HR Y
CARAG e BHASHORIED ” $5 18] T TH PR
JE T B S — AN IE S TR NS S
BEo ATPLA U, BT RZEWHE X XHT i
FRWHAE TR E, ARTEERIEF N
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NiZ2F Ko

U EYERRHT AR 14 2%, ATPLA UCK {2
ORI 51 F S ZE TR SR 55 2% LA G
LB ARIR 7 B 19 R 26 ) A 5 07
BHE T8 52 AT RERION E NI IOIZER 14
ST RIbRIE, DL G fE 2 A L
LAE N BB AN RIS R S it o A7 A2
J& .

Wln:  “HRIE [ BIRER R PIRITE
FUEHIBFMIE 7T RIS
LIt BGA G PEHFIRR 2GR 77 7
% R »

LI

TG IR FEWIL 55 F i
ﬁ B »

NECRZ A RIB OIS REWTO 158 T LA
BT €5 554 RIER AU
R —LEfRE, TIXLERRE A5 LRH
IEHEFAPEAGE AR, HASAGH
M5 T B R RFAT & 1B

AIPLA is concerned that the
additional “good faith” and
“public interest” requirements are
vague and do not provide users of the
patent system with sufficient

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
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guidance to allow them to understand
the scope of the restriction.

Specifically, the phrase “shall
abide by the principle of good
faith” may be interpreted, for one
example, so that any refusal to
license a patent would be deemed

“bad faith” even if it involved a
direct competitor. Such an
interpretation would undermine the
patent right as a legitimate right to

“exclude others” to allow the
patentee to develop and service the
market for the patented invention.
Such an interpretation would also
undermine the patentee’ s ability to
freely negotiate licensing terms.

Likewise, the phrase “shall not
abuse the patent rights to harm
public interests” provides no
boundaries or parameters which may,
absent strong and specific
regulations and guidelines
promulgated under this article, leave
each enforcement body to be the sole
and independent arbiters of what they
deem to be abusive, harmful or too
restrictive, leading to probable

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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inconsistency in application of the
patent system.

AIPLA welcomes the removal from the
current draft of previously proposed
phrase “shall not-:--hinder
technological advancement” thereby
removing at least this source of
ambiguity and uncertainty from prior
proposed drafts. However, AIPLA
recommends that this provision is
unnecessary in the patent law in that
the antimonopoly law fully provides
for countering such abuses.

If new Article 14 is to be
maintained, AIPLA respectfully
suggests amending it to specifically
reference Article 55 of the Anti-
monopoly Law and its associated
regulations and guidelines addressing
IP abuse, as the standard for
determining conduct that would be
deemed in violation of this Article
14, so as to avoid inconsistent laws
and enforcement by different branches
of the People’ s Government. A
possible example might be, “/t is
forbidden to abuse the patent rights
and harm public interests, or

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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unreasonably exclude or restrict
competition as those acts are
determined under Article 55 of the
Anti-monopoly Law and its associated
regulations and guidelines. ”

Or Alternatively:

“Patent rights shall not be abused
in contravention of Article 55 of the

ped

Anti-monopoly Law.

Or alternatively this provision be
otherwise amended to align with
WTO’ s TRIPs limitations on exercise
of patent rights, which provides
certain limitations that do not
unreasonably conflict with normal
exploitation of the patent and do not
unreasonably prejudice the legitimate
interests of patent owns.

STk

LR B BB B 3T AU
FATIEAZE R, MHELE . B4
(K], AN AT DL S it 5 A 3 VAT
Jr VR R i NSt LA v ] i A SE it
ZRA, WO 28 RS ST AN
] 73 e o

R BT RUE MR Ah, AT 1L A

EAR

LR AL LR
MFIEALER, MILE. RAL5E
0, S NI RSB # LA R VT
RV SEHE %GRl VPR S
BRI, SO SR S A2
LML

BRATHAUEIIE SN, (PR A
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FRAE AL B T RIS 2 BT AR A )
A &
Article 15

If there are agreements regarding
the exercise of rights by the co-
owners of the right to apply for the
patent or of the patent right, the
In the
the co—

agreements shall prevail.
absence of such agreements,
owners may separately exploit the
patent or may, in an ordinary manner,
permit others to exploit the said
patent. Where others are permitted to
exploit the patent, the royalties
received shall be distributed among
the co—owners.

Except under the circumstances
specified in the preceding paragraph,
exercise of the co—owned right to
apply for patent or of the co—owned
patent right shall be subject to the
consent of all the co—owners.

SRy e I AR LV Sl N S PN
Ep=
Article 15

If there are agreements regarding
the exercise of rights by the co-
owners of the right to apply for the
patent or of the patent right, the
In the
the co—

agreements shall prevail.
absence of such agreements,
owners may separately exploit the
patent or may,
permit others to exploit the said
patent. Where others are permitted to
exploit the patent, the royalties
received shall be distributed among

in an ordinary manner,

the co—owners.

Except under the circumstances
specified in the preceding paragraph,
exercise of the co—owned right to
apply for patent or of the co—owned
patent right shall be subject to the
consent of all the co—owners.

CIRAY S

WA T L MBI AL R 2508 HR 55 % W 1]
R IINECE Bk N TR0 KWl
LS G, AR AR L 9 LA
ARG e, *RIINEE itk N
T A AR .

CIRAY S

WA R I RGBT L ABUR, AN
0 HR N BCE WE NG T2 R
G LRI St e, A N AR HAE) R
G AR R 22 0 ke, 6 R BN B
BB NG T A EAIRIN .

ATPLA RS Hifi FHE T I F L G
IOLT G SR EER RN 0 Z R T A
SR LRSI . 24K T H
WHAE . 3 ELG R A B o T 2 T
TP R AR L

HRRENKPIT SN E. kit BH)
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Article 16

The unit that is granted the
patent right shall reward the
inventor or designer of an employment
invention—creation. After such patent
is exploited, the inventor or
designer shall be given a reasonable
amount of remuneration according to
the scope of application and the
economic results

FAT 5 RN B BT AR AR SR N
SRV, 20 KW Qi HE LAl
IO J T BTG, SR AR H A
SEXS RN B Bt N2 T Rl AR -

Article 16

After an employment invention-—
creation is granted a patent right,
the unit shall reward the inventor or
designer of the employment invention-—
creation. After such patent is
exploited, the inventor or designer
shall be given a reasonable amount of
remuneration by the unit according to
the scope of application and the
economic results.

Where the unit makes an agreement
with and the inventor or designer

(IR b R AT ) P s s e

XK BEEF TREIMLA LA A AR 5 i
BRI AR A R OCRE L W, i HL B
Hbirt. g, EREARKOEL AR
Gk, AFERASAER. B Ch

IR O R g%, HRE T IREA
IRTIleEA, war B E R AL,
Blhn, AR, R BB T B
s

W1 ALPLA X F & BHAR B R S5 75 1 0 = 0L B
&, ATPLA EUCHREM P2 A AZ HH A BT
RORFIERE, SOV A B NN A A JE A %
RIT UG 7 2 X e 26 3 O HLTE e A 3 () ]
PUE %K. FE RE L AE S
R G S S A . RS2 R
PR B I LT 48 T RS AU R 1 = 0] 5
R 53 e S HR 55 kPR B A2 L

AIPLA is concerned that the
requirement to provide invention
remuneration “according to the scope
of application and the economic
results”
are not defined and will likely have
different meanings relative to the

inventor or employer.

is problematic. These terms

The proposed amendment attempts to

value an invention. In practice,
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pursuant to Paragraph 4 in Article 6
of this Law to grant the unit the
right to apply for a patent for the
invention—creation, the unit shall
give a reward and remuneration to the
inventor or designer as stipulated in
the preceding paragraph.

patent valuation is an
interdisciplinary specialty in which
economists, scientists and engineers
and lawyers work together. Patent
valuation remains a highly subjective
determination that is challenged, for
example, by the fact that the value
of a patented technology differs from
field to field and from time to time.
The difficulty in quantifying
“reasonable” remuneration is
further complicated by the fact that
the remuneration can be non—monetary
such as in the forms of extra leave
with pay, stocks, promotions, and
general salary increase.

As set forth in the AIPLA’ s
comments on the invention
remuneration guidelines, AIPLA
recommends that the quantum of
remuneration be left for negotiation
between the inventor and the employer
and that the inventor and employer be
permitted to agree on these terms at
the outset of the employment
relationship and to revise it as
needed during the employment.

Private enterprise is taking the
leading role in China in encouraging
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and developing innovation. It is
important that the private sector be
given adequate latitude to negotiate
with their employees on employment
invention—creations without undue
oversight.

Ft%k

RN Bt NARHE R R S
B H O KA Bt A

L RIBNA BAEIL LR i el 12 i
AL EARET L RN

Article 17

An inventor or designer shall have
the right to state in the patent
documents that he is the inventor or
designer.

The patentee shall have the right
to have his patent mark displayed on
the patented products or the package
of such products.

Ft%

R NBE Wt NARHE R S
I H e KA Bt A

B MIBNA B LA F 7 i 5 127 i
ke ErR I RIbRIR .

Article 17

An inventor or designer shall have
the right to state in the patent
documents that he is the inventor or
designer.

The patentee shall have the right
to have his patent mark displayed on
the patented products or the package
of such products.

EERAN

1 P [ B0 4 s Pl 8 L i 4
N AR Ak B A FE A 2R o [
LR, AR [ (R B 2T/
WECE LRSI E PR L, BeE KR
IR, ARYEAE T EL

EERANG S

el SR AN i e = N T P
AN HRE ALk B A FE A A 2R o [
LA, AR [ (R B 25T/
WECE LRSI E PR L, BeE R
BRI, ARYEAE T EL
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Article 18

Where a foreigner, foreign
enterprise or other foreign
organization without a regular
residence or business site in China
applies for a patent in China, the
application shall be handled in
accordance with the agreements
concluded by the country he or it
belongs to and China or the
international treaties to which both
the countries have acceded or in
accordance with this Law on the
principle of reciprocity.

Article 18

Where a foreigner, foreign
enterprise or other foreign
organization without a regular
residence or business site in China
applies for a patent in China, the
application shall be handled in
accordance with the agreements
concluded by the country he or it
belongs to and China or the
international treaties to which both
the countries have acceded or in
accordance with this Law on the
principle of reciprocity.
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Article 19

Where a foreigner, foreign enterprise
or any other foreign organization
that has no habitual abode or
business office in China intends to
apply for a patent or handle other
patent-related matters in China, it
shall authorize a legitimately formed
patent agency in accordance with the

regulations to act on his or its

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
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Article 19

If a foreigner, foreign
enterprise, or other foreign
organization without a regular
residence or business site in China
intends to apply for a patent or
handle other patent-related matters
in China, he or it shall entrust a
legally established patent agency
with the application and such
matters.

If a Chinese unit or individual
intends to apply for a patent or
handle other patent-related matters
in China, it or he may entrust a
legally established patent agency
with the application and such
matters.

A patent agency shall abide by laws
and administrative regulations and
handle patent applications or other
patent-related matters as entrusted
by its principals. It shall also be
obligated to keep confidential the
contents of the inventions of its
principals, unless the patent
applications have been published or
announced. The specific measures for
administration of the patent agencies

behalf.

To apply for a patent or handle other
patent-related matters in China, a
Chinese entity or individual may
authorize a legitimately formed
patent agency to act on its or his
behalf.

Patent agencies and patent agents
shall abide by the laws and
administrative regulations when
filing applications for patents or
handling other patent affairs as
entrusted by the principal. It shall
also be obligated to keep
confidential the contents of the
principal’ s invention, unless the
application for patent has been
published or announced. The specific
measures for the administration of
patent agencies and patent agents
shall be formulated by the State

Council.

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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shall be formulated by the State
Council.
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Article 20

Any unit or individual that
intends to apply for patent in a
foreign country for an invention or
utility model accomplished in China
shall submit the matter to the patent
administration department under the
State Council for confidentiality
examination. Such examination shall
be conducted in conformity with the
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Article 20

Any unit or individual that intends
to apply for patent in a foreign
country for an invention or utility
model accomplished in China shall
submit the matter to the patent
administration department under the
State Council for confidentiality
examination. Such examination shall
be conducted in conformity with the

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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procedures, time limit, etc
prescribed by the State Council.

A Chinese unit or individual may
file for international patent
applications in accordance with the
relevant international treaties to
which China has acceded. The
applicant for such patent shall
comply with the provisions of the
preceding paragraph. The patent
administration department under the
State Council shall handle
international patent applications in
accordance with the relevant
international treaties to which China
has acceded and the relevant
provisions of this Law and
regulations of the State Council.

With regard to an invention or
utility model for which an
application is filed for a patent in
a foreign country in violation of the
provisions of the first paragraph of
this Article, if an application is
also filed for the patent in China,
patent right shall not be granted.

procedures, time limit, etc.
prescribed by the State Council.

A Chinese unit or individual may
file for international patent
applications and obtain related
protection in accordance with the
relevant international treaties to
which China has acceded. The
applicant for such international
patent shall comply with the
provisions of the preceding
paragraph

The patent administration
department under the State Council
shall handle international patent
applications in accordance with the
relevant international treaties to
which China has acceded and the
relevant provisions of this Law and
regulations of the State Council.

With regard to an invention or
utility model for which an
application is filed for a patent in
a foreign country in violation of the
provisions of the first paragraph of
this Article, if an application is
also filed for the patent in China,
patent right shall not be granted.

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
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Article 21

The patent administration
department under the State Council
and its Patent Review Board shall,
according to the requirements of
objectivity, fairness, accuracy and
timeliness, handle patent
applications and requests in
accordance with law. The patent
administration department under the
State Council shall release patent—
related information in a complete,
accurate and timely manner, and
publish patent gazettes on a regular
basis. Before a patent application is
published or announced, the staff
members of the patent administration
department under the State Council
and the persons concerned shall be

Fo—%
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Article 21

The patent administration
department under the State Council
and its Patent Review Board shall,
according to the requirements of
objectivity, fairness, accuracy and
timeliness, handle patent
applications and requests in
accordance with law.

The patent administration
department under the State Council
shall release patent-related
information in a complete, accurate
and timely manner, publish patent
gazettes on a regular basis, and
provide basic patent data.

Before a patent application is
published or announced, the staff

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.
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obligated to keep such application
confidential.

members of the patent administration
department under the State Council
and the persons concerned shall be
obligated to keep such application
confidential.

BB TR AR

Chapter II Conditions for Granting
Patent Rights

R TR A
Chapter II Conditions for Granting
Patent Rights
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Article 22

Inventions and utility models for
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Article 22

Inventions and utility models for
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While requirements for novelty are
the same in China for invention
patents and utility model patents,
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which patent rights are to be granted
shall be ones which are novel,
creative and of practical use

Novelty means that the invention
or utility model concerned is not an
existing technology; no patent
application is filed by any unit or
individual for any identical
invention or utility model with the
patent administration department
under the State Council before the
date of application for patent right,
and no identical invention or utility
model is recorded in the patent
application documents or the patent
documentations which are published or
announced after the date of
application.

Creativity means that, compared
with the existing technologies, the
invention possesses prominent
substantive features and indicates
remarkable advancements, and the
utility model possesses substantive
features and indicates advancements

Practical use means that the said
invention or utility model can be
used for production or be utilized,
and may produce positive results.

which patent rights are to be granted
shall be ones which are novel,
creative and of practical use.

Novelty means that the invention or
utility model concerned is not an
existing technology; no patent
application is filed by any unit or
individual for any identical
invention or utility model with the
patent administration department
under the State Council before the
date of application for patent right,
and no identical invention or utility
model is recorded in the patent
application documents or the patent
documentations which are published or
announced after the date of
application.

Creativity means that, compared
with the existing technologies, the
invention possesses prominent
substantive features and indicates
remarkable advancements, and the
utility model possesses substantive
features and indicates advancements

Practical use means that the said
invention or utility model can be
used for production or be utilized,
and may produce positive results

the requirement for inventive step

( “creativity” under Chinese law) is
lower for utility model patents

This inconsistency may lead not only
to lower overall quality of utility
model patents, but also increases the
opportunity for abuse of the patent
system.
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For the purposes of this Law,
existing technologies mean the
technologies known to the public both
domestically and abroad before the
date of application.

For the purposes of this Law,
existing technologies mean the
technologies known to the public both
domestically and abroad before the
date of application.
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Article 23

A design for which the patent
right is granted is not an existing
design, and no application is filed
by any unit or individual for any
identical design with the patent
administration department under the
State Council before the date of
application for patent right and no
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Article 23

A design for which the patent right
is granted is not an existing design,
and no application is filed by any
unit or individual for any identical
design with the patent administration
department under the State Council
before the date of application for
patent right and no identical design
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identical design is recorded in the
patent documentations announced after
the date of application.

Designs for which the patent right
is to be granted shall be ones which
are distinctly different from the
existing designs or the combinations
of the features of existing designs.

Designs for which a patent right
is granted shall be ones which are
not in conflict with the lawful
rights acquired by others prior to
the date of application.

For the purposes of this Law,
existing designs mean designs that
are known to the public both
domestically and abroad before the
date of application.

is recorded in the patent
documentations announced after the
date of application.

Designs for which the patent right
is to be granted shall be ones which
are distinctly different from the
existing designs or the combinations
of the features of existing designs.

Designs for which a patent right is
granted shall be ones which are not
in conflict with the lawful rights
acquired by others prior to the date
of application.

For the purposes of this Law,
existing technologies mean the
technologies known to the public both
domestically and abroad before the
date of application.
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w3

.
Article 24

Within six months before the date
of application, an invention for
which an application is filed for a
patent does not lose its novelty
under any of the following
circumstances:

(1) It is exhibited for the first
time at an international exhibition
sponsored or recognized by the
Chinese Government:

(2) Tt is published for the first
time at a specified academic or
technological conference; and

(3) Its contents are divulged by
others without the consent of the
applicant.

e

A,
Article 24

Within six months before the date
of application, an invention for
which an application is filed for a
patent does not lose its novelty
under any of the following
circumstances:

(1) It is exhibited for the first
time at an international exhibition
sponsored or recognized by the
Chinese Government:

(2) Tt is published for the first
time at a specified academic or
technological conference; and

(3) Its contents are divulged by
others without the consent of the
applicant.

Bt H%
SR ANST, AT LRI

(—) Bl KB

(=) B Esh AT %

(=) BIRHIC AR TT 7%

QLDR~IEY =k /Ty R

(F) MR TR AR BT 5R-AF HI5 5

(D) X ER B S (R
—H WSS A A ESEAR R R

P T
KRBT, AT LR

(—) BRI

(D RIS A 7%

(=) BIRANZWREIT %,

(VU SRR &

(T JRF AR TTVE S R T A% A2
e 783K A5 I 5

(N P ER g B 5 (R e

ATPLA B[R I B 255 58 Hhoxt 28 =300
BB, B “ (=) BRI EAGE
JTrik, (B RGREAMEIERSE N
KB R A Bl e A v T
B8 X BRI &
BOZ WL BT & P02 Wik B0 2
PV IR EEQBARAT R, SR s &
e e B, —HEEKEREE, W
FAME Fe VP NAR BRI T 2 I i) L M OR3P . ATPLA
PR TR BN BRI, P,

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.

34




BUT LA

Current Patent Law

LRFEITER GEFRD
Draft Amendment

ATPLA Comments to Fourth Amendment

i
XERTAKEE (PU) SUFBI 1 7 O7
i, AT LAREE A BLE 2 T E R

Article 25

Patent rights shall not be granted
for any of the following:

(1) scientific discoveries:

(2) rules and methods for
intellectual activities;

(3)methods for the diagnosis or
treatment of diseases;

(4) animal or plant varieties;

(5) substances obtained by means
of nuclear transformation; and

(6)designs that are mainly used

for marking the pattern, color or
the combination of the two of
prints.

The patent right may, in
accordance with the provisions of
this Law, be granted for the
production methods of the products
specified in Subparagraph(4) of the
preceding paragraph.
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Article 25

Patent rights shall not be granted
for any of the following:

(1) scientific discoveries;

(2) rules and methods for
intellectual activities;

(3) methods for the diagnosis or
treatment of diseases; (4) animal or
plant varieties;

(5) substances obtained by means
of nuclear transformation;

(6)Designs that are mainly
used for marking the pattern,
color or the combination of the
two of prints.

The patent right may, in accordance
with the provisions of this Law, be

granted for the production methods of
the products specified in Subparagraph

(4) of the preceding paragraph.
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AIPLA had welcomed the term in the
prior draft, “(3) methods for the
diagnosis or for the treatment of
diseases, except for those concerning
farmed animals;”
development bring Chinese law more
fully consistent with international
standards. It would support
innovation in the growing
veterinarian diagnostics industry
essential to continued innovation in

as a favorable

the food industry generally, which
would ultimately enhance food
production. Indeed, other countries
further allow more liberally for
patents that protect medical
diagnostics supporting human medicine
AIPLA supports the
reintroduction of this term and

as well.

suggests that perhaps concerns with
such terms in relation to both farmed
animals and humans could be mitigated
by excluding infringement liability
by the attending veterinarian or
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physician as opposed to commercial
labs running such diagnostic assays
or companies producing products
purchased by such labs, who would be
the commercial competitors of the
patentees.

== LRHHE
Chapter III Patent Application

= LRI HE
Chapter III Patent Application
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Article 26
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Article 26
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When a person intends to apply for
an invention or utility model patent,
he shall submit the relevant
documents, such as a written request,
a written description and its
abstract, and a written claim.

In the written request shall be
specified the name of the invention
or utility model, the name of the
inventor or designer, the name or
title and the address of the
applicant and other related matters.

The written description shall
contain a clear and comprehensive
description of the invention or
utility model so that a technician in
the field of the relevant technology
can carry it out; when necessary,
pictures shall be attached to it. The
abstract shall contain a brief
introduction to the main technical
points of the invention or utility
model.

The written claim shall, based on
the written description, contain a
clear and concise definition of the
proposed scope of patent protection.

With regard to an invention-—
creation accomplished by relying on

When a person intends to apply for
an invention or utility model patent,
he shall submit the relevant
documents, such as a written request,
a written description and its
abstract, and a written claim.

In the written request shall be
specified the name of the invention
or utility model, the name of the
inventor or designer, the name or
title and the address of the
applicant and other related matters.

The written description shall
contain a clear and comprehensive
description of the invention or
utility model so that a technician in
the field of the relevant technology
can carry it out; when necessary,
pictures shall be attached to it. The
abstract shall contain a brief
introduction to the main technical
points of the invention or utility
model.

The written claim shall, based on
the written description, contain a
clear and concise definition of the
proposed scope of patent protection.

With regard to an invention-—
creation accomplished by relying on
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such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.




BUT LA

Current Patent Law

LRFEITER GEFRD
Draft Amendment

ATPLA Comments to Fourth Amendment

genetic resources, the applicant
shall, in the patent application
documents, indicate the direct and
original source of the genetic
resources. If the applicant cannot
indicate the original source, he
shall state the reasons

genetic resources, the applicant
shall, in the patent application
documents, indicate the direct and
original source of the genetic
resources. If the applicant cannot
indicate the original source, he
shall state the reasons.
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Article 27

When a person intends to apply for
a design patent, he shall submit a
written request, drawings or pictures
of the design, a brief description of
the design, and other relevant
documents.

In the relevant drawings or
pictures submitted by the applicant
shall clearly be shown the design of
the products for which patent
protection is requested

otk

AT L AN N1 P VA E RVl - B
Fo ZAMU BT B R ECE R DL X
AL T ) T 2 B 45 A

FTE N2 1A o< B v B B B 247
b S s SR RILRA ()77 i R AU A
it

Article 27

When a person intends to apply for
a design patent, he shall submit a
written request, drawings or pictures
of the design, a brief description of
the design, and other relevant
documents.

In the relevant drawings or
pictures submitted by the applicant
shall clearly be shown the design of
the products for which patent
protection is requested.
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Article 28

The date when the patent
administration department under the
State Council receives the patent
application documents is the date of
application. If the application
documents are delivered by post, the
date of the postmark is the date of
application.
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Article 28

The date when the patent
administration department under the
State Council receives the patent
application documents is the date of
application. If the application
documents are delivered by post, the
date of the postmark is the date of
application.
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Article 29

If, within twelve months from the
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date the applicant first files an
application for an invention or
utility model patent in a foreign
country, or within six months from
the date the applicant first files an
application for a design patent in a
foreign country, he files an
application for a patent in China for
the same subject matter, he may enjoy
the right of priority in accordance
with the agreements concluded between
the said foreign country and China,
or in accordance with the
international treaties to which both
countries have acceded, or on the
principle of mutual recognition of
the right of priority.

If, within twelve months form the
date the applicant first files an
application for an invention or
utility model patent in China, he
files an application for a patent
with the patent administration
department under the State Council
for the same subject matter, the
applicant may enjoy the right of
priority.

Article 29

If, within twelve months from the
date the applicant first files an
application for an invention or
utility model patent in a foreign
country, or within six months from
the date the applicant first files an
application for a design patent in a
foreign country, he files an
application for a patent in China for
the same subject matter, he may enjoy
the right of priority in accordance
with the agreements concluded between
the said foreign country and China,
or in accordance with the
international treaties to which both
countries have acceded, or on the
principle of mutual recognition of
the right of priority.

If, within twelve months from the
date the applicant first files an
application for an invention or
utility model patent in China or six
months from the date the applicant
first files an application for a
design patent in China, he files an
application for a patent with the
patent administration department
under the State Council for the same
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subject matter, the applicant may
enjoy the right of priority.
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Article 30

An applicant who requests the
right of priority shall submit a
written declaration at the time of
application and submit, within three
months, duplicates of the patent
application documents filed for the
first time. Where no written
declaration is submitted or no
duplicates of the patent application
documents are submitted at the
expiration of the specified time
limit, the applicant shall be deemed
to have waived the right of priority.
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Article 30

An applicant who requests the right
of priority shall abide by
regulations to submit a written
declaration at the time of
application and provide duplicates of
the patent application documents
filed for the first time. Where no
written declaration is submitted or
no duplicates of the patent
application documents are provided in
accordance with the regulations, the
applicant shall be deemed to have
waived the right of priority.
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Article 31

An application for an invention
patent or utility model patent shall
be limited to one invention or
utility model. Two or more inventions
or utility models embodied in a
single general invention concept may
be handled with one application.

An application for a design patent
shall be limited to one design. Two
or more similar designs of one and
the same product or two or more
designs of products of the same kind
that are sold or used in sets may be
handled with one application.

W [Fl— /= S I LA _E AR AL AU %
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Article 31

An application for an invention
patent or utility model patent shall
be limited to one invention or
utility model. Two or more inventions
or utility models embodied in a
single general invention concept may
be handled with one application.

An application for a design patent
shall be limited to one design. Two
or more similar designs of one and
the same product or two or more
designs of products of the same kind
that are sold or used in sets may be
handled with one application.
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Article 32

An applicant may withdraw his
patent application anytime before
being granted the patent right.
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Article 32

An applicant may withdraw his
patent application anytime before
being granted the patent right.
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Article 33

An applicant may amend his patent
application documents, provided that
the amendment to the invention or
utility model patent application
documents does not exceed the scope
specified in the original written
descriptions and claims, or that the
amendment to the design patent
application documents does not exceed
the scope shown in the original
drawings or pictures.
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Article 33

An applicant may amend his patent
application documents, provided that
the amendment to the invention or
utility model patent application
documents does not exceed the scope
specified in the original written
descriptions and claims, or that the
amendment to the design patent
application documents does not exceed
the scope shown in the original
drawings or pictures.

5 DY 7 ) FR O (1) AL
Chapter IV Examination and
Approval of Patent Applications

5 VU & LR F I [ A A AR
Chapter IV Examination and Approval
of Patent Applications
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Article 34

Upon receipt of an invention
patent application, if the patent
administration department under the
State Council, after preliminary
examination, confirms that the
application meets the requirements of
this Law, it shall publish the
application within

18 full months from the date of
application. And it may do so at an
earlier date upon request of the
applicant.

Article 34

Upon receipt of an invention patent
application, if the patent
administration department under the
State Council, after preliminary
examination, confirms that the
application meets the requirements of
this Law, it shall publish the
application within

18 full months from the date of
application. And it may do so at an
earlier date upon request of the
applicant.
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Article 35

Within three years from the date
an invention patent application is
filed, the patent administration
department under the State Council
may, upon request made by the
applicant at any time, carry out
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Article 35

Within three years from the date an
invention patent application is
filed, the patent administration
department under the State Council
may, upon request made by the
applicant at any time, carry out
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substantive examination of the
application.

If the applicant, without legitimate
reasons, fails to request substantive
examination at the expiration of the
time limit, such application shall be
deemed to have been withdrawn.

The patent administration department
under the State Council may carry out
substantive examination of its own
accord, as it deems it necessary.

substantive examination of the
application.

If the applicant, without legitimate
reasons, fails to request substantive
examination at the expiration of the
time limit, such application shall be
deemed to have been withdrawn.

The patent administration
department under the State Council
may carry out substantive examination
of its own accord, as it deems it
necessary.

i WAy S
BRI H B NI SR S5 A I
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ZHEFE R
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55 Bt L RAT GRS T 10T LK B AR 8
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ORLECE A S R TOR IR hid@
ARSI, %R R o f el .
Article 36

When an applicant for an invention
patent requests substantive
examination, he shall submit the
reference materials relating to the
invention existing prior to the date
of application.

I AT S
R BA L R 1 H A NV SR S0 AT A
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Article36
When an applicant for an invention
patent requests substantive
examination, he shall submit the
reference materials relating to the
invention existing prior to the date
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If an application has been filed for
an invention patent in a foreign
country, the patent administration
department under the State Council
may require the applicant to submit,
within a specified time limit,
materials concerning any search made
for the purpose of examining the
application in that country, or
materials concerning the results of
any examination made in the country.
In the event of the applicant’s
failure to comply at the expiration
of the specified time limit without
legitimate reasons, the application
shall be deemed to be withdrawn.

of application.

If an application has been filed
for an invention patent in a foreign
the patent administration
department under the State Council may
require the applicant to submit,
within a specified time limit,
materials concerning any search made
for the purpose of examining the
application in that country, or
materials concerning the results of
any examination made in the country.
In the event of the applicant’s
failure to comply at the expiration
of the specified time limit without
legitimate reasons, the application
shall be deemed to be withdrawn.

country,
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Articled?

After the patent administration
department under the State Council has
made the substantive examination of
the invention patent application, if

otk
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Article 37

After the patent administration
department under the State Council
has made the substantive examination
of the invention patent application,
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it finds that the application does not
conform to the provisions of this Law,
it shall notify the applicant of the
need to state its opinions within a
specified time limit or to make
amendment to the application. In the
event of the applicant’s failure to
comply at the expiration of the
specified time limit without
legitimate reasons, the application
shall be deemed to be withdrawn.

if it finds that the application does
not conform to the provisions of this
Law, it shall notify the applicant of
the need to state its opinions within
a specified time limit or to make
amendment to the application. In the
event of the applicant’s failure to
comply at the expiration of the
specified time limit without
legitimate reasons, the application
shall be deemed to be withdrawn.
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Article 38

After the applicant states his
opinions on or makes amendment to the
if the
patent administration department
under the State Council still

believes the application does not

invention patent application,

conform to the provisions of this
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Article 38

After the applicant states his
opinions on or makes amendment to the
invention patent application, if the
patent administration department
under the State Council still
believes the application does not
conform to the provisions of this

Law, it shall reject the application. ] ) ; )
Law, it shall reject the application.
F=TIUk SRR S

R B R B 22 ST o A O R LR
[0 P Y, E 55 B T MAT BCRR AR HY 952
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Article 39

If no reason for rejection is
discerned after an invention patent
application is substantively
examined, the patent administration
department under the State Council
shall make a decision on granting of
the invention patent right,
invention patent certificate, and
meanwhile register and announce the
The invention patent right
shall become effective as of the
date of announcement.

issue an

same.

RPFERMBARE, KaaKWEFIES,
FIF LU IC R A Y . RIIEFIBE A%
Z HEAE.

Article 39

If no reason for rejection is
discerned after an invention patent
application is substantively
examined, the patent administration
department under the State Council
shall make a decision on granting of
the invention patent right,
invention patent certificate, and
meanwhile register and announce the
same. The invention patent right
shall become effective as of the
date of announcement.

issue an

£l o S
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Article 40

If no reason for rejection is

discerned after preliminary
examination of a utility model or

EHIRS S

SERVET BN SN U B R G )P
B RIS B 1, fl [ 55 B AAT
BB [ IR 4% 7 S B AL & R AL B 4
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B, R FLUOEICRMAS . AL F]
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Article 40

If no reason for rejection is
discerned after preliminary
examination of a utility model or
design patent application, the patent
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design patent application, the patent
administration department under the
State Council shall make a decision
on granting of the utility model or
design patent right,
corresponding patent certificate,
meanwhile register and announce the
same. The utility model patent right
and the design patent right shall

issue a
and

administration department under the
State Council shall make a decision
on granting of the utility model or
design patent right, issue a
corresponding patent certificate, and
meanwhile register and announce the
same. The utility model patent right
and the design patent right shall

become effective as of the date of

become effective as of the date of announcement.
announcement.
4% i —
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Article 41

The patent administration
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Article 41

The patent administration
department under the State Council
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AIPLA commends providing this
additional authority to the Patent
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department under the State Council
shall establish a patent review
board. If a patent applicant is
dissatisfied with the decision made
by the Patent Administration
Department under the State Council on
rejecting of the application, he may,
within three months from the date of
receipt of the notification, file a
request with the patent review board
for review. After review, the Patent
Review Board shall make a decision
and notify the patent applicant of
the same.

If the patent applicant is
dissatisfied with the review decision
made by the patent review board, he
may take legal action before the
people’ s court within three months
from the date of receipt of the
notification.

shall establish a patent review
board. If a patent applicant is
dissatisfied with the decision made
by the Patent Administration
Department under the State Council on
rejecting of the application, he may,
within three months from the date of
receipt of the notification, file a
request with the patent review board
for review.

The patent review board shall
perform the review. When necessary,
it can check whether the patent
application conforms to the other
circumstances specified by the
relevant provisions of this Law, make
a decision, and notify the patent
applicant of its decision.

If the patent applicant is
dissatisfied with the review decision
made by the patent review board, he
may take legal action before the
people’ s court within three months
from the date of receipt of the
notification.

Review Board. Although in certain
the review process is
limited to the specific grounds for

systems,

rejection and may not extend to new
grounds of rejection, it is in the
interest of improved patent quality
to ensure that the application
conforms to all of the requirements
for patentability.

This observation notwithstanding,
the meaning of the phrase “other
circumstances” warrants
clarification. In addition, the
phrase “when necessary” 1is not well
defined and, as such, the applicant
or patentee should be given the
opportunity to object to such
additional review. It is anticipated
that such concerns will be assuaged
through the details provided by
regulations and guidelines to be

promulgated under this article.

FHE LRBUIAR. &Ik
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Chapter V Duration, Termination and
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Chapter V Duration, Termination
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Invalidation of Patent Rights

and Invalidation of Patent Rights

L L 5

KL R IRy =44, SEFH
T RIS LB R R 9+
4, BB AIEHER.

Article 42

The duration of the invention
patent right shall be 20 years and
that of the utility model patent
right and of the design patent right
shall be ten years respectively, all
commencing from the date of

FEI+ 4%

KEFIR IRy — 4, ScHHr
LRIBIAR N4, AN &R
WIRR N+ 14, WEBEHRE.

Article 42

The duration of the invention
patent right shall be 20 years, that
of the utility model patent right
shall be 10 years, and that of the
design patent right shall be 15 years
respectively, all commencing from the

ATPLA B SA SR SO . P 32 22
o ktE, BAESEE, XS ff
FIARR BN+ 4.

AIPLA welcomes the revision,
making Chinese practice more
consistent with the term of design
patent protection in other of
China’ s major trading partners and,
in particular, the United States
which also now grants a term of 15

application. date of application. years for design patents.
FIH =% FIH =%

LRIBNRLY B3 T LRI 4 5
RSN B .
Article 43

The patentee shall pay annual
fees commencing from the year when
the patent right is granted.

LRIBNRL 2 B B3 T LRI 4
RSN o
Article 43

The patentee shall pay annual fees
commencing from the year when the
patent right is granted.
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Article 44

Under any of the following
circumstances, the patent right shall
be terminated before the expiration
of the duration:

(1) failure to pay the annual fee
as required; or

(2) the patentee waiving of the
patent right by a written
declaration;

If a patent right is terminated
before the duration expires, the
patent administration department
under the State Council shall
register and announce such

B

L RIBAE PR Jmipi a2 161, B E 55 B
LRATEES 1M AR .

Article 44

Under any of the following
circumstances, the patent right shall
be terminated before the expiration
of the duration:

(1) failure to pay the annual fee
as required; or

(2) the patentee waiving of the
patent right by a written
declaration;

If a patent right is terminated
before the duration expires, the
patent administration department
under the State Council shall register
and announce such termination.

termination.
FIAF 5% FI4F5%k

H 1 25 Bt B RATBGH T ] A5 4% T LRI
Z Hilg, AEATERALEE N NN ATEZ TR
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Article 45

Beginning from the date the
patent administration department

B E 55 Bt L RATBER T A5 35 T LRI
Z Hilg, AR s AN NN E BRI
3T AFFEARIEA RHER), TLLER
LREHEREE S ZTRBLR.

Article 45

Beginning from the date the patent
administration department under the
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under the State Council announces the
grant of a patent right,
individual believes that such grant
does not conform to the relevant

if a unit or

provisions of this Law, it or he may
request that the patent review board
declare the said patent right

invalid.

State Council announces the grant of
a patent right,
individual believes that such grant
does not conform to the relevant

if a unit or

provisions of this Law, it or he may
request that the patent review board
declare the said patent right

invalid.
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Article 46

The patent review board shall
examine the request for declaring a
patent right invalid and make a
decision in a timely manner and
notify the requesting person and the
patentee of its decision. The
decision on declaring a patent right
invalid shall be registered and
announced by the patent
administration department under the
State Council.

A person that is dissatisfied with
the patent review board s decision on
declaring a patent right invalid or
its decision on affirming the patent
right may take legal action before a
people’ s court, within three months
from the date of receipt of the
notification. The people’s court
shall notify the opposite party in
the invalidation procedure to
participate in the litigation as a
third party

Article 46

The patent review board shall
examine the request for declaring a
patent right invalid. When necessary,
it can check whether the patent right
conforms to the other circumstances
specified by the relevant provisions
of this Law, make a decision in a
timely manner, and notify the
requesting person and the patentee of
its decision.

The decision invalidating or
upholding the patent right shall be
registered and announced by the
patent administration department
under the State Council.

A person that is dissatisfied with
the patent review board s decision on
declaring a patent right invalid or
its decision on affirming the patent
right may take legal action before a
people’ s court, within three months
from the date of receipt of the
notification. The people’s court
shall notify the opposite party in
the invalidation procedure to
participate in the litigation as a
third party.

AIPLA commends providing this
additional authority to the Patent
Review Board. Although in most
international systems,
process is limited to the specific
grounds for rejection. AIPLA
recommends that if new grounds are

the review

considered by the Review Board, the
case be remanded to the examination
process to ensure that the Applicant
is given a full and fair opportunity
to respond to the new grounds of
rejection. In the alternative, AIPLA
recommends that the review by the
Patent Review Board be limited to
issues previously heard and
considered.

Consideration of all appropriate
grounds by the Review Board is in the
interest of improved patent quality.
Nonetheless,
incorporate sufficient opportunity
for the Applicant to respond to any
new objections raised.

AIPLA is concerned that there is
no time requirement in the current
draft for the registration and
If invalid

“in a

the process needs to

announce of the decision.
patents are not identified
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timely manner” as required in the
previous draft, the public and
interested parties would not be able
to identify invalid patents as
quickly as possible. This could
unnecessarily limit or delay the
ability of the public and other
parties, such as supply chains and
distribution networks in China, to
practice the subject matter covered
by the invalid patent

%
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Article 47

Any patent right that has been
declared invalid shall be deemed to
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Article 47

Any patent right that has been
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be non—existent from the beginning.

The decision on declaring a patent
right invalid shall have no
retroactive effect on any written
judgment or written mediation on
patent infringement that has been
made and enforced by the people’s
court, or on any decision concerning
the handling of a dispute over the
patent infringement that has been
performed or compulsively executed,
or on any contract for permitted
exploitation of the patent or for
transfer of patent rights that has
been performed——prior to the
invalidation declaration of the
patent right. However, compensation
shall be made for the losses caused
to another person mala fides by the
patentee.

Where the patent infringement
compensation, royalties, and patent
right transfer fees are not refunded
pursuant to the provisions of the
preceding paragraph, which
constitutes a blatant violation of
the principle of fairness, refund
shall be made fully or partly.

declared invalid shall be deemed to
be non—existent from the beginning.

The decision on declaring a patent
right invalid shall have no
retroactive effect on any written
judgment or written mediation on
patent infringement that has been
made and enforced by the people’s
court, or on any decision concerning
the handling of or punishment for a
dispute over the patent infringement
that has been performed or
compulsively executed, or on any
contract for permitted exploitation
of the patent or for transfer of
patent rights that has been
performed——prior to the invalidation
declaration of the patent right.
However, compensation shall be made
for the losses caused to another
person mala fides by the patentee.

Where the patent infringement
compensation, royalties, and patent
right transfer fees are not refunded
pursuant to the provisions of the
preceding paragraph, which
constitutes a blatant violation of
the principle of fairness, refund
shall be made fully or partly.
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SN E L St PR R A VF T
Chapter VI Compulsory License for
Exploitation of a Patent

FENE AR ST s VE AT
Chapter VI Compulsory License for
Exploitation of a Patent
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Article 48

Under any of the following
circumstances, the patent
administration department under the
State Council may, upon application
made by any unit or individual that
possesses the conditions for
exploitation, grant a compulsory
license for exploitation of an
invention patent or utility model
patent:

(1) When it has been three years

FY+ )\ %
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Article 48

Under any of the following
circumstances, the patent
administration department under the
State Council may, upon application
made by any unit or individual that
possesses the conditions for
exploitation, grant a compulsory
license for exploitation of an
invention patent or utility model
patent:

(1) When it has been three years
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since the date the patent right is
granted and four years since the date
the patent application is submitted,
the patentee, without legitimate
reasons, fails to have the patent
exploited or fully exploited; or

(2) The patentee’ s exercise of the
patent right is in accordance with
law, confirmed as monopoly and its
negative impact on competition needs
to be eliminated or reduced

since the date the patent right is
granted and four years since the date
the patent application is submitted,
the patentee, without legitimate
reasons, fails to have the patent
exploited or fully exploited; or

(2) The patentee’ s exercise of the
patent right is in accordance with
law, confirmed as monopoly and its
negative impact on competition needs
to be eliminated or reduced.
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Article 49

Where a national emergency or any
extraordinary state of affairs
occurs, or public interests so
require, the patent administration
department under the State Council
may grant a compulsory license for
exploitation of an invention patent
or utility model patent.
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Article 49

Where a national emergency or any
extraordinary state of affairs
occurs, or public interests so
require, the patent administration
department under the State Council
may grant a compulsory license for
exploitation of an invention patent
or utility model patent.
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N T ASEREE B, xRS R AR 25

Hhtok
NI AFERER, WAL R

The English translation of Patent Law is provided for convenient reference. We take no warranty or liability for whatsoever causes for its accuracy of
such translation. Please refer to the Chinese original should you have any uncertainties on the laws/regulations.

58




BUT LA

Current Patent Law

LRFEITER GEFRD
Draft Amendment

ATPLA Comments to Fourth Amendment

i[5S BB RAT G T TA] LZE T3 I
FHH OB A NRILAEZ InrE
% I o 2% 29 10 1) ] K B i X (1) 5 i
7,

Article 50

For the benefit of public health,
the patent administration department
under the State Council may grant a
compulsory license for manufacture of
the drug, for which a patent right
has been obtained, and for its export
to the countries or regions that
conform to the provisions of the
relevant international treaties to
which the People’ s Republic of China
has acceded

i S5 BB RIATBGH T T 0] BAZS Tl ik
FHH O RFFE R NRILAEZ A
K ] o 25 24 00 1140 ) K i b X e b 1
Al

Article 50

For the benefit of public health,
the patent administration department
under the State Council may grant a
compulsory license for manufacture of
the drug, for which a patent right
has been obtained, and for its export
to the countries or regions that
conform to the provisions of the
relevant international treaties to
which the People’ s Republic of China
has acceded.
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Article 51

If an invention or utility model,
for which the patent right has been
obtained, represents a major
technological advancement of
remarkable economic significance,
compared with an earlier invention or
utility model for which the patent
right has already been obtained, and
exploitation of the former relies on
exploitation of the latter, the
patent administration department
under the State Council may, upon
application made by the latter, grant
it a compulsory license to exploit
the earlier invention or utility
model. Under the circumstance where a
compulsory license for exploitation
is granted in accordance with the
provisions of the preceding
paragraph, the patent administration
department under the State Council
may, upon application made by the
earlier patentee, grant it a
compulsory license to exploit the
later invention or utility model.

Article 51

If an invention or utility model,
for which the patent right has been
obtained, represents a major
technological advancement of
remarkable economic significance,
compared with an earlier invention or
utility model for which the patent
right has already been obtained, and
exploitation of the former relies on
exploitation of the latter, the
patent administration department
under the State Council may, upon
application made by the latter, grant
it a compulsory license to exploit
the earlier invention or utility
model.

Under the circumstance where a
compulsory license for exploitation
is granted in accordance with the
provisions of the preceding
paragraph, the patent administration
department under the State Council
may, upon application made by the
earlier patentee, grant it a
compulsory license to exploit the
later invention or utility model.
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Article 52

If an invention involved in a
compulsory license is a semi-—
conductor technology, the
exploitation thereof shall be limited
to the purpose of public interests
and to the circumstances as provided
for in Subparagraph (2) of Article 48
of this Law.

SR VEATPE R R BRI A 2 AR R
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Article 52

If an invention involved in a
compulsory license is a semi-—
conductor technology, the
exploitation thereof shall be limited
to the purpose of public interests
and to the circumstances as provided
for in Subparagraph (2) of Article 48
of this Law.
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Article 53

Except for the compulsory license
granted in accordance with the
provisions of Subparagraph (2) of
Article 48 or Article 50 of this Law,
compulsory license shall mainly be
exercised for the supply to the
domestic market.
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Article 53

Except for the compulsory license
granted in accordance with the
provisions of Subparagraph (2) of
Article 48 or Article 50 of this Law,
compulsory license shall mainly be
exercised for the supply to the
domestic market.
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Article 54

A unit or individual that applies
for a compulsory license in
accordance with the provisions of
Subparagraph (1) of Article 48 or
Article 51 of this Law shall provide
evidence to show that it or he has,
under reasonable terms, requests the
patentee’ s permission for
exploitation of the patent, but fails
to obtain such permission within a
reasonable period of time.
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Article 54

A unit or individual that applies
for a compulsory license in
accordance with the provisions of
Subparagraph (1) of Article 48 or
Article 51 of this Law shall provide
evidence to show that it or he has,
under reasonable terms, requests the
patentee’ s permission for
exploitation of the patent, but fails
to obtain such permission within a
reasonable period of time.
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Article 55

The decision made by the patent
administration department under the
State Council on granting of a
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Article 55

The decision made by the patent
administration department under the
State Council on granting of a
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compulsory license for exploitation
shall be notified to the patentee in
a timely manner and shall be
registered and announced.

In a decision on granting of the
compulsory license for exploitation
shall, according to the reasons
justifying the compulsory license, be
specified the scope and duration for
exploitation. When such reasons cease
to exist and are unlikely to recur,
the patent administration department
under the State Council shall, upon
request by the patentee, make a
decision to terminate the compulsory
license after examination.

compulsory license for exploitation
shall be notified to the patentee in
a timely manner and shall be
registered and announced.

In a decision on granting of the
compulsory license for exploitation
shall, according to the reasons
justifying the compulsory license, be
specified the scope and duration for
exploitation. When such reasons cease
to exist and are unlikely to recur,
the patent administration department
under the State Council shall, upon
request by the patentee, make a
decision to terminate the compulsory
license after examination.
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Article 56

Any unit or individual that is
granted a compulsory license for
exploitation shall not have an
exclusive right to exploitation and
shall not have the right to allow
exploitation by others.
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Article 56

Any unit or individual that is
granted a compulsory license for
exploitation shall not have an
exclusive right to exploitation and
shall not have the right to allow
exploitation by others.
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Article 57

The unit or individual that is
granted a compulsory license for
exploitation shall pay reasonable
royalties to the patentee, or handle
the issue of royalties in accordance
with the provisions of the relevant
international treaties to which the
People’ s Republic of China has
acceded. The amount of royalties to
be paid shall be subject to
consultation between the two parties.
In the event of failure to reach an
agreement between the two parties,
the patent administration department
under the State Council shall make a
ruling.
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Article 57

The unit or individual that is
granted a compulsory license for
exploitation shall pay reasonable
royalties to the patentee, or handle
the issue of royalties in accordance
with the provisions of the relevant
international treaties to which the
People’ s Republic of China has
acceded. The amount of royalties to
be paid shall be subject to
consultation between the two parties
In the event of failure to reach an
agreement between the two parties,
the patent administration department
under the State Council shall make a
ruling.
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Article 58

If a patentee is dissatisfied
with the decision made by the patent
administration department under the
State Council —on granting of the
compulsory license for exploitation,
or if the patentee, or the unit or
individual that has obtained the
compulsory license for exploitation
is dissatisfied with the ruling made
by the patent administration
department under the State Council
regarding the royalties for the
compulsorily licensed exploitation,
it or he may take legal action before
the people’ s court within three
months from the date of receipt of
the notification of the ruling.

[RAR AR, v BA USRI RN 2 H A =
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Article 58

If a patentee is dissatisfied with
the decision made by the patent
administration department under the
State Council —-on granting of the
compulsory license for exploitation,
or if the patentee, or the unit or
individual that has obtained the
compulsory license for exploitation
is dissatisfied with the ruling made
by the patent administration
department under the State Council
regarding the royalties for the
compulsorily licensed exploitation,
it or he may take legal action before
the people’ s court within three months
from the date of receipt of the
notification of the ruling.

FoE TRHBERT
Chapter VII Protection of Patent
Rights

FtE LR RY
Chapter VII Protection of Patent
Rights
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Article 59

For the patent right of an
invention or a utility model, the
scope of protection shall be confined
to what is claimed, and the written
description and the pictures attached
may be used to explain what is

claimed.

For the design patent right, the
scope of protection shall be confined
to the design of the product as shown
in the drawings or pictures, and the
brief description may be used to
explain the said design as shown in
the drawings or pictures.
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Article 59

For the patent right of an
invention or a utility model, the
scope of protection shall be confined
to what is claimed, and the written
description and the pictures attached
may be used to explain what is
claimed.

For the design patent right, the
scope of protection shall be confined
to the design of the product as shown
in the drawings or pictures, and the
brief description may be used to
explain the said design as shown in
the drawings or pictures.
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Article 60

If a dispute arises as a result
of exploitation of a patent without
permission of the patentee, that is,
the patent right of the patentee is
infringed, the dispute shall be
settled through consultation between
the parties. If the parties are not
willing to consult or if consultation
fails, the patentee or interested
party may take legal action before a
people’ s court, and may also request
the administration department for
patent-related work to handle the
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Article 60

Where a dispute arises as a result of
the exploitation of a patent without
the authorization of the patentee,
that is, the infringement of the
patent right of the patentee, it
shall be settled through consultation
by the parties. Where the parties are
not willing to consult with each
other or where the consultation
fails, the patentee or any interested
party may institute legal proceedings
in the people’s court, or request the
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dispute. If, when handling the
dispute, the said department believes
the infringement is established, it
may order the infringer to cease the
infringement immediately; if the
infringer is dissatisfied with the
order, he may, within 15 days from
the date of receipt of the
notification of the order, take legal
action before a people’ s court in
accordance with the Administrative
Procedure Law of the People’s
Republic of China. If the infringer
neither takes legal action at the
expiration of the time limit nor
ceases the infringement, the said
department may file an application
with the people’s court for
compulsory enforcement. The
administration department for patent-—
related work that handles the call
shall, upon request of the parties,
carry out mediation concerning the
amount of compensation for the patent
right infringement. If mediation
fails, the parties may take legal
action before the people’s court in
accordance with the Civil Procedure
Law of the People’s Republic of

patent administration department for
patent affairs to handle the matter.

When the patent administration
department for patent affairs
handling the matter considers that
the infringement is established, it
may order the infringer to stop the
infringing act immediately.

If the party is not satisfied with
the order, he may, within 15 days
from the date of receipt of the
notification of the order,
legal proceedings in the people’s

institutes

court in accordance with the
Administrative Procedure Law of the
People’ s Republic of China. If,
within the said time limit, such
proceedings are not instituted and
the order is not complied with, the
patent administration department may
approach the people’ s court for

compulsory execution.

The administrative authority for
patent affairs has the power to
investigate and punish the willful
patent infringement act disrupting
the market order or repeated
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AIPLA appreciates and shares the
Chinese government’ s desire to
strengthen the patent enforcement
regime in China. AIPLA remains
concerned that the Amendment places
too much authority in the local
patent administration bureaus to
determine infringement and punish
alleged infringers, especially when
they might not have the resources
and/or capability to make well-
grounded determinations in matters
often involving complex technical

issues. AIPLA continues to believe
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China.

infringement, as well as stop the
infringement act, confiscate the
infringing products, the parts,
tools, modules or equipment that are
used to manufacture the infringing
products or implement the infringing
methods. For the repeated
infringement activities, [the patent
administration department] shall
impose a fine of more than one time
and less than five times of the
amount of illegal business income;
for zero illegal business income or
illegal business income of 50, 000
yuan or less, [the patent
administration department] shall
impose a fine of 250,000 yuan or
less.

that the People’ s Courts are the
better forums for such enforcement
work. As a general comment, AIPLA
believes the scope of any such
authority granted to local patent
bureaus must be narrow, well-defined,
and well-coordinated with other
agencies having overlapping
jurisdictions.

AIPLA is concerned that an
administrative enforcement remedy
that leaves allegedly infringing
products and related equipment in the
hands of the alleged infringer will
be ineffective. One alternative that
balances these concerns is to stay
execution of seizure and destruction
orders until appeal periods have
expired. AIPLA respectfully requests
consideration of these or other like
alternatives that are consistent
with international norms.

AIPLA also appreciates the Chinese
government trying to address the
problem of willful infringement, but
the concern stated above regarding
the scope of local patent bureaus’
authority still remains, especially
when determining the additional
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elements of willfulness, market
disruption and repeat infringement.
Moreover, the section on willful
infringement suggests that local
patent bureaus can initiate
investigations into and determine
infringement by themselves (i.e.,
without a request by or even the
support of the patent holder). AIPLA
respectfully suggests that such
investigations be limited to
situations where the patent holder
has actually requested or supports
it, as for example by adding: “The
administrative authority for patent
affairs has the power, upon request
by or with the support of the patent
holder, to investigate and punish the
willful infringement act:+”

The recent amendments also limit
the monetary penalty provisions to
situations involving repeat
infringement, and thus there are no
longer any penalty provisions for
other situations. While AIPLA has
some concerns with the penalty
provisions in general (see below), we
also are unclear as to why they only
apply to repeat infringement and what
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penalties can be imposed in
situations not involving repeat
infringement. AIPLA suggests these
issues be clarified as much as
possible.

With respect to the amendments
relating to intentional patent
infringement that disrupts the market
order, AIPLA commends the amendments
for providing additional remedies for
intentional infringement but remains
concerned that the standards for
applying these remedies are vague.
AIPLA recognizes that these issues
might be addressed in implementing
regulations and guidelines, and
encourages SIPO to continue to work
with the international community to
establish such regulations, rules,
and guidelines.

AIPLA also respectfully submits
that a party dissatisfied with an
Order be given additional time to
institute legal proceedings in the
People’ s Court (e.g., increased from
15 days to 2 months). Such a change
would harmonize this Article with
various other IP statutory law. For
example, the Amendment to PRC
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Administrative Procedural Law
(effective May 1, 2015) extended the
limitation of action against an
administrative ruling from 3 months
to 6 months. Moreover, AIPLA
respectfully submits that the Draft
Amendments to this Article fail to
appreciate that such a short
limitation on instituting legal
proceedings in the People’s Court is
not feasibly for relatively complex
patent-related litigation matters,
particularly those involving
international parties
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Article 61 (New)

The patent administration department
that settles the dispute may, upon
request of the parties may hold a
mediation regarding the compensation

ATPLA WG TR ps&pl. E£EYS
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AIPLA welcomes the amendments
regarding enforcement of mediation
provisions. The U.S. and many other
countries have policies to vigorously
enforce alternative dispute
resolution procedures and have found
them generally to be constructive.
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amount for infringement upon the
patent right. If no agreement is
reached through mediation, either
party may bring the lawsuit to the
people’ s court in accordance with the
“Civil Procedural Law of the
People’ s Republic of China. The
mediation agreement reached by the
parties is validated by the people’ s
court, when one party refuses to
fulfill or fails to fully fulfill
[the agreement], the other party may
apply to the people’ s court to
enforce [the agreement].
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H B35 AN S 1128 Z L RIBUAT N
1, B SN AT E 571T . AIPLA commends the express
recognition of indirect patent
infringement, contributory

infringement, and inducement to
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Article 62 (New)

Without the consent of patent
holders, the parties who knowing the
raw materials, intermedium,
components, equipment are
specifically designed for
implementing the patents, in the
purpose of business, provide the
products above to the other parties
infringing patents, should bear joint
and severe liability.

Without the consent of patent
holders, the parties who knowing the
relevant products or methods are
patented, in the purpose of business,
induce the other parties to infringe
the patents, should bear joint and
severe liability.

infringe. AIPLA feels this amendment
brings greater harmonization of
China’ s patent enforcement regime
with other international systems.
AIPLA remains concerned that
“knowing, 7 “for purposes of
business,” and “induce” are not
adequately defined. AIPLA looks
forward to the development of more
clear and definite standards for how
these provisions will be interpreted
and applied, and anticipate that this
will be addressed through the
implementing regulations, etc.
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Article 63 (New)

Where the Internet service provider
knows or should have known that the
Internet user infringes patent rights
or false patents by utilizing the
Internet services provided, but fails
to take necessary measures to stop
infringing conduct by deleting,
blocking or disconnecting the link to
the infringing products, the Internet
service provider shall bear joint and
several liabilities with the Internet
users.

Where the patent right holder or the
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AIPLA commends these amendments as
bringing the Chinese system more
closely into alignment with the
systems of its trading partners
AIPLA recommends that greater clarity
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interested party has evidence to
prove that the Internet user utilized
the Internet service to infringe its
patent rights or false patents, it
may notify the Internet service
provider to adopt necessary measures
as described in the preceding
paragraph to stop such infringement.
Where the Internet service provider
fails to adopt necessary measures
upon valid and effective notice, it
shall be jointly and severally liable
with the Internet users for the
expanded portion of damages.

Where patent administration
department determines that the
Internet user infringes or forges
patents upon the patent right, it
shall notify the Internet service
provider to take necessary measures
mentioned in the first paragraph of
the article to prevent such
infringement. Where the Internet
service provider does not promptly
take necessary measures, it shall
bear joint and several liabilities
with the Internet user for the
expanded portion of damages.

be provided regarding the procedure,
comparable to the Digital Millennium
Copyright Act in the United States,
These procedures, based on notice and
remedial actions, have been effective
in securing the cooperation of
internet service providers, while
limiting liability when they act to
remedy the infringement.

ATPLA is concerned that the
definition of “internet service
provider” 1is unclear as to whether
this term may be interpreted broadly
to cover companies that merely
reference other’ s products and
services on their own websites, or
those which are involved in other
legitimate non—infringing business
activities. It is also unclear
whether other entities, such as
providers of other services used by
the infringers or providers of
components that are incorporated into
a downstream infringing product,
should also assume joint
responsibilities with the users

The present amendment appears to
require proof of a violation, AIPLA
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observes that this may result in
substantial additional effort in
excess of that necessary to secure an
appropriate level of cooperation.
Rather, a simple notice and take down
procedure offers the benefits of
clarity and simplicity without
requiring proceedings to resolve the
ultimate issue of infringement.

On the other hand, AIPLA observes
that this amendment shifts the burden
on the ISP after receiving notice and
some evidence of infringement to
assume joint responsibility without
any adjudication of infringement or
determination of validity of the
patent at issue. This places a high
burden on ISP to self-investigate
these issues in order to respond to
notice by the patentee. AIPLA has
concerns that the provision may not
provide a sufficient “Safe Harbor”
for an ISP, as for example, when the
alleged infringer responds and
provides evidence that they do not
infringe.
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Article 61

If a dispute over patent
infringement involves an invention
patent for the method of
manufacturing a new product, the unit
or individual manufacturing the same
product shall provide evidence to
show that the manufacturing method of
their own product is different from
the patented method

If a dispute over patent
infringement involves a utility model
the
people’ s court or the administration

patent or a design patent,
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Article 64

Where any infringement dispute
relates to a patent for invention for
a process for the manufacture of a
new product, any entity or individual
manufacturing the identical product
shall furnish proof to show that the
process used in the manufacture of
its or his product is different from
the patented process.

Where the patent infringement relates
to a patent for utility model or

ATPLA FEFAFKBL, DORHOMERL
FEFF R A5 BE ORI L AL

AIPLA agrees with this provision
and only has concern that processes
allow for the confidential handling
of such information to protect any
trade secret information during the
enforcement process.
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department for patent-related work
may require the patentee or the
interested parties to present a
patent right assessment report
prepared by the patent administration
department under the State Council
through searching, analyzing, and
assessing the relevant utility model
or design, which shall serve as
evidence for trying or handling the
patent infringement dispute.

design, the people’s court or the
patent administration department for
patent affairs may ask the patentee
or an interested party to furnish an
evaluation report of patent right
which is made by the Patent
Administration Department Under the
State Council after conducting a
search, analysis and evaluation for
the related utility model or design,
and which is the evidence to judge or
handle patent infringement disputes
Both parties could provide the
evaluation reports mentioned above on
their own initiatives
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Article 62

In a patent infringement dispute,
if the accused infringer has evidence
to prove that the technology or
design exploited is an existing
technology or design, the
exploitation shall not constitute a
patent right infringement.
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Article 65

In a patent infringement dispute,
if the accused infringer has evidence
to prove that the technology or
design exploited is an existing
technology or design, the
exploitation shall not constitute a
patent right infringement.
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Article 63

A person who counterfeits the
patent of another person shall, in
addition to bearing civil liabilities
in accordance with law, be ordered by
the administration department for
patent-related work to put it right,
and the department shall make the
matter known to the public,
confiscate his unlawful gains and, in
addition,
more than four times the unlawful

impose on him a fine of not

gain; if there are no unlawful gains,
a fine of not more than RMB200, 000
may be imposed on him; and if a crime
is constituted,
responsibility shall be pursued in
accordance with law.

criminal
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Article 66

A person who counterfeits the patent
of another person shall,
to bearing his civil liability
according to law, be ordered by the
patent administration department for
patent affairs to amend his act, and
the order shall be announced. His
illegal earnings shall be confiscated
and, in addition, he may be imposed a

in addition

fine of not more than four times his
illegal earnings and, if there is no
illegal earnings or it is difficult
to calculate the illegal earnings, a
fine of not more than RMB 200, 000
yuan. Where the infringement
constitutes a crime, he shall be
prosecuted for his criminal
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AIPLA commends the provision for
enhanced damages for counterfeiting
and passing off. The fines are
comparable to those for patent
infringement. As was the case with
patent infringement, AIPLA commends
increasing the level of fines but
remains concerned that additional
increases may be necessary and that
fines be in an amount appropriate to
the circumstances.
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Article 64

When the administration department
for patent-related work investigates
and handles the suspected
counterfeiting of a patent, it may,

based on evidence obtained, inquire
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Article 67

When investigating and prosecuting
the alleged acts of patent
infringement and forge the patent,
the patent administration department
for patent affairs may, based on the

evidence obtained, inquire the
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AIPLA commends the clarification
that cooperation with the patent
administration department is required
and that failure to cooperate may
result in sanctions. These provisions
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the parties concerned, and
investigate the circumstances related
to the suspected illegal act; it may
conduct on—the—spot inspection of the
places where the suspected illegal
act is committed; consult and
duplicate the relevant contracts,
invoices,
related materials; and check the

account books and other

products related to the suspected
illegal act and seal or detain the
products that are proved to be
produced by the counterfeited patent.

When the administration
department for patent-related work
performs its duties as prescribed in
the preceding paragraph, the parties
concerned shall provide assistance
and cooperation,
to do so or creating obstacles.

instead of refusing

parties involved, and to investigate
the facts relevant to the alleged
illegal act; carry out an on—the—spot
inspection of the site where the
party’ s alleged illegal act took
place; inspect and duplicate the
contracts,
and other relevant materials related
to the alleged illegal act; and
examine the products related to the
illegal act and seal up or seize the
products that are proved by evidences
to willfully infringe patent rights
and disturb market order or pass off
a patent.

invoices, account books

The parties shall assist and
cooperate with the patent
administration department s in
exercising the functions and
authorities prescribed in the
preceding paragraph in accordance
with law. Where the parties refuse
to be investigated or impede the
administrative authority for patent
affairs to perform their duty, the
administrative authority for patent
affairs shall give the warnings; if
there is serious circumstance, the
punishment in public order and

are necessary to secure cooperation
and redress circumstances where the
failure to cooperate would impair the
patent administration department in
performing its work.

ATPLA is concerned that the
standard of creating obstacles or
violating public security regulations
may be too vague to provide clear
guidance when these provisions may be
invoked.

AIPLA is also concernedthat
sanctions, punishments or criminal
liability may be imposed arbitrarily,
inconsistently and unpredictably.
Concern is also expressed over the
possibility of criminal sanctions
being imposed on companies that
legitimately make evidentiary or
confidentiality objections. ATPLA
recommends the clear provision for
confidential treatment of information
in these enforcement actions and for
the protection of materials and
products until a final, un-appealed
decision has been rendered.
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security administration shall be
imposed in accordance with the law.

Where the parties refuse or hamper

the patent administration department
the patent
administration department may issue

to carry out its duties,

warnings; where the conduct
constituted a violation of the
security administration, the public
security will impose penalty in
accordance with the law; where [the
conduct] constituted crime, [the
party] shall be responsible for
criminal liabilities in accordance
with the law.
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Article 65

The amount of compensation for
patent right infringement shall be
determined according to the
patentee’ s actual losses caused by
the infringement. If it is hard to
determine the actual losses, the
amount of compensation may be
determined according to the benefits
acquired by the infringer through the
infringement. If it is hard to
determine the losses of the patentee
or the benefits acquired by the
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Article 68

The amount of compensation for the
damage caused by the infringement of
the patent right shall be assessed on
the basis of the losses suffered by
the patentee. If it is difficult to
determine the losses, the amount may
be assessed on the basis of the
profits which the infringer has
earned through the infringement. If
it is difficult to determine the
losses suffered by the patentee or

HENB RS, IRAEFUHE. BT
b, AREEY—B5—. GE. KHM
PRAFMERBTRR S “HE” .
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AIPLA commends these amendments as
well as providing a more effective
level of remedy for intentional
patent infringement, AIPLA remains
concerned that further increases may
be necessary to provide an
appropriate level of damages
commensurate with the injury caused
by the infringement, Furthermore, the
heightened burden of proof placed on
the patentee to show infringement and
damages presents another obstacle for
effective patent enforcement in
China.

Nonetheless, AIPLA recognizes that
these initial steps are constructive
and will improve the administration
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the amount of compensation
may be determined according to the

infringer,

reasonably multiplied amount of the
royalties of that patent. The amount
of compensation shall include the
reasonable expenses paid by the
patentee for putting an end to the
infringement.

If the losses of the patentee,
benefits of the infringer, or
royalties of the patent are all hard
to determine, the people’s court may,
on the basis of the factors such as
the type of patent right, nature of
the infringement,
the case,
compensation within the range from
10, 000 yuan to 1, 000, 000 yuan.

and seriousness of
determine the amount of

the profits earned by the infringer,
the amount may be assessed by
reference to the appropriate multiple
royalties of that patent under
contractual license.

For willful patent infringement
conduct, based on factors including
circumstances, scale, consequences of
damages, the people’ s court shall
raise the amount of compensation to
two to three times , based on the
amount of compensation determined by
the two preceding paragraphs. The
amount of compensation shall further
include a reasonable expense the
patentee has incurred in order to
stop the infringing act.

Where it is difficult to determine
the losses suffered by the patentee,
the profits which the infringer has
earned through the infringement and
royalties, the people’ s court may
set an amount of compensation of not
less than RMB100, 000 yuan and not
more than RMB5, 000, 000 yuan in light
of factors such as the type of the
patent right, the nature of the

of the patent system.

While AIPLA commends that remedy
is being determined by the courts,
the definition of “intentional” is
vague and concerning. It is difficult
to determine “intention” as it
involves the subjective state of a
person or enterprise when an
infringing act is conducted, and
therefore a set of unified,
reasonable and practical criteria for
determining when infringement is

“intentional” 1is necessary.

As to the amount of compensation
for patent infringement, AIPLA
recommends a distinction between
utility model patents and invention
patents. Utility model patents are
granted on smaller incremental
improvements, which should be subject
to smaller damage awards in
comparison to invention patents
Intentional patent infringement
damages should only be limited to
invention patents, because utility
model patents are easier to obtain,
cheaper to acquire, faster to issue,
and harder to evaluate.
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infringing act and the circumstances

Once the people’ s court concluded
that an infringing conduct has been
established, in order to determine
the amount for compensation, under
the circumstances in which the right
holder has used its best efforts to
present evidence, and the related
account books or materials are mainly
in control by the accused infringer,
[the court] may order the accused
infringer to provide account books
and materials relating to the
infringing conduct; if the accused
infringer does not provide or
provides false account books or
materials, the people’ s court may
refer to the right holder’ s claims
and evidence to rule on the amount of

compensation.
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Article 66

If the patentee or interested
party has evidence to prove that
another person is committing or is
about to commit a patent
infringement, which, unless being
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Article 69

If the patentee or interested party
has evidence to prove that another
person is committing or is about to
commit a patent infringement, which,
unless being checked in time, may
cause irreparable harm to his lawful
rights and interests, he may, before
taking legal action, file an
application to request that the
people’ s court order to have such act
ceased.
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checked in time, may cause
irreparable harm to his lawful rights
and interests, he may, before taking
legal action, file an application to
request that the people’ s court order
to have such act ceased.

When filing such an application, the
applicant shall provide guarantee. In
the event of failure to provide
guarantee, the application shall be
rejected

The people’ s court shall make a
ruling within 48 hours from the time
of its acceptance of the application.
If an extension is needed under
special circumstances, a 48-hour
extension may be allowed. If a ruling
is made to order to have the relevant
act ceased, it shall be enforced
immediately. The party that is
dissatisfied with the ruling may file
once for review, and the enforcement
shall not be suspended during the
period of review.

If the applicant does not take legal
action within 15 days from the date
the people’ s court takes measures to
have the relevant act ceased, the
people’ s court shall 1ift such

When filing such an application, the
applicant shall provide guarantee. In
the event of failure to provide
guarantee, the application shall be
rejected.

The people’ s court shall make a
ruling within 48 hours from the time
of its acceptance of the application.
If an extension is needed under
special circumstances, a 48-hour
extension may be allowed. If a ruling
is made to order to have the relevant
act ceased, it shall be enforced
immediately. The party that is
dissatisfied with the ruling may file
once for review, and the enforcement
shall not be suspended during the
period of review.

If the applicant does not take legal
action within 15 days from the date
the people’ s court takes measures to
have the relevant act ceased, the
people’ s court shall 1ift such
measures.

If the application is wrong, the
applicant shall compensate the losses
suffered by respondent due to ceasing
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measures.

If the application is wrong, the
applicant shall compensate the losses
suffered by respondent due to ceasing
of the relevant act.

of the relevant act.
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Article 67

To check a patent infringement, when
evidence might be lost or might be
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Article 70

To check a patent infringement, when
evidence might be lost or might be
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hard to acquire thereafter, the
patentee or interested party may,
before taking legal action, file an
application with the people’s court
for evidence preservation. If the
people’ s court takes preservation
measures, it may order the applicant
to provide guarantee. If the

applicant fails to provide guarantee,

the application shall be rejected.

The people’ s court shall make a
ruling within 48 hours from the time

of its acceptance of the application.

If it rules to take preservation
measures, such a ruling shall be
enforced immediately.

If the applicant does not take legal
action within 15 days from the date

the people’ s court takes preservation

measures, the people’ s court shall
1ift such measures.

hard to acquire thereafter, the
patentee or interested party may,
before taking legal action, file an
application with the people’s court
for evidence preservation.

If the people’ s court takes
preservation measures, it may order
the applicant to provide guarantee.
If the applicant fails to provide
guarantee, the application shall be
rejected.

The people’ s court shall make a
ruling within 48 hours from the time
of its acceptance of the application.
If it rules to take preservation
measures, such a ruling shall be
enforced immediately.

If the applicant does not take legal
action within 15 days from the date

the people’ s court takes preservation

measures, the people’s court shall
1ift such measures.
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Article 68

The period of limitation for
action against patent right
infringement shall be two years,
commencing from the date when the
patentee or interested party knows or
should have known of the
infringement.

If an appropriate royalty is not paid
for using an invention during the
period from the publication of the
invention patent application to the
grant of the patent right, the period
of limitation for taking legal action
by the patentee for requesting
payment of royalties shall be two
years, commencing from the date when

RILELRBIIVRAR BN — 58, HEHI
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Article 71

The period of limitation for action
against patent right infringement
shall be two years, commencing from
the date when the patentee or
interested party knows or should have
known of the infringement.

If an appropriate royalty is not paid
for using an invention during the
period from the publication of the
invention patent application to the
grant of the patent right, the period
of limitation for taking legal action
by the patentee for requesting
payment of royalties shall be two
years, commencing from the date when
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the patentee knows or should have
known of the use of that patent by
another person. However, the period
of limitation for action shall
commence from the date when the
patent right is granted, if the
patentee knows or should have known
of the use before the patent right is
granted.

the patentee knows or should have
known of the use of that patent by
another person. However, the period
of limitation for action shall
commence from the date when the
patent right is granted, if the
patentee knows or should have known
of the use before the patent right is
granted.
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Article 69

he following shall not be deemed
to be patent right infringement:

(1) After a patented product or a
product directly obtained by using
the patented method is sold by the
patentee or sold by any unit or
individual with the permission of the
patentee, any other person uses,
offers to sell, sells or imports that
product; (2) Before the date of
patent application, any other person
has already manufactured identical
products, used identical method or
has made necessary preparations for
the manufacture or use and continues
to manufacture the products or use
the method within the original scope;

(3) With respect to any foreign means
of transportation that temporarily
passes through the territory,
territorial waters, or territorial
airspace of China, the relevant
patent is used in the devices and
installations for its own needs, in

(F) RRMATEBCR AL R 2RSS,
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Article 72

The following shall not be deemed
to be patent right infringement:

(1) After a patented product or a
product directly obtained by using
the patented method is sold by the
patentee or sold by any unit or
individual with the permission of the
patentee, any other person uses,
offers to sell, sells or imports that
product;

(2) Before the date of patent
application, any other person has
already manufactured identical
products, used identical method or
has made necessary preparations for
the manufacture or use and continues
to manufacture the products or use
the method within the original scope;

(3) With respect to any foreign
means of transportation that
temporarily passes through the
territory, territorial waters, or
territorial airspace of China, the
relevant patent is used in the
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accordance with the agreement
concluded between the country it
belong to and China, or in accordance
with any international treaty to
which both countries have acceded, or
on the principle of mutual benefit;

(4) Any person uses the relevant
patent specially for the purpose of
scientific research and
experimentation; and

(5) Any person produces, uses, or
imports patented drugs or patented
medical apparatus and instruments,
for the purpose of providing
information required for
administrative examination and
approval, or produces or any other
person imports patented drugs or
patented medical apparatus and
instruments especially for that

devices and installations for its own
needs, in accordance with the
agreement concluded between the
country it belong to and China, or in
accordance with any international
treaty to which both countries have
acceded, or on the principle of
mutual benefit;

(4) Any person uses the relevant
patent specially for the purpose of
scientific research and
experimentation;

and

(5) Any person produces, uses, or
imports patented drugs or patented
medical apparatus and instruments,
for the purpose of providing
information required for
administrative examination and
approval, or produces or any other

person. person imports patented drugs or
patented medical apparatus and
instruments especially for that
person.
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Article 70

Where any person, for the purpose
of production and business operation,
uses, offers to sell or sells a
patent—infringing product without
knowing that such product is produced
and sold without permission of the
patentee, he shall not be liable for
compensation provided that the
legitimate source of the product can

be proved.

PR, A 5T .
Article 73

Where any person, for the purpose
of production and business operation,
uses,
patent—infringing product without
knowing that such product is produced
and sold without permission of the
patentee, he shall not be liable for
compensation provided that the
legitimate source of the product can
be proved.

offers to sell or sells a
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Article 74 (New)

The patent administrative
departments should set up the patent
protection credit information
profiles, and incorporate it into the
national credit information exchange
platforms.

SR E AR BUE = R4 A IR EZ
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AIPLA commends this provision by
providing more patent related
information to the public and allow
sharing of useful information.
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Article 75 (New)

It is required to acquire the
administrative licensing from the
national patent administration
departments to set up patent agency
entities or obtain patent agents

qualification.

Without the permission of patent
administration department, any entity
and individual may not engage in the
patent agency business. The patent
administration department shall order
the violating entities or individuals

ATPLA B CESR AT LA ML 13 HA &
B

AIPLA commends these provisions by
ensuring that all practitioners are
suitably qualified.
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to cease the illegal conduct,
confiscate illicit gains and may
impose a fine depending on the
situation.

®Hh+—%

R A T S HE [ A E R
), R KA R, TR B
REEVRG TATEL s ML,
URFSERWIIE S ga i

Article 71

If, in violation of the
provisions of Article 20 of this Law,
a person files an application for
patent in a foreign country, thereby
divulging national secrets, the unit
where he works or the competent
authority at a higher level shall
impose on him an administrative
sanction. If a crime is constituted,
he shall be investigated for criminal
responsibility according to law.

FLT %

i R ARV A5 HE AN E RS
), MR E KR, AT R EE b
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Article 76

If, in violation of the provisions
of Article 20 of this Law, a person
files an application for patent in a
foreign country, thereby divulging
national secrets, the unit where he
works or the competent authority at a
higher level shall impose on him an
administrative sanction. If a crime
is constituted, he shall be
investigated for criminal
responsibility according to law.

stk

235 K BN BGHE W T AN B HEIR 55 % B 4]
145 & ) F S BURAS YRR 1) AL 25 17,
BT BT B3 R HLORE TATE AL
5% o

Article 72 If a person usurps the
right of an inventor or designer to

(Ml B
(Deleted)
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apply for a non—employment invention
patent, or usurps any other rights
and interests of an inventor or
designer specified in this Law, he
shall be given an administrative
sanction by the unit where he works
or the competent authority at a
higher level.

FLtt=%

EELR TEREIIAE S H it
HFLR P REREES) .. TR TAER
113 S AT E

(1), BB I ERHLOE 5T 2L
1B, JHBRsZm, AEEIR T LB
TR, A EEEN I EE AN N
BB T AT N RAKVESS TAT UL 53

Article 73

The administration department for
patent-related work shall not be
involved in recommending patented
products to the public or engage in
any other similar business
activities.

If the administration department for
patent-related work violates the
provisions of the preceding
paragraph, its immediate superior or
the supervisory authority shall order

FLttk

LRATEEB IS 2 5 Mt HEE L)
FE S EETES . TAUTBE T 1E R AT
FEM),

H EFHREE SN 2 E, M
Brezm, AEEBNETCLEIG 1E ™
HAY, AFEB AT RSN O H A BB
TEN RAKIES TATEA 57 .

Article 77

The patent administration
department shall not be involved in
recommending patented products to the
public or engage in any other similar
business activities.

If the patent administration
department violates the provisions of
the preceding paragraph, its
immediate superior or the supervisory
authority shall order it to rectify,
and confiscate its unlawful gains, if
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it to rectify, and confiscate its
unlawful gains, if any; if the
circumstances are serious, the
principal leading person directly in
charge and the other persons directly
responsible shall be given
administrative sanctions in
accordance with law.

any; if the circumstances are
serious, the principal leading person
directly in charge and the other
persons directly responsible shall be
given administrative sanctions in
accordance with law.

C iR glllIE S

M EE A R E B AR B FHLOE TAE N R
DA K FoAth A O B ZXHLOR TAE N A B 2R
S MEAERAL. fRA SRR, R ERIRR,
WFIB TR E s AR BOEIER, K
B TATEAL Y .

Article 74

Where a staff member of the
government department engaged in
administration of patent-related work
or of a relevant department neglects
his duty, abuses his power, or
commits irregularities for personal
gain, which constitutes a crime, he
shall be pursued for criminal
responsibility in accordance with
law. If the case is not serious
enough to constitute a crime, he
shall be given an administrative
sanction in accordance with law.

HEt /G

N R AR B ML OC TAE A
AR HAth A 5% B ML AR N D B 2 HR
SFLOWEFHERAL. AFABRRE, R RRICERI,
WILB TN FE T MAMBILIER, K
EETATBUL 57

Article 78

Where a staff member of the
government department engaged in
administration of patent-related work
or of a relevant department neglects
his duty, abuses his power, or
commits irregularities for personal
gain, which constitutes a crime, he
shall be pursued for criminal
responsibility in accordance with
law. If the case is not serious
enough to constitute a crime, he
shall be given an administrative
sanction in accordance with law.
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FN\E LRSI i)
Chapter VIII The Implementation and
Use of Patents (New)

Btk G
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Article 79 (New)

Patent administration departments
of all levels shall promote the
implementation and use of patents,
encourage and regulate patent
information market services and
patent operation activities.

FADs%

[ A Ailb b BT R A B R, B X
A 2 B 2 R 28 BAT BRSO, [ 5%
BEA R EERIINE . BRI BERETA
RBUF A E S5 BEttfE, mTBLoE fEAbiE
PRIV Rl AL HE) RN, SR VFAR E B S
Jit,  F I AL 4 R SO 1) B AR
SR PR

Article 14

If an invention patent of a State-

FINA% JEEIF)

A il Sl BT R A B M, X
Al 2 B A SR 2 B SRR, [ 55
B R EERITNE . BB, BEREHA
RBUMRE H S Befttit, 7T LA e
Ry B P L, SCVRSR E A B AL S
Jit, P SI i B TR SO ) B AN
SR 3R

Article 80 [originally Article 14]

Where any patent for invention
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owned enterprise or institution is of
great significance to national or
public interests, upon approval by
the State Council, the relevant
competent department under the State
Council or the people’ s government of
the province, autonomous region, or
municipality directly under the
Central Government may decide to have
the patent widely applied within an
approved scope and allow the
designated units to exploit the
patent, and the said units shall pay
royalties to the patentee in
accordance with the regulations of
the State. ]

owned by a state—owned enterprise or
public institution is of great
significance to the interests of the
state or the public, the relevant
competent department of the State
Council and the people’ s government
of the province, autonomous region,
or municipality directly under the
Central Government may, upon approval
of the State Council, decide to
popularize and apply the patent
within the approved scope, and allow
designated entities to exploit the
patent; and the exploiting entity
shall, in accordance with the laws
and regulations of the state, pay
royalties to the patentee.

2% Corg)

[ S W ST AL B B
W% K ENERG LML 5, EARH
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LA B B B AT S B VAT AN St
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Article 81 (New)
Where the national research and

development institutions or
universities obtained a patent
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through service invention, the
inventor or designer may negotiate
with the entity to self-implement or
license the patent to third parties,
and enjoy the corresponding rights
and interests in accordance with the
agreement.

FINH 5% GErg)

BRI LA 5 2 e [ 55 e & FIAT EGS
[P B I VAT AR AT NSt LA, JF
W RAVE AT B, e 5 e & AT AT
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BUSERDET R AR BETH LA B AR VF ]
A, B IR AL RIBOE R .
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o I 55 B L MATEGER T] F LA A .
IRVE AT P WL Y, ARE MR e ln
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Article 82 (New)

If the patent holder declares in
writing to the patent administration
department that it is willing to
license any party to implement its
patent and specify the royalties, it
shall be announced by the patent

ATPLA SCRESEAT HARVFAT, & FAT B
I Bt T 3 R S B AR 10 55 77, (B 1
J BUIX LR Fp A ZE A BRI AL 22 18]
VFRISs AT A .

AIPLA supports the availability of
licenses and the effort of the patent
administration department to foster
the development of a market. AIPLA
cautiously recommends that these
procedures, however, not supplant or
foreclose private efforts and
licensing activities.
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administration department and execute
“automatic license” .

If the right holder declares utility
models or design patents, it shall
provide patent evaluation report

In case where such declaration is
withdrawn, it shall submit a written
withdrawal declaration to the patent
administration department for
announcement. The validity of prior
automatic licenses should not be
affected.

HINT =% G

AT NAT R St 4 SR VE T AL R, A
ARAFHIRVER], 2 A5 Ty AUl & A
BN ISR 2

IRVFR] PR R AT B [ 55 fg & Al AT
BORI# 58, MFNERAS LR VF AT FER .

HIRVFRTIIE], BRI HZ L R
T BE HEAR VR T L T SRR AT I 4%

é\o
Article 83

Any party who is willing to

ATPLA HHOAZE H AT RS 79602, WA
TERCE R BRI . fERATE R, —8
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R BRI RBEIRAE AT GEAHEE
MR AIPLA BECHHBRENE AL IHA
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AIPLA is concerned that the
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implement the “automatic license”
shall notify the patent holder in
writing and pay royalties.

The licensee of automatic license may
record at the national patent
administration departments and obtain
the certification of automatic
license.

During the period of “automatic
license” , the patent right holder
shall not grant exclusive or sole-
license to any third party, or
request for preliminary injunction.

amendment as written is overly broad
and could result in compulsory
licensing of patents. In our view,
the blanket prohibition on seeking
injunctive relief may not be
appropriate in all circumstances,
although it may be appropriate in
certain circumstances, for example
the declaration of a standard
essential patent that the patentee
has not yet offered fair, reasonable
and non—discriminatory terms. AIPLA
recommends that this provision be
clarified that it does not apply to
all patents considered to be of
“great significance” according to
Article 80, but, only apply to those
patents that, in fact, have been
found by a court or tribunal of
competent jurisdiction to be
standard-essential and for which the
patentee has failed to offer FRAND
terms.

FNIUA GO

EE YN S st 2L N
RE B L FATBER TR . 23 AR
AR, WA B YELE M 2 HE+ T H
SIEPNERES TR

ATPLA % b STl A AU BRI R 43 1)
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Article 84 (New)

Where disputes arise between the
parties with regard to the
“automatic license” , the parties
may require the national patent
administration departments to
adjudicate. The party who is
dissatisfied with the ruling may
bring the lawsuit to the people’ s
court within fifteen days upon
receipt of the adjudication decision.

BN, KNIt EEX A E U5 )
M,

AIPLA commends establishing a
procedure that would effectively
resolve these disputes in a timely
and cost—effective manner. However,
such disputes regarding licenses
should be adjudicated by the courts
rather than an administrative agency
such as SIPO. Such disputes often
involve complex issues of patent law,
including whether a product is
covered by the patent claims and thus
subject to license fees. The courts
are best suited provided their
extensive patent experience to
adjudicate such complex disputes

NIk CHrig)
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AIPLA is concerned that any
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Article 85 (New)

A patent holder who does not
disclose its standard essential
patents during its participation in
the national standard-setting process
is deemed to license the implementers
to use the patents. Royalties shall
be negotiated by the parties, if the
parties are not able to reach an
agreement, the parties may require
the national patent administration
departments to adjudicate. If any
party is dissatisfied with the
ruling, the party may bring the case
to the people’ s court within 15 days
upon receipt of the adjudication.

required licensing be limited on a
claim—by—claim basis so as not to
involve non—essential claims within a
given patent.

It is also unclear if “national”
standard covers a “transnational”
standard that started in other
country and later gets adopted by an
SSO in China, which will subject such
duties to parties who were not
subjected to such duties in the
original participation.

FNARHK D
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Article 86

For the pledged patent, the pledger
and the pledgee shall jointly
register at the patent administration
department, the pledge takes effect

ATPLA $HOAZKFE 2 3 N A
Yy, VR RZ AL A AT J AT
FRLUEREAE R

AIPLA is concerned about this
proposed amendment and requests that
the sufficiency of the pledge be left
solely to negotiation between the
parties to the transaction.
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from the date of registration.

5NE B
Chapter VIII Supplementary Provisions

SLE

Chapter IX Supplementary Provisions
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Article 75 To apply for patent at
the patent administrative department
under the State Council or go through
other formalities, fees shall be paid
in accordance with relevant
regulations

SHINE%
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Article 87

To apply for patent at the patent
administrative department under the
State Council or go through other
formalities, fees shall be paid in
accordance with relevant regulations.
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AIPLA commends these amendments as
fostering greater professionalism
among practitioners and ensuring
consistent standards of quality and
discipline.
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Article 88

Patent industry organizations should
accept guidance and supervision from

the patent administration department.

Patent industry organizations should
operate based on its articles and
strictly execute the conditions for
absorbing members. Itis also in
charge of disciplining members who
violates the professional self-
discipline rules;

The organization should disclose the
situation of absorbing and
disciplining members to the public.

FLtN%
AEA 1985 F 4 H 1 HAZHEIT .

Article 76

This Law shall go into effect on
April 1, 1985.

FINT %
A 1985 4F 4 H 1 HiEHIT.
Article 86

This Law shall go into effect on
April 1, 1985.
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