AlIPL A

AMERICAN INTELLECTUAL PROPERTY LAW ASSOCIATION

March 17, 2013
201343 H 17 H

State Intellectual Property Office of China
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Haidian District, Beijing 100088
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GEI B FHEE) Via e-mail: tiaofasi @sipo.gov.cn
(BT fZE) Viafax: 011-86-10-62083620

Re: AIPLA Comments on Proposed SIPO Examination Guidelines
5 [ ENR P2 AGE 2 6T B B S AR PP RUR <R R AR AR P B R % (fiE
KR AR >> I

Dear Sir or Madam:
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The American Intellectual Property Law Association (“AIPLA”) is pleased to have the
opportunity to present its views with respect to the proposed amendments to the examination
guidelines presented by the State Intellectual Property Office of the People’s Republic of China
(“SIPO”).
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AIPLA is a U.S.—based national bar association whose approximately 15,000 members are
primarily lawyers in private and corporate practice, government service, and the academic
community. AIPLA represents a diverse spectrum of individuals, companies, and institutions
involved directly and indirectly in the practice of patent, trademark, copyright, unfair
competition, and trade secret law, as well as other fields of law affecting intellectual property.
Our members represent both owners and users of intellectual property including users of the
Chinese intellectual property system.
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AIPLA has a robust program of activities with respect to the intellectual property system in
China, as well as a significant on-going relationship with SIPO, including the personal visit of
Commissioner Tian Lipu to AIPLA Headquarters in May 2010. AIPLA’s Committee on
Intellectual Property Practice in China conducts regular trips to China, including visits to SIPO
and other Chinese agencies. AIPLA is a member of Industry IP-5 which meets annually with
SIPO and other major offices, and of the SIPO-US Bar Liaison Council which will host a visit
from SIPO this year. AIPLA’s AIPPI-US Division also has on-going relations with AIPPI China,
a major IP association with international focus.
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AIPLA recognizes the progress that China has made in recent years in the improvement of its
laws regarding the effective protection of intellectual property rights and the processes for
enforcing these laws. The preparation of the proposed Amendments to the Examination
Guidelines, and the willingness to consider comments of the world community so as to draw on
the knowledge and experience of practitioners and patent offices throughout the world,
constitutes a clear demonstration of China’s commitment. AIPLA would like to offer the
following comments regarding this present draft.
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First, AIPLA appreciates the problems presented by poor quality and/or plagiarized utility model
and design patent applications. In particular, AIPLA appreciates the initiative taken by SIPO to
provide improved examination of these applications to better protect the Chinese public and the
international trading community. The present regulations provide greater certainty for inventors
and enterprises with respect to the validity of utility model and design patent applications.
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AIPLA believes that the draft Regulations may be an effective check on plagiarized and/or low-
quality utility model and design patent applications. In particular, the proposed amendments
would require SIPO to examine utility model patent applications for an obvious lack of novelty.
This would include applications that were plagiarized or copied from prior art and repeated
submission of applications having substantially identical content. AIPLA appreciates the
difficulty of examining utility model applications for obviousness, particularly in view of the use
of simple registration systems in almost all other countries that employee utility model
registration systems.
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With respect to design patent applications, AIPLA notes that many international systems do not
examine design patent applications. The United States, however, does. AIPLA believes that in
the circumstances confronting SIPO, the proposed amendments to examine design applications
may be an effective check against plagiarized, as well as other low-quality design patent
applications. This could potentially eliminate or reduce the problem of plagiarized or copied
design patent applications. It may also facilitate more effective clearance of designs by
enterprises who are conducting searches and are trying to avoid infringing rights in registered
designs.
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AIPLA greatly appreciates the opportunity to present these comments to the State Intellectual
Property Office of China, and looks forward to working together with SIPO to help develop an
optimal intellectual property system that protects inventors and enterprises, as well as the public.
If you have any questions regarding these comments, please let us know and we would be
willing to discuss them further with you.
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Sincerely yours,

RE Y,

Jeffrey L.D. Lewis
AN Btk 5

President
T
American Intellectual Property Law Association
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Proposed Comments

Translation of Proposed
Comments

Part I, Chapter Il

Part I, Chapter Il
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11. Examination in Accordance
with Article 22.2

In the preliminary examination,
the examiner generally-does-not
determine-on-search examines
whether a utility model patent
application is obviously lack of
novelty, but and may determine
such on the information obtained
of related prior art or conflicting
applications retthreugh-search.
However, Where an abnormal
applications for utility model is
involved, such as an application
obviously plagiarizing prior art or
repeated submission of an
application with substantially
identical content, the examiner
shall judge examine whether the
utility model is obviously lack of
novelty based on the reference
document obtained from search
or through other approaches.
With regard to the examination on
novelty, the provisions of Chapter
3 of Part Il of these Guidelines
shall apply.

AIPLA supports the proposed
amendment to examine utility
model applications for obvious
lack of novelty. A substantial
number of Chinese utility models
have been filed in recent years
and the assertion and/or
enforcement of low-quality utility
model applications may act as a
drag on innovation. AIPLA
respectfully submits that effective
examination practices, including
those proposed by the
amendment, may reduce the
burden of these low-quality utility
models.
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13. Examination in Accordance
with Article 9

In accordance with Article 9. 1, for
any identical invention-creation,
only one patent right shall be
granted. In accordance with

AIPLA supports the application of
a first-to-file rule in determining
priority. AIPLA further
encourages full searching to
determine and apply all relevant
prior art during the examination
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Article 9. 2, where two or more
applicants file applications for
patent for the identical invention-
creation, the patent right shall be
granted to the applicant whose
application was filed first.

In the preliminary examination,

the examiner may examine the
utility model patent application
based on the information obtained

of the corresponding invention
patent application to determine
whether or not a patent
application for utility model meet
the requirement of Article 9 of
Chinese Patent law.

With regard to the handling of

identical inventions-creations, the
provisions in Chapter 3, Section 6
of Part Il of these Guidelines shall

apply.

process.
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8. Examination According to
Article 23. 1
During the preliminary

AIPLA supports the proposed
amendments to examine design
applications for obvious failure to
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examination, the examiner
examines whether the design
application obviously does not
meet the requirements of Article
23. 1. The examiner may examine
whether the design patent
application obviously does not
meet the requirements of Article
23. 1 on the basis of relevant prior
design or conflicting application

obtained, the-examinerusually

When examining design relating
to abnormal filing, among other
things, obviously plagiarizing prior
design or prior application with
substantially identical content, the
examiner shall judge whether the
design obviously does not meet
the requirements of Article 23. 1
on the basis of prior design
document resulted from search or

meet the statutory requirements.
Although some countries do not
examine design patents, the
United States does. A substantial
number of Chinese design
applications have been filed in
recent years and assertion and/or
enforcement of low-quality design
patents may act as a drag on
innovation. In addition, more
vigorous examination may better
facilitate clearance of genuinely
new designs. AIPLA respectfully
submits that effective examination
practices may reduce the burden
of these low-quality design
patents.
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information obtained through
other channels.

Examination regarding identical or
substantially identical designs
shall follow provisions in Chapter
5 of Part IV of these Guidelines.
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11. Examination According to
Article 9

In accordance with Article 9. 1, for
any identical invention-creation,
only one patent right shall be
granted. According to Article 9. 2,
where two or more applicants file
applications for patent for the
identical invention-creation, the
patent right shall be granted to the
applicant whose application was
filed first.

During the preliminary
examination of a patent
application for design, an
examiner may examine whether
the design patent application
meets the requirement of Article 9
of Chinese Patent Law based on
the same design patent
application obtained. the

examiner-normally-does-not-take

AIPLA supports the application of
a first-to-file rule in determining
priority. AIPLA further
encourages full searching to
determine and apply all relevant
prior art during the examination
process.
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