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How general counsel can
work with IP attorneys

INTERVIEW

[ : urrent and former corporate attor-
neys revealed how private practice
lawyers can better cater their

services to in-house counsel and potential

clients, in the “Know Thy Client: Practical

Tips for Strengthening the Outside/Inside

Counsel Relationship” session yesterday.
Top tips included avoiding the ‘bait-and-

switch’ approach during pitches, ensuring that

the team presented is diverse, and being honest
when it comes to matters of cost. But perhaps
the most important pointer was for external
counsel to show empathy and be kind to clients.

“For me, having a person who cares about
me and my business is extremely important,”
said Robert DeBerardine, Chief IP Counsel at
Johnson & Johnson. “It is about finding some-
one who is willing to do the hard work and is
the kind of person who works well with oth-
ers, and is not as concerned with themselves
as making their clients successful”

He added that private practice counsel
should take the time to find out more about
their clients and work around them. If they
have budgetary constraints, for example,
lawyers should work to accommodate those
into their strategies and not draw matters out
because they are expected to bill a certain
number of hours.

Panel moderator Jessica Ergmann, IP
Director at Arctic Fox, agreed that empa-
thy is an important factor when it comes to

choosing to hire and keep external counsel,
and added that likeability goes hand in hand
with that attribute. She noted that it was
important for her that she could “sit at the
bar and have chit chat” with any lawyer she
worked with.

Marc Adler, Of Counsel at Buchanan
Ingersoll & Rooney and former Chief IP
Counsel at chemicals company Rohm and
Haas, said building personal relationships is
important to in-house counsel.

“The people I picked were those I liked
and had a good rapport with,” he said. “I
could get an answer to a question quickly and

—

without worrying about being on the clock.
They were the people who would give me in-
formation that I had not even asked for, and
people Iliked personally”

Another important piece of advice panel-
ists gave to the audience was to never go into
a pitch with a team that ultimately would not
be working on any cases for the businesses
they were pitching to. DeBerardine said us-
ing that bait-and-switch approach might be
the worst thing that a law firm could do.

“The team that will be working on your
matters is one of the most important things
to you as an in-house lawyer,” he said. “You

should bring a talented team to the pitch, but
it should be the team that will be working on
the new client’s cases.”

Making sure teams are diverse was another
important point for panelists. Ergmann
shared an anecdote of a time when a law firm
brought eight white men to a pitch. When
these lawyers were quizzed on their attitude
to diversity and inclusion, their response was
underwhelming.

Responding to a question from the audi-
ence, Ergmann noted that she understood
that it can be difficult to find female talent in
the field of IP, but added that she would rath-
er hear an acknowledgment of that difficulty
from potential external partners.

“I once had a firm pitch that similarly did
not have any women in the team but who ad-
mitted that they found it hard to find female
talent, and that was a very good response.”

The panelists also said that in-house want
external counsel to prove their worth by do-
ing a great job on their first project. Adler said
it was a shame that some law firms got over
the various likeability and diversity hurdles
only to stumble at the point of drafting a good
patent application.

“The first project is critical because if you
start on the wrong footing, it may be your
last. T don’t want to see a patent that looks
like it was written by five different people and
stitched together”

USPTO Attorneys advise on TM use best practices

magine that you run a coffee business.
I You have a trademark that you use

seasonally — for your ‘Pump Up the
Spice’ pumpkin latte. You get a reminder
from your attorney to file a declaration of
use for said latte. But it’s December 15. The
fall season is now over and you won’t use
the mark again until September next year.
Is it permissible to file a declaration of use
at this time?

This was the question that Gabrielle
Roth, Washington, DC-based Partner at
Sughrue Mion, posed to a panel of USPTO
Attorneys during the “USPTO Trademark
Tips and Best Practices” session. The pan-
elists were Nicholas Coleman and Robert
Lavache, with Roth moderating,

According to Lavache, the answer to the
question is yes. “What you're attesting to is
that the mark was used within the one-year
period before the end of the six-year or 10-
year period. You can claim use because you
just used it in October. You're not claiming
you used it every day. It should be fine”

The panel noted that the Office has seen
an increase in false specimens, or specimens
that are not actually used in goods and ser-
vices. The panelists ran through several “tip-
offs for refusal,” or characteristics of speci-
mens that could raise flags for the examiner
and make it more likely that a mark would
be refused.

The panelists said that a photograph
with a white background could cause issues.

Roth asked the panel why a white
background would raise a red flag. “I have
clients who tell me that oftentimes they

have professional photos of a product. The
photographer often likes to have it on a
white background. When I get these imag-
es, I always make sure I ask, ‘Is this an actual
photograph or a digital rendering?’ But is
that likely to be questioned?”

Coleman said that many stock photos
exist on white backgrounds, so a white back-
ground could lead the examining attorney
to question if an applicant had merely tak-
en a photo from the Internet and changed
it online.

“It’s not so much the white background,
but when you put it on a white background
and take away all of the context, it makes it
more difficult to determine if it’s an actual

Continued on pg 2
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General Mills patent a%ent on
the ‘oldest art on the

€€ ood is probably the oldest art on

the planet; we’ve been making

and eating food since we've
existed as a species. There is a lot of art out
there on food and one of the challenges for
us is dealing with prior art rejections,” says
Rachel Kahler, patent agent at food compa-
ny General Mills in Minneapolis.

She adds that some patent examiners lack
understanding of what commercial food pro-
duction entails.

“Isee alot of art that probably isn’t relevant
to commercial food production. So there’s a
process of educating the examiners on what
the prior art is really relevant to and differen-
tiating what we do as a large food company
versus what happens in kitchens and on blogs,
and also on a very basic level on what ingredi-
ents are and what they do.”

Prior art considerations came up in Hel-
sinn v Teva, a Supreme Court decision in
January 2019, which ruled that confidential
sales of inventions that are not yet patented
can qualify as prior art.

Kahler says her company often provides
sale samples to potential customers, such as
grocery stores, and discusses the concepts for
new products with these customers.

“We have to be mindful of what constitutes
a sale,” she says. “Has the product been devel-

oped sufficiently so that we can and should file
a patent application, and are these discussions
offers for sale?”

A career with perks
Prior art and other patent matters present
their challenges, but Kahler says she’s in a
good position to address them.

“Being in-house definitely has its perks,”
Kahler says.

Kahler worked at law firms before joining
General Mills. While she’s enjoyed both, she
says she’s come to appreciate her in-house career.
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“A huge benefit of being in-house is having
direct access to your inventors. You can call
them up or email them; you have the same
employer, so you don’t need permission. It
frees you to be able to get the information you
need at a lot of different levels””

She adds that it’s helpful to have access to
inventors, not only at the patent prosecution
stage but earlier when they are doing research,
so she can help train them on patent issues
and influence how they do research to support
patent prosecution.

“[Being in-house requires understanding]
the potential risk of disclosure before drafting.
Our innovators, just like a lot of innovators at
other companies, want to publish their work
in some way. They also like to go to industry
conferences to present their work, and they
want to work with partner companies to fur-
ther develop their work.”

Kabhler says that part of finding a balance
between allowing inventors to disclose their
work and protecting the company’s IP is
“knowing what to let go”.

“Not every innovation is necessarily go-
ing to provide value as a patented innova-
tion,” she explains.

She adds that building relationships with
inventors and others at her company has
helped maximize her ability to protect its IP.

How to hire

While forming relationships with inventors is
key to protecting IP, relationships with outside
counsel are also important for General Mills.

Kabhler says that General Mills uses outside
counsel for issues that are specialist and high
impact and for those that are relatively less
complex and have a more moderate impact on
the company.

“For more specialist counsel we are look-
ing for absolute expertise on the technology,”
Kahler says.

Private practice lawyers who advise Gener-
al Mills on moderate-impact issues often do a
lot of drafting and prosecution and should be-
come well-versed in the technologies that Gen-
eral Mills uses regularly, according to Kahler.

“Cost is part of the issue, but more import-
ant is that they have a relationship with us,
they are willing to pick up the phone, they’re
reliable, they will ask business questions and,
because we use them a lot, these business
questions are insightful,” Kahler says.

Kahler adds that General Mills likes to
hire local counsel, since this allows the law-
yers to meet inventors face-to-face without
arranging travel.

“We want them to connect to our inven-
tors as much as possible,” she concludes.
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photograph of an actual product or if
it’s been digitally created to add marks,”
said Coleman. He said that while a white
background would not necessarily mean
that a mark would be automatically re-
fused, it did make it more likely that the
examining attorney would have to look
further into whether it was legitimate.
Lavache emphasized the importance
of attorneys doing their due diligence.
“The key to it is to make sure what
you're signing, what youre submitting,
what you're claiming is actually true. You
need to make sure that for everything
you're claiming, the mark has been used
and is in use in commerce. Check your
list of your goods and services. Have a
conversation with the owner and edu-
cate them about what use in commerce
means and actually look at the records.
It can’t be just, ‘Are you using it>’ “Yep.
‘Okay that’s good enough for me.”
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How to protect and enforce trade secrets
a

rafting enforceable employee
D agreements, maintaining cyberse-

curity processes and keeping juries
interested during court cases are important
components of a comprehensive trade
secrets strategy, according to in-house and
private practice attorneys.

Panelists at yesterday’s “Winning Strat-
egies and Practical Tips for Trade Secrets
Litigation and Agreements” pointed out that
protecting and enforcing confidential infor-
mation is becoming more important in an
increasingly tech and data-driven world.

Seyfarth Shaw Partner Dan Hart said that
the first step businesses should take to pro-
tect their secrets is to set out what employees
can and cannot do with regards to confiden-
tial information and setting up competing
ventures after leaving the business.

He added that attorneys should be wary,
however, to take account of federal and state
laws that might restrict the kinds of provi-
sions that can go into an employee agree-
ment. “You want to draft an agreement in
such a way that it adequately protects your
information without unintentionally violat-
ing laws,” he said.

For example, laws have been introduced
in some states since the #MeToo movement
to ensure that staff cannot be restricted from
reporting matters of discrimination or sex-
ual harassment. Shaw pointed out that even
seemingly basic provisions surrounding re-

strictions on divulging information might be
seen to violate these rules.

He added that it can also be tricky to
navigate state law when it comes to non-
compete provisions. In Idaho, for example,
non-compete covenants can only apply to
key employees or independent contractors,
and employees in Illinois must make more
than $13 per hour for such provisions to
apply to them.

Scott Allison, Chief IP Counsel at Delos,
went on to advise attendees to be careful
when crossing US borders while carry-
ing sensitive and confidential information
on laptops, smartphones or other devices.
Border Patrol, he explained, can conduct
warrantless searches without reasonable

grounds of suspicion and can confiscate be-
longings. They are also allowed to take data
from those belongings, which they can share
with other government agencies.

He advised audience members to take
heed of this risk and prepare for travel over
US land or sea borders by removing sensitive
and confidential information from devices.

“You can claim journalistic or attorney
client privilege, and that will raise a red flag
that the patrol will hopefully respond to by
consulting senior officials. But the result of
that may be that your device is detained, and
it could be kept for a number of months.

“The best thing to do then is simply
delete all that data. That is a pain because we
all want to be productive when we travel and
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we want to access that information remotely.
But doing that will ultimately help you.”

He added that some precautions he takes
as a corporate attorney are to turn off access
to the internet on all his devices. Border Pa-
trol are not allowed to connect one’s devices
to external devices or sources of information,
he explained.

Another tip he gave was to constantly
delete emails and other such sources of in-
formation in a way that they are no longer
retrievable from devices.

Allison noted that attorneys should not ar-
gue with Border Patrol if they are approached,
and should be careful not to say anything that
might be interpreted as consent to search. “Be
very clear with them,” he said. “Do not say
harsh things, but do take those precautions.
And remember, if you do not mention that
you are bound by client attorney privilege,
that provision does not apply automatically
and it cannot be applied retroactively””

Lynn Pinker Cox & Hurst Partner Trey
Cox revealed some tips for how to keep a
jury engaged with arguments during a trade
secrets case. If attorneys want to use Power-
Point slides, he said, they should limit them-
selves to six words per slide and use large and
captivating images.

By doing that, attorneys can ensure that
jurors process information on slides quickly
and are better able to concentrate on the
points that litigators are making,

¢
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Canada, China, Clarice, and more

€€ n the last five years and in partic-
I ular in the last year, Canada has
reformed virtually all of its IP legis-
lation,” said Brian Daley, a Partner at Norton
Rose Fulbright Canada.

He was speaking on the topic of “Oh,
Canada!!! Getting Out in Front of Canada’s
Soon-To-Be-Implemented Patent, Trademark,
and Design Law Changes” at yesterday’s pan-
el “Managing Your Global IP Portfolio.”

Daley explained that the changes have af-
fected patents, trademarks and design rights.
In the trademark arena, he said that Canada
has implemented the Madrid Protocol.

Daley added that a declaration of use no
longer needs to be stated when registering
for trademark protection.

“This allowed a number of trademark
trolls to file applications which may impede
the rights of certain trademark owners in
Canada. We're trying to see how that’s going
to play out”

Alison Frey, a Texas-based Partner at
Dickinson Wright, spoke on “Winning Strat-
egies for Clearing Global Trademarks — As-
sessing and Protecting Your Mark in Markets
Around the World”

She said that US lawyers and those
looking to register their goods and services
abroad should make use of local counsel.

“For the preliminary search phase, it’s
fine to click on boxes for the countries that
you want to search and run that through
the search engine, but if you're doing full
search, there’s no substitute for using lo-
cal counsel given their knowledge of local
practice and local laws,” Frey said. “It can

be really difficult for a US practitioner to

substitute their own judgement for that lo-
cal counsel”

As an example, she mentioned that Chi-
na’s use of sub-classes could be hard for a US
attorney to navigate.

“Local counsel may see a path forward
that we wouldn'’t, just because of their more

“For each and every
jurisdiction that the
applicant potentially
cares about, you need
to know what they
offer and what their
limitations are.”

intimate knowledge of cultural consider-
ations and local practice and information
which they may have available to them that
we don’t,” Frey said.

Robert Katz, a Washington, DC-based
Attorney at Banner & Witcoff, spoke on
“Strengthening Your International Design
Application — Drafting Your Design Patent
Application to Ensure You Cover as Many
Jurisdictions as Possible.”

Katz said that he has coined names for
two tests that he applies to design rights: the
MAD test and the WWID test.

The MAD test deals with whether some-
one would be “commercially mad” or would
seek legal action against a company that in-
fringed a particular portion of their design.

The WWID test, or “‘What Would Infring-
er Do, focuses on thinking like infringers. To
illustrate his point, Katz pulled an example
from The Silence of the Lambs.

“There’s this discussion between Hanni-
bal Lecter and Clarice, who'’s the FBI detec-
tive, and they’re trying to catch a serial killer.
They’re not doing judicial detective tech-
niques; they’re trying to think like a serial
killer. And that analysis is the [WWID test].”

He explained that many infringers will
not copy a design exactly but will copy most
of it, and that applying the test can allow a
lawyer to consider how a design could be in-
fringed before it happens.

Katz noted what while design protection
seems inexpensive compared to having utili-
ty patents, the costs can add up. He said this
was especially true for independent investors
and smaller companies, but that larger com-
panies also have budgets.

Katz said because of the cost of protection,
it’s often not possible for a company to seek
protection in every country they want protec-
tion in or for every aspect of a design that they
want to protect, so they have to consider which
aspects and countries are most important.

“You really need to know, [for] every ju-
risdiction that you care about, what the laws
are, different intangibles about enforcement,
the market, the costs, and what statutory
subject matter is permitted,” he said.

“For each and every jurisdiction that the
applicant potentially cares about, you need
to know what they offer and what their lim-
itations are. Hopefully you know about all
those aspects in your home country, but the
fact is you need to know about all those as-
pects in each country that is being consid-
ered because, without that, you really can’t
get that bang for the buck.”

Ethics and self-employment take center stage

€€ would strongly urge no one ever

I to do both. If you have an enemy

from law school, urge them to do

both,” said David McGowan, Professor of
Competition and Innovation Law at the
University of San Diego School of Law,
during a panel yesterday. The panel was
called “Lawyers Behaving Badly: Avoiding
Messy Transitions and Complying with
Your Ethical Obligations.”

He was speaking on a hypothetical sce-
nario posed by Georgann Grunebach, of
The Law Offices of Georgann S. Grunebach,
where a patent attorney was offered equity
in an inventor’s “newly formed company”
in exchange for doing patent prosecution
work for him.

McGowan said that while one can take
equity in a patent, a lawyer in this scenario
would need to decide if they were repre-
senting the company, the inventor, or both.
Representing both, according to McGowan,
is a bad idea.

Grunebach focused her own presentation,
called “So, You Want to Start Your Own Firm,”
on some of the issues and ethical dilemmas
that come up when starting a practice.

“I tell my family, ‘when you see me
talking to myself, I'm actually having a staff
meeting,” she joked.

She noted that self-assessment was key
when starting one’s own firm. She said it
is important to know your skill level, both
at law and at non-legal administrative tasks
like IT and accounting.

“I worked in-house for 3S years and all I
did was practice in-house, which gave me a
very protected approach to my practice. If I
had an issue with my computer I called IT.
If T had an issue with expenses, I had some-
one who could answer that question for me.
When you're a business owner you don't
have that fallback.”

Grunebach referenced advice that a
friend gave her which was: “Don’t do it un-
less you’ve got your first year’s income al-
ready in the bank.”

As she explained: “You don’t want the
pressure of figuring out where the next dol-
lar’s coming from which may cause you to
make choices that are shortsighted.”

She also noted that lawyers need to con-
sider how their workspace is set up. Many
solo practitioners are tempted to work from

David McGowan

home, but offices need to be set up in a way
that supports confidentiality.

Grunebach said that since she’s admitted
to practice in both California and Pennsyl-
vania, she reached out to ethics counsel at
both Bars when forming her firm to get ad-
vice on situations she was entering into.

Panelists also discussed how regulations
can vary from state to state, and that it was
important to be aware of the obligations
and limitations that come with practicing in
each state.

Grunebach said that when she relocat-
ed from California to Nevada, she reached

Reistia Hylon-Radic

out to the Nevada Bar Association to see if
there would be an issue with her represent-
ing California-based clients on California
matters exclusively and not representing
anyone in Nevada or practicing in Nevada
courts.

“The response was very interesting. The
Nevada ethics counselor said, “We have two
main incomes that allow us to have a state
that has no state income tax. It’s called enter-
tainment and conventions. It would be very
difficult for us to tell attorneys they can no
longer answer questions from their clients

Continued on pg 7
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Top tips for business best practice in IP

ne of the last sessions on Fri-

day focused on how businesses

can navigate the IP landscape,
particularly when it comes to matters such
as employment agreements, branding and
incentivizing staff to get on board with the
company’s patent strategy.

Christian LaForgia, Attorney at Banner
& Witcoff and former IP Counsel at Wickr,
kicked oft the talk by explaining the impor-
tance of getting buy-in for an IP strategy
from the company’s C-suite executives, in-
cluding the chief financial officer (CFO) and
the chief technology officer (CTO).

He pointed out that while obtaining pat-
ents for lucrative inventions is vital, those
rights do not generate an immediate return
on investment, and the CFO should be made
aware of that fact. Similarly, the CTO over-
sees product development and should be
brought on board.

LaForgia went on to explain that it is also
crucial to get buy-in from engineers and de-
velopers, and how that can sometimes prove
to be difficult.

“I've encountered developers who feel
strongly about patents one way or another,” he
said. “You get some developers who just don’t
want to patent anything and think that code
should be put onto the open source space.”

LaForgia added that it is important to
explain to them why that situation does
not always work. “We wouldn't ask you to
write code for free for us, we explain, so why
should we give away our code for free?”

LaForgia also noted that companies
should have some sort of incentive scheme
to get employees on board with the IP pro-
gram. Inventors at Wickr, he said, respond-
ed well to being given plaques in recogni-
tion of their hard work, as well as financial
incentives.

The business also made a point of cele-
brating each patent it filed, he said, by using
a company chat app to make corporate an-
nouncements on matters of prosecution.

“One time, we had four or five patents
issued in one go, and to get everyone up to
speed with that good news, we made an an-
nouncement on the group chat. It engaged a
lot of people and the inventors got the recog-
nition they deserved.”

“And ultimately, it lifted the mood of the
company and served to keep inventors en-
gaged with the patenting process.”

A final point he made was that open
source licensing was also a big concern for
his business. There are many licenses in the
open source space and attorneys must make
sure, if their business or client is contribut-
ing to a project, that their IP is not lost in the
process.

Lesley Grossberg, Counsel at Baker-
Hostetler, went on to talk about the dos and
don’ts of brand management, and how to
avoid and survive a trademark disaster.

“There are good financial reasons to avoid
such a disaster,” she said. “A rebranding can
cost 10% to 20% of the business’s annu-
al marketing budget. Furthermore, trade-

mark infringement litigation costs between
$250,000 and $750,000.”
She advised members of the audience to

always conduct a trademark search to deter-
mine the availability of a proposed mark, and
find out if it is identical or similar to another
mark already in use and would thus pose an
infringement risk.

Searching can also help determine regis-
trabilty based on criteria such as whether the
mark is strong or weak compared to other
marks registered by the USPTO.

She noted that it is not enough for busi-
nesses to simply conduct a Google search for
trademark use. “Not all trademark use hap-
pens on the Internet,” she said. “We would
like to think it does, but that is simply not

true. So it is a good idea to outsource a full
search from a specialist vendor who can take
federal and state registrations into account.”

These searches can aid attorneys when it
comes to policing marks as well and make
sure that no new marks that might cause
confusion are being registered. “Just because
your trademark is cleared after one search,
doesn’t mean you should stop searching,”
said Grossberg.

While there is no legal requirement to
conduct these searches, she said, doing them
may help the business fend off a bad faith
assertion. A finding of good faith against
an accusation that the business intended to
capitalize on the goodwill of another compa-
ny’s mark may be supported by evidence of
requests for trademark searches.

Grossberg pointed out that there are also
risks when it comes to foreign registrations
that counsel should be aware of. A delay in
filing could frustrate the business’s ability
to enter foreign markets quickly, may lead
to an injunction on sales, and ultimately to
the seizure of exports and interference with
production.

“Itis so important to get protection in the
places where you manufacture and where
you intend to manufacture,” she said.

Grossberg ended her talk by advising
delegates to go beyond the standard search
report by considering unfavorable meanings
of a mark, looking at generational differences
in commercial impression, and conducting a
social media search.

How general counsel can work best with IP attorneys

ybersecurity is becoming a more

important part of business life.

Employees today must regularly
dodge a tirade of phishing emails, mal-
ware links and phony phone calls. On top
of that, companies must make sure their
data is locked down and managed well
so that they are not slapped with a large
data-breach fine.

Cybersecurity companies are there to
help businesses navigate this tumultuous
landscape. But like any good firm, they want
to find innovative ways to assist customers
in a more efficient and cost-effective way.
That innovation often generates IP, which
also needs to be protected in the right way.

Jennifer DeTrani, General Counsel at
Nisos, says her firm has built a lot of IP
around solutions that help drive down the
time it takes for it to engage with clients.

“We use tools that we develop internal-
ly to get engagements down from 60 to 20
hours so our clients are using us efficiently
and we are using technology efficiently. We
have alarge R&D department that works on
these tools.”

But she adds that while it is important to de-
velop as much innovation as possible, it is also
important for start-ups such as Nisos to walk

a line between everything the business could
possibly want to protect and what it is fiscally
responsible to patent or keep as a trade secret.

To walk said line, DeTrani wants to keep
as many options open to the company as pos-
sible. That task requires that a strong team of
generalist and specialist counsel work togeth-
er on matters such as preventing employ-
ees from publicly disclosing inventions and
working out what should be patented based
on the needs and budget of the business.

“There are those people who live and
breathe IP who understand issues in a much
deeper way than generalists. At a high level,
generalists should be able to speak the same
language as specialists who are so in the
weeds of what is going on at the USPTO.”

She says it can be easy for a business to
build up its portfolio without ever standing
back and asking why it has that portfolio in
the first place. It is the specialists’ job to de-
termine whether something can or should
be patented and the generalists” job to en-
sure that the patent-building aligns with the
business’s long-term goals.

More language lessons
DeTrani says she and her colleagues have
been undertaking a concerted effort to get

everyone else in the business to speak the
same language when it comes to IP, includ-
ing sales people and engineers.

“It’s about creating a culture of innova-
tion. We are looking to make sure we garner
ideas from employees and having a quid pro
quo system and mindset.

Someone might have a great idea, but if
they don’t think there will be any interest or
reward for it — or it falls outside the scope
of what the company does — we haven’t nec-
essarily succeeded in getting employees to
share their innovations.”

She adds that employees need to know
that they should disclose innovations to
someone they trust in the legal department
and, if the company decides to progress the
inventions, there is a financial reward for that.
The business now has that system in place
and is working to get buy-in from all the rele-
vant stakeholders.

DeTrani says it is also vital for general
counsel to line up the right external counsel
to help drive the right IP strategy within the
business.

“When, as a general counsel, you come
to a company, said firm may have engaged
with an outside private practice firm to do
everything — and those firms often give a

one-size-fits-all service.

“So it becomes a matter of assessing a
better fit and finding specialists that are
more adept at doing things for a company
throughout its lifecycle.

“That fiscal determination of wheth-
er something is worth it can shift with the
cost associated with a patent, which differs
depending on whether you're giving the job
to a large law firm or a more niche firm that
might be cheaper, but actually do a better
job for a particular type of filing.”
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Q&A with Matthew Bryan, WIPO

The Director of the PCT Legal Division and User Relations Division at WIPO talks about trends, challenges,

questions, and more.

What have been the biggest PCT-
related developments in the past
12 months? And what are the big-
gest ones on the horizon?

For the first time in the history of the PCT,
over 50% of PCT applications were filed
in Asian countries, predominantly China,
Japan, and the Republic of Korea. A look at
the 2018 statistics for filings in China shows
that China’s application rate was up over 9%
from 2017, and it is worth noting that prior
to 2018, China’s year-on-year growth rate
was in double digits for many years.

Iexpect this trend to continue as other Asian
countries are also showing an upward incline in
the number of applications filed. India’s PCT
filing rate is starting to increase. In just one year
(between 2017 and 2018), the country showed
a PCT filing growth rate of 27.2%. The rate of
growth seen in the statistics for China also indi-
cates that it will soon become the origin of the
largest number of PCT applications.

“The trend in Asia
indicates that for
countries in this region of
the world, IP continues
to be increasingly
important.”

What do these trends reveal about
the state of IP?

The trend in Asia indicates that for countries
in this region of the world, IP continues to be
increasingly important. The PCT is one indi-
cator of this. WIPO has just issued another
report, World Intellectual Property Indica-
tors 2019, which contains not only PCT sta-
tistics but also those on national applications
around the world. It notes that there has been
a significant increase in demand for IP rights
in China, with China’s national office receiv-

ing the highest number of total patent
applications last year. This, coupled
with the PCT statistics, shows that
countries in Asia continue to make use
of IP systems, reflecting a stance which
is serious about protecting innovation
and inventions in a global marketplace.
Asia has effectively become the hub of
global patent filings.

What challenges do you face
in your role?

We do not believe that much more
development is essential in relation to
the PCT legal framework. The system
runs smoothly and is generally appre-
ciated. One (non-legal) area in which
we see room for continued develop-
ment is the work our partner national
and regional offices undertake in their
important role in the PCT process,
performing international searches
and international preliminary examination
on PCT applications. As we continue to
discuss with all 23 national/regional offic-
es which serve as International Searching
and International Preliminary Examining
Authorities, the timeliness of their work
and the quality of the reports they produce
needs to continue to improve.

Another challenge we face in the PCT sys-
tem is connected to the growth of the overall
system itself. It is essential that WIPO keeps up
with the volume of applications coming in. The
rise in Chinese applications, for example, means
that WIPO must have staff who have the re-
quired linguistic capabilities in Chinese. There
has also been a large increase in the number of
member states over the past many years, with
approximately 100 new Contracting States hav-
ingjoined the PCT over the last 25 years. Akey
challenge in that connection is making sure that
the IP offices in these countries are integrated
into the PCT system and receive training on
the processing of PCT applications. It is also
important that the user communities in these

“IP attorneys do
frequently ask
questions about the
countries which are not
yet members of the
PCT system.”

jurisdictions (companies, universities, research
institutions and IP attorneys) understand how
to make use of the PCT system.

Other parts of my role in the PCT are to
oversee the training and teaching about the
PCT system in its main user countries and
ensure the resolution of any “problem cas-
es” which arise. It is often a challenge to en-
sure that users of the PCT system stay up to
date on its legal and practical developments.
In addition, a significant proportion of the
PCT member states are developing and least
developed countries, and WIPO has the re-

Saturday sessions at a glance

o round off this year’s conference,
T attendees are invited to look back

at the key IP developments from
2019. The three-hour session will pick
apart the key cases, policy changes and
developments in trademark, patent, copy-
right and trade secrets law.

Kicking things off at 9:00 am, Stephanie
Bald, partner at Kelly IP in Washington, DC,
will look at the current state of play from a
trademark point of view. Her talk will include
an update on new trademark precedent from
the US Supreme Court, lower courts and the
Trademark Trial and Appeal Board.

Dennis Crouch, Associate Professor of
Law at the University of Missouri School
of Law, will take on all things patent-relat-
ed, while New York-based Kirkland & Ellis
partner Dale Cendali will provide an over-
view of the major copyright developments.
Former AIPLA President James Pooley,
who owns his firm James Pooley, a Profes-
sional Law Corporation in Menlo Park,
California, will look at trade secrets-related
developments.

Also in the final session, Allison Martin
Rhodes, partner at Holland & Knight in
Portland, Oregon, will provide an overview

of managing potential conflicts in intake
and joint engagements.

sponsibility to provide assistance to those
countries on how to derive benefit from their
membership in the PCT, specifically how
they can take advantage of the work already
undertaken on PCT applications during the
international phase when PCT applications
enter the national phase in their countries.

What are the most common ques-
tions that IP attorneys ask about
the PCT? What about misconcep-
tions?
I don’t think there are many true misconcep-
tions about the PCT in the community of IP
attorneys, at least among the countries which
are the main sources of PCT applications today.
They understand its basics and benefits. Per-
haps they are sometimes not completely up to
date on its most recent changes, but they gener-
ally show a good comprehension of the system.
IP attorneys do, however, frequently ask
questions about the countries which are not
yet members of the PCT system. There are cur-
rently 40 UN Member States which are not yet
party to the PCT. Some of these are significant
economies in which innovators may wish to
seek patent protection and they clearly want to
use a single procedure to seek that protection in
all countries of interest. Filing individually (out-
side of the PCT system) is more onerous.

What does the PCT do best?

In my opinion, what the PCT does best is
that it gives the inventor/innovator more
time to make well-founded patenting de-
cisions (18 months more than in the Paris
Convention route), and valuable informa-
tion about whether the invention is likely
to be patentable before having to make the
potentially cost-intensive decisions about
where to ultimately seek patent protection.

ETHICS & SELF-EMPLOYMENT
Continued from pg 4

or help them in their home state. It would
cut into our income, so consequently, so
long as you're not representing anyone in
Nevada, you're fine with us.”

Keisha Hylton-Rodic, a Washing-
ton, DC-based Managing Principal at
Hylton-Rodic Law, has also started her
own firm.

She agreed that it was important to
seek advice when unsure of an ethical
situation.

“If you don't have a good feeling, the
best thing to do, rather than flying by the
seat of your pants, is to ask the Bar Asso-
ciation. Depending on the circumstanc-
es, go as far as actually getting an opinion
from someone [who focuses on ethics all
day.] They should be able to give proper
guidance on what you should and should
not do.”
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BREAKFAST
7:30 AM - 9:15S AM WIPO Madrid Focus Group Breakfast Meeting (WIPO Focus Group Members Only) Chesapeake C
7:30 AM - 8:30 AM WIPO Advisory Working Group Breakfast Meeting (WIPO Advisory Group Members) Chesapeake B

CLOSING PLENARY SESSION

9:00 AM - 12:00 PM The Year In Review — Trademarks, Patents, Copyright, Trade Secrets, and Ethics: Managing Potential Conflicts Maryland Ballroom AC, 1-3
BOARD MEETING
12:00 PM - 4:00 PM Board of Directors Meeting (Board Members Only) Annapolis 1-3

HIGHLIGHTS FROM THE MEETING
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In an uncertain legal environment, we are one law firm that is not content simply to accept the status quo. We work :/4 ;; )
constantly to influence the evolving body of Mexico’s intellectual property laws, with the goal of ultimately bringing them o
in line with international standards. While we continue to make great strides in this regard, clients from all over the world ’ 'I I 'A S

rely on us to prosecute, manage, and defend their IP portfolios under the laws that exist today. In other words, we work
Legal prestige and
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effectively within the system, even as we seek to change it.
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