
 

 
 

 
 

 
 
 
 

 
 
 

Past Action 
Manual 

 
1982-2017 

 
 
 
 
 
 
 
 
 
 
 
 

8/10/2017 
 



Past Action Manual 
 

1982–2017 
 
 
 
This Manual contains actions taken by the Board of Directors or by the membership during the 
past 35 years of the Association.  The individual resolutions are viewed as the official position of 
the Association on the issue at hand. 
 
Over the past several years, the Board of Directors has thoroughly reviewed the Past Actions and 
has taken numerous steps to bring this Manual up to date.  First, the Board instituted a policy 
whereby all Past Actions more than ten years old will be reviewed on an annual basis by the 
AIPLA committee of interest.  The committee then is to recommend to the Board whether the 
given resolution should be retained or retired.  Second, unless decided otherwise, the Board will 
retire all resolutions contained in the previous Past Action Manual which are more than ten years 
old.  Third, the Board retired several Past Actions less than ten years old, all of which were 
viewed as no longer applicable or relevant.  Therefore, where you see apparent gaps in the 
numbering of resolutions, this indicates previous Past Actions have been retired.  Last, several 
changes were made to the organization and numbering system of the Manual to correlate it, 
where possible, with the American Bar Association, Section of Intellectual Property Law Past 
Action Book. 
 
The actions taken by the Board and reported herein are almost all positive actions on issues or 
questions which establish an Association policy or position.  This Manual is intended to provide 
information and guidance to the members of the Board of Directors and the Committee 
Leadership as they carry out their responsibilities to the Association. 
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PATENTS 
 
 
210-01 PTO as a Government Corporation 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors 
establishing the United States Patent and Trademark Office as a government corporation, 
independent from the Department of Commerce. 

 
(Board of Directors Meeting – October 19, 1991. 
Retained by Board of Directors – January 25, 2003, and February 1, 2014.) 
 
 
210-03 PTO Public Advisory Committees 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors 
the appointment to the Public Advisory Committees, as provided in 35 U.S.C. Sec. 5, of 
individuals who are highly knowledgeable concerning the affairs of the U.S. Patent and 
Trademark Office (PTO), and specifically, favors the appointment of at least some 
individuals who practice before the PTO or who are affiliated or employed by entities 
that practice before the PTO. 

 
(Board of Directors Meeting – January 29, 2000. 
Retained by Board of Directors – January 30, 2010.) 
 
 
214-01 Fee Diversion 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors in 
principle that all revenue generated by fees paid by users of the services of the United 
States Patent and Trademark Office for application processing be made promptly 
available to the USPTO without limitation to provide such services, and 
 
Specifically, the Association opposes the withholding or diversion of any such revenue to 
fund any non-USPTO programs. 

 
(Board of Directors Meeting – July 10, 2000. 
Retained by Board of Directors – February 5, 2011.) 
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218-01 Markush Practice 
 

On September 2, 1986, the PTO circulated an informal proposal entitled, "Proposed 
Approaches to Markush Practice."  The proposal was considered by the Chemical 
Practice Committee.  The Board adopted the following resolution recommended by the 
Committee: 
 
RESOLVED, that the American Intellectual Property Law Association opposes any effort 
to change the current law or practice as it relates to the option of an application to present 
and prosecute claims of the Markush type. 

 
(Board of Directors Meeting – October 10, 1986. 
Retained by Board of Directors – January 25, 2003, and February 1, 2014.) 
 
 
218-02 PTO Rules Changes 
 

Requirement to Identify Support for Amendments to Claims 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) would 
oppose, in principle, a requirement that an explanation of support in the disclosure of a 
patent application for any amendment to a claim shall be applicable to all patent 
applications.   

 
Make Administrative Procedures and Policies Similar in Reexamination and 
Reissue Proceedings to the Extent Practicable 
 
RESOLVED, that AIPLA favors, in principle, adoption of similar administrative policies, 
practices, and procedures for reissue applications and reexamination proceedings to the 
extent practicable. 
 

(Board of Directors Meeting – October 24, 1996. 
Revised and retained by Board of Directors – January 24, 2007. 
Retained by Board of Directors – July 19, 2017) 
 
 
220-03 Interference 
 
 

RESOLVED, that when a paper is filed in an application seeking an interference, the 
PTO should automatically mark that application file “Special” and act on it promptly 
until an interference is either declared or finally refused, including cases returned to the 
Examiner by the Board. 

 
(Board of Directors Meeting – January 27, 1996. 
Edited and retained by Board of Directors – January 24, 2007. 
Retained by Board of Directors – July 19, 2017.) 
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220-14 Interference Proceedings 
 

RESOLVED, that the American Intellectual Property Law Association (hereinafter 
referred to as “AIPLA”) favors, in principle, the participation of the Solicitor’s Office as 
an amicus curiae in the court review of any decision by the Board of Patent Appeals and 
Interferences (hereinafter referred to as “the Board”) in an interference where the 
decision of the court is likely to affect the institutional interests of the Patent and 
Trademark Office (“the PTO”); and 
 
Specifically, AIPLA favors the amendment of the Board’s Standing Order to provide that 
each party to court review under either 35 USC § 141 or 35 USC § 146 of a decision by 
the Board in a patent interference must serve on the Solicitor copies of all substantive 
papers, subject to any protective orders, that it files in the court on the same date that it 
files those papers, and AIPLA favors participation of the Solicitor’s Office as an amicus 
curiae in that court review whenever the decision of the court is likely to affect the 
institutional interests of the PTO. 

 
(Board of Directors Meeting – February 2, 2011.) 
 
 
220-15 Interference Proceedings 
 

RESOLVED, that the American Intellectual Property Law Association (“AIPLA”) 
favors, in principle, a change in the metric that the Patent and Trademark Office 
(hereinafter referred to as “the PTO”) uses to judge the timeliness of dispositions of 
interferences by the Board of Patent Appeals and Interferences (hereinafter referred to as 
“the BPAI”); and 
 
Specifically, that AIPLA favors an additional metric to the metric that the PTO currently 
uses to judge the timeliness of the dispositions of all interferences (namely, that judgment 
be entered within two years of declaration) whereby credit would be given the BPAI for 
minimizing the period between the panel hearing on the motions and the decision on the 
motions. 

 
(Board of Directors Meeting – May 12, 2011.) 
 
 
230-01 Patent Law – General 
 
Upon the recommendation of the Committee on Relations with the Patent and Trademark Office, 
the Board adopted the following resolution: 
 

BE IT RESOLVED that the American Intellectual Property Law Association disapproves 
in principle replacing the present initial pre-issuance examination system with a patent 
registration system or any other form of incomplete initial examination, either per se or 
coupled with some other form of post-issuance examination. 
 

This resolution had been suggested after it was learned that the Office of Management and 
Budget was conducting a thorough study of the Patent Office procedures and management and it 
is hoped that a special committee of AIPLA members will find an opportunity to discuss with 
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representatives of OMB the need for the retention of the present initial examination system in 
patent prosecution.   
 
(Board of Directors Meeting – June 11, 1979. 
Retained by Board of Directors – January 25, 2003. 
Amended and retained by Board of Directors – February 1, 2014.) 
 
 
230-03 Patent Law – General Legislative Agenda 

 
RESOLVED, that AIPLA supports the principle that the first inventor to file an 
application for patent containing an adequate disclosure (35 U.S.C. §112) of an invention 
should have the right to patent the invention and  
 
SPECIFICALLY, AIPLA supports such principle as the “best practice” for improving the 
domestic patent system.  
 
RESOLVED, that AIPLA supports, in principle, the adoption of a grace period in which 
a disclosure of information anywhere in the world which would otherwise affect the 
patentability of an invention shall not affect the patentability of an invention claimed in 
an application where the information was disclosed directly or indirectly by the inventor, 
or by a third party which obtained the information directly or indirectly from the 
inventor, during the 12 months preceding the filing date, or where priority is claimed, the 
priority date of the application. 
 
FURTHER RESOLVED, that until a similar grace period is effective in the patent laws 
of the member states of the European Patent Convention and in the patent law of Japan, 
the period of grace shall only apply to disclosures made 12 months preceding the 
effective filing date in the United States. 
 
RESOLVED, that AIPLA supports, in the context of the adoption of a first-inventor-to-
file-system: 
 

(1) eliminating abandonment as set forth in 35 U.S.C. § 102(c), 
(2) eliminating premature foreign patenting as set forth in 35 U.S.C. § 102(d), and  
(3) substituting for the “in public use or on sale” standard as set forth in 35 U.S.C.§ 
102(b) the “known or used” standard, i.e., that subject matter that is reasonably and 
effectively accessible to persons of ordinary skill in the art anywhere in the world 
qualifies as prior art. 

 
RESOLVED, that AIPLA reaffirms its support, in principle, for permitting an application 
for patent to be filed by the assignee of the inventor.  
 
RESOLVED, that AIPLA reaffirms its support, in principle, for eliminating the 
requirement that an application for patent include a disclosure of the “best mode” 
contemplated by the inventor carrying out the invention. 
 
RESOLVED, that AIPLA reaffirms its support, in principle, for a definition of prior art 
based prior knowledge, use, or sale that has no geographical restrictions. 
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RESOLVED, that AIPLA favors, in principle, having a definition of prior art which has 
no geographical restrictions, i.e., disclosure anywhere in the world which is reasonably 
and effectively accessible to persons of ordinary skill in the art should be considered as 
prior art.   
 
RESOLVED, that AIPLA favors, in principle, defining “prior art” to require that, for 
patents and published patent applications that have a prior art effect from their effective 
filing date, the prior art effect shall be for the purposes of both novelty and obviousness. 
 
RESOLVED, that AIPLA favors, in principle, defining “prior art” to require that, for 
patents and published patent applications that have a prior art effect from their filing date, 
a published international application for patent shall be treated the same as a national 
application filed in the United States. 
 
RESOLVED, that AIPLA favors, in principle, defining “prior art” to require that no 
earlier-filed application or patent shall have a prior art effect from its filing or priority 
date with respect to a later-filed application (or any patent issuing thereon) if the later-
filed application or patent names the same inventor or, at the time the later application is 
filed, is owned by the same person or subject to an obligation of assignment to the same 
person as the earlier-filed application or patent. 
 
RESOLVED, that AIPLA favors, in principle, expressly codifying that the right to patent 
is solely the right of the individual(s) who made the invention sought to be patented or 
the assignee of such individual(s). 
 
RESOLVED, that AIPLA favors, in principle, that if the inventor’s right to patent is 
expressly codified, section 102(f) of title 35, United States Code, be repealed. 
 
RESOLVED that AIPLA supports in principle, legislation to codify an exemption from 
infringement under which uses of a claimed invention related to scientific or 
philosophical inquiry are exempted as acts of infringement, and 
 
SPECIFICALLY, the Association supports legislation providing, inter alia, that acts of 
infringement shall not extend to making or using patented subject matter to discern or 
discover: 
 

(1) the validity of the patent and the scope of protection afforded under the patent; 
 
(2) features, properties, inherent characteristics or advantages of the patented subject 
matter; 
 
(3) novel methods of making or using the patented subject matter; and 
 
(4) novel alternatives to the patented subject matter, improvements thereto or non-
infringing substituted therefore. 
(But see Past Action 230-05, Board of Directors Meeting, March 17, 2005.) 

 
RESOLVED, that AIPLA supports in principle elimination of special exceptions to full 
publication of pending US patent applications as permitted under the American Inventors 
Protection Act of 1999, and  
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SPECIFICALLY, AIPLA supports repeal of 35 U.S.C. §122(b)(2)(i)-(v). 
 
RESOLVED, that AIPLA supports in principle that commercial use (including 
substantial preparations for commercial use) should be recognized as a personal defense 
to patent infringement, if undertaken in good faith by a person who has reduced the 
patented invention to practice prior to the effective filing date of a patent, and 
 
SPECIFICALLY, AIPLA supports amendment to the provisions of the AIPA of 1999 
providing for such rights to remove restrictions on the enjoyment of such rights 
inconsistent with this principle. 

 
(Board of Directors – March 18, 2004. 
Revised in part by Board of Directors – May 15, 2004, and July 14, 2004. 
Retained by Board of Directors – July 15, 2015.) 
 
 
230-06 Patent Law – Experimental Use 
 

RESOLVED, that AIPLA supports, in principle, legislation to codify an exemption from 
infringement under which uses of a claimed invention related to scientific, research, or 
experimental inquiries are exempted as acts of infringement, and  
 
SPECIFICALLY, the Association supports legislation providing that acts of infringement 
shall not extend to making or using patented subject matter solely to discern or discover: 
 

(1) the validity of the patent and the scope of protection afforded under the patent; 
 
(2) features, properties, inherent characteristics or advantages of the patented subject 
matter; 
 
(3) methods of making or using the patented subject matter; or 
 
(4) alternatives to the patented subject matter, improvements thereto or  
substitutes therefore. 
 

(Board of Directors Meeting – March 17, 2005. 
Retained by Board of Directors – July 15, 2015.) 
 
 
230-13 Patent Law – Compulsory License 
 

RESOLVED, that the American Intellectual Property Law Association opposes, in 
principle, state or territory legislation that would give it the right to grant a compulsory 
license to a patent to a third party to make, have made, use, sell or import a 
pharmaceutical patented product within the state or territory. 

 
(Board of Directors Meeting – July 17, 2005. 
Retained by Board of Directors – July 15, 2015.) 
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230-17 Patent Law – Biologics 
 

RESOLVED, that, in the event Congress creates an abbreviated regulatory approval 
process for a “follow-on” biological product, the American Intellectual Property Law 
Association supports, in principle, a patent enforcement mechanism that preserves the 
value of intellectual property by including: 
 

(1) timely and confidential information exchange sufficient to allow the reference 
product holder and third-party patent holders to determine whether the patent 
holder has a good faith basis to assert a patent infringement claim; 

 
(2) a streamlined, efficient litigation scheme that encourages resolution of patent 

infringement claims by the reference product holder as well as third-party patent 
holders in advance of FDA approval of the follow-on product; 

 
(3) a corresponding declaratory judgment scheme under which a follow-on product 

applicant may bring a declaratory judgment action seeking a declaration of non-
infringement, invalidity, or unenforceability of patents that it believes in good 
faith may be asserted against the follow-on product, in the event the patent holder 
does not bring a timely infringement claim before product launch; 

 
(4) applicability of the existing law of venue; and 
 
(5) availability of all remedies, including damages and injunctive relief, in the event 

that patent infringement is found. 
 

(Board of Directors Meeting – July 10, 2009.) 
 
 
230-18 International Trade Commission 
 

RESOLVED, that the American Intellectual Property Law Association ("AIPLA") 
supports, in principle, amending 19 U.S.C. 1337 ("Section 337") to grant authority to the 
U.S. International Trade Commission to issue Limited Exclusion Orders against 
downstream products of non-parties in Section 337 investigations, provided such non-
parties are given notice; and 
 
FURTHER RESOLVED, that if such relief is warranted, any implementing legislation or 
rules must require parties seeking such downstream relief to provide prompt and timely 
specific notice to affected manufacturers and importers of such downstream products. 

 
(Board of Directors Meeting – May 6, 2010.) 
 
 
230-19 International Trade Commission 
 
The Board of Directors adopted the following: 
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That AIPLA take the position that the eBay factors should not apply in Section 337 
actions and that the ITC Committee’s white paper be finalized as a position paper, subject 
to final approval by the Executive Committee;   
 
Further, that AIPLA state there is no need to change the current domestic industry 
standard at the ITC; and   
 
Further, that AIPLA take the position that SEPs should not be categorically excluded 
from ITC proceedings.   
 

(Board of Directors Meeting – July 11, 2012.) 
 
 
230-20 Patent Law – Legislation 
 

Resolved that AIPLA supports the passage of H.R. 6621, except for the two provisions as 
noted above, regarding the GATT-related provisions and the (d)(2) dead zones related to 
reissues, as currently drafted.  The motion was approved unanimously. 

 
Further resolved, AIPLA supports an amendment to correct Section 371 regarding oaths 
to make specific reference to plant and design patents. 

 
(Board of Directors Meeting – December 12, 2012.) 
 
 
230-21 Patent Law – Legislation 
 

RESOLVED, that AIPLA opposes enactment of H.R. 845, the “SHIELD Act” (as 
introduced), as the provisions of the bill (e.g., posting a bond) address perceived abuses 
in patent litigation by targeting a category of plaintiff rather than by addressing the 
abusive activity itself, an approach which will prevent some parties from enforcing their 
valid patent rights.   

 
(Board of Directors Meeting – May 3, 2013.) 
 
 
230-22 Patent Law – Legislation 
 

RESOLVED, that AIPLA opposes in principle amending 35 U.S.C. § 285 to provide that 
a court must award attorneys’ fees to the prevailing party in every case. 
 
FURTHER RESOLVED, that AIPLA supports in principle amending 35 U.S.C. § 285 to 
provide that a court may award to the prevailing party reasonable attorneys’ fees, unless 
the position and conduct of the non-prevailing party was objectively reasonable and 
substantially justified, or exceptional circumstances make such an award unjust. 
 
FURTHER RESOLVED, that AIPLA also supports retaining the provisions of Title 28 
governing awards of costs and expenses in their present form.   

 
(Board of Directors Meeting – June 20, 2013.) 
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230-23  Patent Law - State Demand Letters  
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) is 
opposed, in principle, to patent demand letter legislation at the state level which creates 
non-uniform requirements for demand letters across various jurisdictions and increases 
compliance costs for legitimate businesses engaged in good-faith licensing and dispute 
resolution efforts.   

FURTHER RESOLVED, AIPLA believes that federal legislation regulating bad faith 
demand letters should preempt specific state legislation on patent demand letters, except 
that such legislation should not impact a state’s authority to police fraudulent activity 
under consumer protection laws when warranted.  

(Board of Directors Meeting – December 11, 2014.) 
 
 
232-01 Patents/Medical 
 

RESOLVED, that the AIPLA opposes in principle any attempt to restrict patentable 
subject matter under 35 U.S.C 101, and, specifically, opposes passage of any legislation 
which would prevent the issuance of any patent on a process for performing a surgical or 
medical procedure, administering a surgical or medical therapy, or making a medical 
diagnosis. 

 
(Board of Directors Meeting – July 22, 1995. 
Retained as amended by Board of Directors – May 5, 2006. 
Retained by Board of Directors – July 13, 2016.) 
 
 
232-02 Patents/Business Methods 
 

RESOLVED, that the American Intellectual Property Law Association supports in 
principle that  

 
(A) Business method inventions should be protected under the same framework of 
laws under which other inventions are protected, 
 
(B) No special test or interpretation of the law should be applied to business method 
inventions, and  
 
(C) U.S. inventors of business method innovations should not be substantively or 
procedurally disadvantaged compared to their foreign competitors by changes in the 
U.S. patent laws. 

 
(Board of Directors Meeting – May 19, 2000. 
Retained by Board of Directors – February 5, 2011.) 
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234-01 Patent Law – Patentability 
 
RESOLVED that the American Intellectual Property Law Association (AIPLA) 
favors, in principle, amending 35 U.S.C. § 101 to recite the following: 
 

35 U.S.C. § 101—Inventions Patentable 
 
(a) Eligible Subject Matter.—Whoever invents or discovers any useful 

process, machine, manufacture, composition of matter, or any useful 
improvement thereof, shall be entitled to a patent therefor, subject only 
to the conditions and requirements set forth in this title. 
 

(b) Sole Exceptions to Subject Matter Eligibility.—A claimed invention 
is ineligible under subsection (a) only if the claimed invention as a 
whole exists in nature independent of and prior to any human activity, 
or can be performed solely in the human mind. 

 
(c) Sole Eligibility Standard.—The eligibility of a claimed invention 

under subsections (a) and (b) shall be determined without regard to the 
requirements or conditions of sections 102, 103, and 112 of this title, 
the manner in which the claimed invention was made or discovered, or 
whether the claimed invention includes an inventive concept.  

 
(Board of Directors Meeting – March 23, 2017.) 
 
 
245-02 Patent Term Restoration Act 
 

RESOLVED, the American Intellectual Property Law Association supports in principle 
that the provisions of the U.S. patent laws providing for restorations of patent term in the 
case of products requiring federal pre-marketing regulatory approval should be amended 
to afford an extension of term of up to 10 years from the pre-restoration expiration date of 
the patent. 
 
RESOLVED, the American Intellectual Property Law Association supports in principle 
that the provisions of the U.S. patent laws providing for restorations of patent term in the 
case of products requiring federal pre-marketing regulatory approval should be amended 
to afford a maximum post-marketing patent term of 15 years. 
 
RESOLVED, the American Intellectual Property Law Association supports in principle 
that the provisions of the U.S. patent laws providing for restorations of patent term in the 
case of products requiring federal pre-marketing regulatory approval should be amended 
to provide that a single patent can be made the subject of multiple extensions in the case 
where the patent claims two or more products subject to regulatory approval that are 
otherwise independently eligible for regulatory approval, provided that: 
 

(1) each such extension shall afford enforceable rights only with respect to the 
particular product on which the extension was based and 
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(2) each such extension applies from the expiration date of the patent determined 
without reference to any prior extension based on a regulatory approval. 

 
RESOLVED, the American Intellectual Property Law Association supports in principle 
that the provisions of the U.S. patent laws providing for restorations of patent term in the 
case of products requiring federal pre-marketing regulatory approval should be amended 
to remove the deductions from the regulatory review period attributable to the period 
before an application for regulatory approval is filed. 
 
RESOLVED, the American Intellectual Property Law Association supports in principle 
that the provisions of the U.S. patent laws providing for restorations of patent term in the 
case of products requiring federal pre-marketing regulatory approval should be amended 
to afford restorations of patent term for agricultural chemicals, including pesticides, 
herbicides, rodenticides, and the like, on substantially the same basis that other regulated 
products are afforded restorations of patent term. 

 
(Board of Directors Meeting – February 4, 1995. 
Retained in part by Board of Directors – May 13, 2005. 
Retained by Board of Directors – July 15, 2015.) 
 
 
264-01 Court of Appeals for the Federal Circuit 
 

RESOLVED that the American Intellectual Property Law Association opposes, in 
principle, the requirement that judges of the Federal judicial circuit reside with fifty miles 
of the District of Columbia, and specifically, that the American Intellectual Property Law 
Association recommends that Section 102(b) of Public Law 97-164 be repealed. 
 

(Board of Directors Meeting – September 17, 1999. 
Retained by Board of Directors – January 30, 2010.) 
 
 
264-02 Judicial Salaries 
 

RESOLVED, that the American Intellectual Property Law Association favors, in 
principle, increasing the salaries of United States federal judges to restore their 
compensation to a level at least commensurate with the increases in the wages of the 
average American worker since the first comprehensive adjustment of judicial salaries in 
1969, and 
 
Specifically, favors H.R. 3753 and S. 1638, 110th Congress. 
 

(Board of Directors Meeting – January 26, 2008.) 
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266-01 Courts – Protective Orders 
 

RESOLVED, that the America Intellectual Property Law Association is opposed to 
legislative efforts, such as S. 537 and H.R. 1508, which would limit a judge’s discretion 
in entering a protective order governing the disclosure of information obtained through 
discovery, the terms of a settlement agreement, or access to court records in a civil case. 
 

(Board of Directors Meeting – July 16, 2009.) 
 
 
266-02 Courts – Sanctions 
 

RESOLVED, that the American Intellectual Property Law Association is opposed to 
H.R. 966, which proposes to revise Federal Rule of Civil Procedure 11 by obligating 
courts to enter sanctions upon any finding of a Rule 11 violation and removing the 
current 21-day safe harbor. 

 
(Board of Directors Meeting – September 16, 2011.) 
 
 
266-03 Courts – Privilege 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors, 
in principle, recognizing that confidential communications between a client and a Patent 
Agent within the scope of the Agent’s legal authority are privileged and therefore 
protected from forcible disclosure, unless and until the client waives such privilege. For 
purposes of this resolution, Patent Agents includes both domestic patent agents and those 
in other countries—who may have titles such as “patent attorney”—with ethical or legal 
responsibilities to maintain client confidences but who are not an attorney at law. 

 
(Board of Directors Meeting – Decemberber 15, 2016.) 
 
 
272-01 Antitrust 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) opposes, 
in principle, any legislative, judicial or regulatory action that would prevent settlement of 
litigation or that would characterize such settlements as a per se violation of the antitrust 
laws, including litigation brought pursuant to the Drug Price Competition and Patent 
Term Restoration Act of 1984 (the Hatch-Waxman Act) under 35 U.S.C. § 271(e)(2). 
 
RESOLVED, that the American Intellectual Property Law Association (AIPLA) believes 
that, depending on the facts of a particular case, the settlement of litigation brought 
pursuant to the Hatch-Waxman Act under 35 U.S.C. § 271(e)(2) may be in the public 
interest. 
 
RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors, 
in principle, allowing parties involved in litigation brought pursuant to the Hatch-
Waxman Act under 35 U.S.C. § 271(e)(2) to settle such litigation in a manner that 
satisfies antitrust concerns under the “rule of reason” analysis. 
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RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors, 
in principle, the enactment of a legislative framework to facilitate settlement of litigation 
brought pursuant to the Hatch-Waxman Act under 35 U.S.C. § 271(e)(2) that immunizes 
the parties from antitrust liability if the settlement is judicially determined to be 
reasonable. 
 

(Board of Directors Meeting – March 15, 2007. 
Retained by Board of Directors – July 19, 2017) 
 
 
272-02 Antitrust 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) is 
opposed, in principle, to any exception to the Noerr-Pennington antitrust exemption for 
litigation to enforce intellectual property rights that would not require proof that the 
infringement litigation was objectively baseless; and 

 
SPECIFICALLY, AIPLA opposes denying Noerr-Pennington protection to owners of 
intellectual property rights accused of a pattern or practice of successive filings by 
applying a standard based solely on subjective factors in the case of multiple similar or 
related lawsuits, as articulated in cases like USS-POSCO Indus. v. Contra Costa Cty. 
Bldg. and Constr. Trades Council, 31 F.3d 800 (9th Cir. 1994) and Prime Time 24 Jt. 
Venture v. NBC, 219 F.3d 92 (2d Cir. 2000). 
 

(Board of Directors Meeting – March 15, 2007. 
Retained by Board of Directors – July 19, 2017) 
 
 
272-03 Standards-Setting Organizations 
 

RESOLVED, that the American Intellectual Property Law Association favors the practice 
by standards-setting organizations (SSOs) of making information relating to the SSOs’ 
standards development as well as their intellectual property rights/licensing and 
disclosure policies clear and publicly available. 
 
RESOLVED, that AIPLA favors SSOs having the flexibility to formulate their own 
policies and procedures, and AIPLA does not support legislative, regulatory, judicial, or 
administrative action that requires all SSOs to adopt a single prescribed intellectual 
property rights/licensing and disclosure policy. 

 
(Board of Directors Meeting – October 21, 2010.) 
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274-03 Patent Damages 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) 
supports, in principle, the codification of provisions relating to patent damages that 
provide in substance the following: 
 

(1)  if an apportionment of economic value is necessary to assure that damages based 
upon a reasonable royalty do not exceed the economic value properly attributable to 
the use made of the invention, such apportionment shall exclude from the reasonable 
royalty calculation the economic value shown by the infringer to be attributable to 
the infringer's incorporation into the infringing product or process of features or 
improvements, whether or not themselves patented, that contribute economic value 
to the infringing product or process separately from the economic value properly 
attributable to the use made of the invention; 
 
(2)  where the claimant shows that the use made of the invention is the basis for 
market demand for an infringing product or process, the royalty may be based upon 
the entire market value of the products or processes provided to satisfy that demand; 
and 

 
(3)  the court shall identify all factors relevant to the determination of a reasonable 
royalty, and the court or the jury, as the case may be, shall consider such factors in 
making the determination. 

 
(Board of Directors Meeting – March 15, 2007. 
Retained by Board of Directors – July 19, 2017.) 
 
 
300-02 Industrial Designs 

 
WHEREAS, judicial precedent has differentiated between the repair and the 
reconstruction of patented items, holding that the reconstruction of a patented item 
constitutes an infringement whereas repair of a licensed item does not infringe, and 
 
WHEREAS, AIPLA believes that the careful judicial distinction between repair and 
reconstruction is a viable mechanism for evaluating infringement that should be 
maintained, 
 
THEREFORE, BE IT RESOLVED, that AIPLA opposes, in principle, diminishing the 
current rights and remedies conferred by the design patent laws; and 
 
FURTHER RESOLVED, specifically, AIPLA opposes H.R. 5638 (Lofgren), 110th 
Cong., 2nd Session (2008), that removes patent infringement liability for making, using, 
offering to sell, selling, and importing component parts used to restore another article of 
manufacture to its original appearance. 
 

(Board of Directors Meeting – July 10, 2008.) 
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300-03 Industrial Designs 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors, in 
principle, legislation to amend the provisions of 35 U.S.C. § 289, 19 U.S.C. § 1595a, and 19 
C.F.R. 133 to provide statutory and regulatory authority for the U.S. Customs and Border 
Protection (CBP) to extend full border enforcement protection to design patents by creating a 
registry similar to that which currently exists for goods protected by trademarks or 
copyrights. 
 
RESOLVED, that AIPLA specifically favors amending the provisions of 35 U.S.C. § 289 as 
follows: 

 
35 U.S.C. § 289. Additional remedies for infringement of design patent 
 
(a) Whoever during the term of a patent for a design, without license of the owner, (1) 

applies the patented design, or any colorable imitation thereof, to any article of 
manufacture for the purpose of sale, or (2) sells or exposes for sale any article of 
manufacture to which such design or colorable imitation has been applied shall be 
liable to the owner to the extent of his total profit, but not less than $250, recoverable 
in any United States district court having jurisdiction of the parties. 

 
(b) No articles of manufacture bearing the patented design, or any colorable imitation 

thereof, shall be imported, transshipped or exported without  license of the patent 
owner, and infringing copies shall be subject to seizure, forfeiture and destruction for 
violation of the customs laws contained in Title 19. 

 
(c) Nothing in this section shall prevent, lessen, or impeach any other remedy which an 

owner of an infringed patent has under the provisions of this title, but he shall not 
twice recover the profit made from the infringement. 

 
RESOLVED, that AIPLA specifically favors amending the provisions of 19 U.S.C. § 1595a 
(c) as follows: 

 
19 U.S.C. § 1595a. Forfeitures and other penalties 

 
(c) Merchandise introduced contrary to law 
 Merchandise which is introduced or attempted to be introduced into the United States 

contrary to law shall be treated as follows: 
(1) The merchandise shall be seized and forfeited if it— 

(A) is stolen, smuggled, or clandestinely imported or introduced; 
(B) is a controlled substance, as defined in the Controlled Substances Act (21 

U.S.C. 801 et seq.), and is not imported in accordance with applicable law; 
(C) is a contraband article, as defined in section 80302 of title 49; or 
(D) is a plastic explosive, as defined in section 841 (q) of title 18, which does not 

contain a detection agent, as defined in section 841(p) of such title. 
(2) The merchandise may be seized and forfeited if— 

(A) its importation or entry is subject to any restriction or prohibition which is 
imposed by law relating to health, safety, or conservation and the merchandise 
is not in compliance with the applicable rule, regulation, or statute; 
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(B) its importation or entry requires a license, permit or other authorization of an 
agency of the United States Government and the merchandise is not 
accompanied by such license, permit, or authorization; 

(C) it is merchandise or packaging in which copyright, design patent, trademark, 
or trade name protection violations are involved (including, but not limited to, 
violations of section 1124, 1125, or 1127 of title 15, section 506 or 509 of title 
17, [[or]] section 2318 or 2320 of title 18,  or section  289  of  title  35); 

(D) it is trade dress merchandise involved in the violation of a court order citing 
section 1125 of title 15; 

(E) it is merchandise which is marked intentionally in violation of section 1304 of 
this title; or 

(F) it is merchandise for which the importer has received written notices that 
previous importations of identical merchandise from the same supplier were 
found to have been marked in violation of section 1304 of this title. 

(3) If the importation or entry of the merchandise is subject to quantitative restrictions 
requiring a visa, permit, license, or other similar document, or stamp from the 
United States Government or from a foreign government or issuing authority 
pursuant to a bilateral or multilateral agreement, the merchandise shall be subject 
to detention in accordance with section 1499 of this title unless the appropriate 
visa, license, permit, or similar document or stamp is presented to the Customs 
Service; but if the visa, permit, license, or similar document or stamp which is 
presented in connection with the importation or entry of the merchandise is 
counterfeit, the merchandise may be seized and forfeited. 

(4) If the merchandise is imported or introduced contrary to a provision of law which 
governs the classification or value of merchandise and there are no issues as to the 
admissibility of the merchandise into the United States, it shall not be seized 
except in accordance with section 1592 of this title. 

(5) In any case where the seizure and forfeiture of merchandise are required or 
authorized by this section, the Secretary may— 

(A) remit the forfeiture under section 1618 of this title, or 
(B) permit the exportation of the merchandise, unless its release would adversely 

affect health, safety, or conservation or be in contravention of a bilateral or 
multilateral agreement or treaty. 

 
RESOLVED, that AIPLA specifically favors amending the provisions of 19 C.F.R. 133 to 
generally mirror the existing trademark and copyright regulations with respect to design 
patents. 

 
(Board of Directors Meeting – December 12, 2012.) 
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TRADEMARKS AND UNFAIR COMPETITION 
 
 
410-01 Trademark – Prosecution 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) believes, 
in principle, that misstatements in the identification of goods and/or services in filings 
before the U.S. Patent and Trademark Office occasioned by an honest mistake, 
carelessness, inadvertence, oversight, language difficulties, misunderstanding of the law, 
or the like, and not made with an intent to deceive, should not constitute fraud. 
 

(Board of Directors Meeting – May 9, 2007. 
Retained by Board of Directors – July 19, 2017.) 
 
 
410-02 Trademark – Prosecution 
 

RESOLVED, that the American Intellectual property Law Association (AIPLA) favors, 
in principle, that a trademark application or registration that contains a misstatement in 
the identification of goods and/or services occasioned by an honest mistake, carelessness, 
inadvertence, oversight, language difficulties, misunderstanding of the law, or the like, 
and not made with an intent to deceive, should be permitted to be amended or restricted 
under Section 18 of the Lanham Act, 15 U.S.C. § 1068 to amend or delete the excess 
goods and/or services, and should not result in the entire application being voided or the 
registration cancelled. 
 

(Board of Directors Meeting – May 9, 2007. 
Retained by Board of Directors – July 19, 2017.) 
 
 
410-03 Trademark – Prosecution 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) believes, 
in principle, that where a trademark applicant or registrant erroneously states in filings 
before the U.S. Patent and Trademark Office that it is using the mark in commerce on or 
in connection with particular goods and/or services, such misstatement alone should not 
be deemed “material” for purposes of analyzing whether the applicant/registrant 
committed fraud on the Office if (1) the party was in fact using the mark in commerce on 
or in connection with other similar or related goods or services identified in the 
application or registration as of the filing dates for an application under Lanham Act 
Section 1(a), an affidavit under Lanham Act Section 8, a renewal under Lanham Act 
Section 9, a Statement of Use, or an Amendment to Allege Use; and (2) the 
applicant/registrant would have been entitled to a registration covering those other goods 
or services. 
 

(Board of Directors Meeting – May 9, 2007. 
Retained by Board of Directors – July 19, 2017.) 
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425-01 Trademark - Trade Dress 
 
RESOLVED, that the American Intellectual Property Law Association (“AIPLA”) 
favors, in principle, revision of the Lanham Act, 15 U.S.C. § 1051, et seq., to provide that 
a non-functional product configuration or design can be deemed inherently distinctive 
when the requirements for inherent distinctiveness applied to trade dress are met. 
 
RESOLVED, that the American Intellectual Property Law Association (“AIPLA”) favors 
amending the Lanham Act by adding the following to Section 45, 15 U.S.C. § 1127: 
 

Non-functional trade dress (including a product configuration or design) which is 
“inherently distinctive” is registrable under section 2 and protectable under 
section 43 of this Act.  In determining whether a product configuration or design 
is “inherently distinctive” under this Act, the following factors shall be 
considered: 
 
(1) whether the configuration or design is a common basic shape or design; 
(2) whether the configuration or design is unique or unusual in the particular 

field involved; 
(3) whether the configuration or design is a mere refinement of a commonly-

adopted and well-known form of ornamentation for the particular class of goods 
involved; 
(4) whether the configuration or design is capable of creating a commercial 

impression distinct from any accompanying words; and 
(5) any other factor which may tend to show that the configuration or design 

would be inherently recognized by members of the relevant public as an 
indication of the source of the goods. 
 

RESOLVED, that the American Intellectual Property Law Association (“AIPLA”) 
favors, in principle, revision of the Lanham Act § 1051, et seq., to provide that the degree 
to which granting protection would hinder competition shall be considered in determining 
the functionality of a product feature for which trade dress protection is sought. 

 
RESOLVED, that the American Intellectual Property Law Association (“AIPLA”) favors 
amending the Lanham Act to add the following to Section 45, 15 U.S.C. § 1127: 

 
The term “functional” means that the matter sought to be protected under this Act 
is so important for its utilitarian purpose that to afford it protection under this Act 
would significantly hinder effective competition.  In determining whether matter 
is functional under this Act, the factors to be considered shall include, but not be 
limited to: 
 
(1) whether effective alternative designs are available to competitors; 
(2) whether the matter yields a significant utilitarian advantage over alternative 
designs; 
(3) whether the matter achieves economies in the manufacture or use of the goods 
or services, reduces their cost, or enhances their quality;  
(4) whether the party seeking to protect the matter has touted its utilitarian 
advantages; and 

  



Page 19 of 93 

(5) whether the matter is or has been claimed in a utility patent or patent 
application. 
 

(Board of Directors Meeting – October 18, 2001;  
Retained by Board of Directors – January 26, 2012.) 
 
 
425-02 Trademark – Domain Names 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors, 
in principle, that domain name registrant information should be complete and accurate 
and publicly available through “WHOIS” searches. 

 
(Board of Directors Meeting – March 18, 2004. 
Retained by Board of Directors – July 15, 2015.) 
 
 
425-10 Trademark – Counterfeit Goods 

 
1) RESOLVED, that the American Intellectual Property Law Association favors in 
principle, providing protection against trafficking in counterfeit labels, patches, and 
medallions that are unattached to any goods. 
 
(2) RESOLVED, that the American Intellectual Property Law Association favors in 
principle, providing mandatory destruction, forfeiture and restitution provisions, for 
trafficking in counterfeit labels, patches and medallions that are unattached to any goods, 
as well as civil equitable and monetary remedies, to trademark owners that are similar to 
those already granted to copyright owners. 

 
(Board of Directors Meeting – January 26, 2005. 
Retained by Board of Directors – July 15, 2015.) 
 
 
425-11 Trademark – Licensee Estoppel 
 

RESOLVED, that the American Intellectual Property Law Association supports in 
principle the continuing recognition of the doctrine of licensee estoppel in trademark 
cases and that the decision to apply or not to apply that doctrine in cases involving 
certification marks should be made on a case-by-case basis; and  
 
Specifically, does not support amending 15 U.S.C. § 1054 of the Lanham Act to overturn 
the decision of the Second Circuit Court of Appeals in Idaho Potato Commission v. 
M&M Produce Farm & Sales, 335 F.3d 130 (2d Cir. 2003). 

 
(Board of Directors Meeting – March 17, 2005. 
Retained by Board of Directors – July 15, 2015.) 
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425-12 Trademark – Well-Known Marks 
 
RESOLVED, that the American Intellectual Property Law Association ("AIPLA") 
favors, in principle, revision of the Lanham Act, 15 U.S.C. § 1051, et seq., to incorporate 
provisions that explicitly provide protection for marks  that are not used or registered in 
the United States. 
 
RESOLVED, that AIPLA favors amending the Lanham Act by amending Sections 2, 43 
and 45 to explicitly recognize well-known marks, as follows:  
 

15 USC § 1052 [§ 2] Trademarks registrable on principal register; concurrent 
registration 
 
      No trademark by which the goods of the applicant may be distinguished from the 
goods of others shall be refused registration on the principal register on account of its 
nature unless it -  
      ... 
 
(d) Consists of or comprises a mark which so resembles a mark registered in the 
Patent and Trademark Office, or a mark or trade name previously used in the United 
States by another and not abandoned, or constitutes a reproduction, imitation, 
translation, or transliteration of a well-known mark, so as to be likely, when used on 
or in connection with the goods of the applicant, to cause confusion, or to cause 
mistake, or to deceive; . . . 
 
(f) A mark which would be likely to cause dilution by blurring or dilution by 
tarnishment under section 43(c), or which would be likely to cause confusion, or to 
cause mistake, or to deceive under section 2(d) in relation to a well-known mark not 
registered in the Patent and Trademark Office, may be refused registration only 
pursuant to a proceeding brought under section 13.   
 
15 USC § 1125 [§ 43] False Designations of origin and false descriptions and 
dilution forbidden 
  
      (a) Civil Action -  
   (1) Any person who, on or in connection with any goods or services, or any 
container for goods, uses in commerce any word, term, name, symbol, or device, or 
any combination thereof, or any false designation of origin, false or misleading 
description of fact, or false or misleading representation of fact, or any reproduction, 
imitation, translation, or transliteration of a well-known mark which -  
   (A) is likely to cause confusion, or to cause mistake, or to deceive as to the 
affiliation, connection, or association of such person with another person or as to the 
origin, sponsorship, or approval of his or her goods, services, or commercial 
activities by another person, or 
   (B) in commercial advertising or promotion, misrepresents the nature 
characteristics, qualities, or geographic origin of his or her or another person's goods, 
services, or commercial activities, shall be liable in a civil action by any person who 
believes that he or she is or is likely to be damaged by such act. 
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       (d) Cyberpiracy prevention 
   (1) 
   (A) A person shall be liable in a civil action by the owner of a mark, including a 
well-known mark or a personal name which is protected as a mark under this section, 
if, without regard to the goods or services of the parties, that person 
   (i) has a bad faith intent to profit from that mark, well-known mark or personal 
name which is protected as a mark under this section; and  
   (ii) registers, traffics in, or uses a domain name that - 
(I) in the case of a mark that is distinctive at the time of registration of the domain 
name, is identical or confusingly similar to that mark; 
(II) in the case of a famous mark that is famous at the time of registration of the 
domain name is identical or confusingly similar to or dilutive of that mark; or  
(III) is a trademark, word, or name protected by reason of section 706 of Title 18 or 
section 220506 of Title 36. 
 
15 USC § 1127 [§ 45] Construction and definition; intent of chapter 
 
The term "well-known mark" means a mark that is well-known to a relevant sector of 
the public in the United States, regardless of whether such mark has been used in 
commerce, whether such mark is well-known throughout the United States, or 
whether such mark is "famous" within the meaning of Section 43(c)(2)(A).  In 
determining whether a mark is well-known, the court may consider all relevant 
factors, including the following: 
 
(1) the degree of knowledge or recognition of the mark among the relevant sector of 
the public in the United States; 
(2) the duration, extent and geographical area of use of the mark anywhere in the 
world; 
(3) the duration, extent and geographical area of promotion of the mark anywhere in 
the world; 
(4) the duration and geographical area of any registrations, or applications for 
registration, of the mark anywhere in the world, to the extent that they reflect use or 
recognition of the mark; 
(5) the record of successful enforcement of rights in the mark anywhere in the world, 
in particular, the extent to which the mark has been recognized as well-known by 
competent authorities anywhere in the world; and 
(6) the value associated with the mark. 
If the well-known mark is not used in the United States, it must have been used and 
not abandoned in at least one other country. 

 
(Board of Directors Meeting – May 15, 2009.) 
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425-13 Trademark – Counterfeit Goods 
 

WHEREAS, each day thousands of counterfeit products come through the borders and 
ports of entry of the United States; and 
 
WHEREAS, given the sheer volume of fraudulent products and the alarming 
sophistication of counterfeiters and pirates, it is often difficult to tell the real from the 
fake; and 
 
WHEREAS, for many years, the Customs and Border Protection Bureau (“CBP”) of the 
United States Department of Homeland Security routinely has sought the assistance of 
trademark and copyright owners to authenticate suspected counterfeit or pirated products 
detained at the border; and 
 
WHEREAS, after rendering an interpretation of the Trade Secrets Act, the CBP directed 
field staff in 2008 to redact all identifying markings and codes before sending digital 
images to rights holders to authenticate products; 
 
RESOLVED, that AIPLA favors, in principle, legislation to clarify the provisions of 
Section 1905 of Title 18, United States Code, providing that the CBP has the authority to 
share identifying information in cases involving potential acts of trademark infringement 
or counterfeiting, copyright piracy or the illegal importation of “circumvention devices” 
as defined in Section 1201 of Title 17, United States Code, otherwise known as the 
Digital Millennium Copyright Act; and it is further 
 
RESOLVED, that AIPLA specifically favors passage of the Foreign Counterfeit 
Prevention Act, H.R. 4216, or similar legislation, providing that it is not a violation of the 
Trade Secrets Act for CBP officers to provide information and samples of alleged 
infringing, counterfeit or otherwise pirated goods and circumvention devices to right 
holders for inspection and evaluation. 

 
(Board of Directors Meeting – May 10, 2012.) 
 
 
425-14 Trademark – Remedies 
 

RESOLVED, that the American Intellectual Property Law Association (“AIPLA”) 
favors, in principle, legislation to amend the provisions of the Lanham Act relating to 
awards of actual damages and accountings for unjust enrichment profits for the purposes 
of clarifying the availability of and prerequisites for such awards in cases arising under 
that Act; promoting uniformity and predictability in the courts’ application of those 
provisions; and furthering the policies of that Act of protecting the public against 
likelihood of confusion, protecting businesses’ investments in trademarks and other 
commercial indicia from injury, and making trademark infringement and other acts of 
unfair competition unprofitable to the infringer; and it is further 
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RESOLVED, that AIPLA specifically favors amendment of the remedial provisions of 
the Lanham Act for the purpose of effectuating these reforms, as follows: 

 
• To provide that, upon a finding of trademark or service mark infringement a court 

should award monetary relief measured by: 
 

[i] the infringer’s unjust enrichment profits attributable to the infringement and/or; 
 
[ii] the mark owner’s actual damages including lost profits on but-for sales, and effect 

on goodwill and reputation, 
 

taking into account factors including, but not limited to, the position of the parties in 
the marketplace, actual confusion, and the conduct of the infringer, but in no event 
shall the mark owner be entitled to less than a reasonable royalty for the infringement; 
and 
 

• To provide that these amendments are not intended to change restrictions on an award 
of double recovery or otherwise affect the availability of other remedies under 
existing case law, to the extent not in conflict with the above. 

 
RESOLVED, that the American Intellectual Property Law Association (“AIPLA”) 
favors, in principle, legislation to amend the provisions of the Lanham Act relating to 
monetary relief for the purposes of clarifying the availability of and prerequisites for 
awards of such relief in cases arising under that Act; promoting uniformity and 
predictability in the courts’ application of those provisions; and furthering the policies of 
that Act of protecting the public against likelihood of confusion, protecting businesses’ 
investments in trademarks and other commercial indicia from injury, and making 
trademark infringement and other acts of unfair competition unprofitable to the infringer; 
and it is further 
 
RESOLVED, that AIPLA specifically favors amendment of the remedial provisions of 
the Lanham Act for the purpose of effectuating these reforms, as follows: 

 
• To provide that, upon a finding of willful trademark or service mark infringement and 

subject to the principles of equity, a court may enhance the amount of any monetary 
award based on an infringer’s unjust enrichment profits attributable to its use of the 
infringing mark, the mark owner’s actual damages measured by lost profits on sales it 
would have made but for the infringement, and/or a reasonable royalty, up to three 
times the amount of such award; 
 

• To provide that these amendments are not intended to change restrictions on an award 
of double recovery or otherwise affect the availability of other remedies under 
existing case law, to the extent not in conflict with the above. 
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RESOLVED, that AIPLA favors, in principle, legislation to amend the provisions of the 
Lanham Act providing for injunctive relief for the purpose of providing that, in trademark 
or service mark infringement cases where all other prerequisites for a preliminary and/or 
permanent injunction are met, a finding of probable success on the merits of the mark 
owner’s likelihood of confusion claim (with respect to a preliminary injunction) or a 
finding of a likelihood of confusion (with respect to a permanent injunction) shall give 
rise to a rebuttable presumption of irreparable injury sufficient to support entry of an 
injunction; and it is further 
 
RESOLVED, that AIPLA specifically favors amendment of the remedial provisions of 
the Lanham Act for the purpose of effectuating these reforms, as follows: 

 
• To provide that, in cases where all other prerequisites for the entry of preliminary 

and/or permanent injunctive relief for trademark or service mark infringement are 
met, a finding of probable success on the merits of the mark owner’s likelihood of 
confusion claim (with respect to a preliminary injunction) or a finding of a likelihood 
of confusion (with respect to a permanent injunction) shall give rise to a rebuttable 
presumption of irreparable injury sufficient to support entry of an injunction. 

 
(Board of Directors – September 14, 2012.) 
 
 
455-01 Madrid Protocol 
 

RESOLVED, that the American Intellectual Property Law Association supports the 
promulgation of sensible, efficient and coherent rules for implementing the Madrid 
Protocol and the Madrid Protocol Implementation Act. 

 
(Board of Directors Meeting – May 16, 2003; 
Amended and retained by Board of Directors – February 1, 2014.) 
 
 
455-04 Trademark Law – ICANN 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) 
supports, in principle, a notification process by which (i) Registry Operators will 
be notified if domains they seek to reserve have been registered with the Trademark 
Clearinghouse, and (ii) rights holders who have registered their trademarks with the 
Trademark Clearinghouse will be notified if a Registry Operator seeks to reserve their 
marks; 
 
FURTHER RESOLVED, that AIPLA supports, in principle, the establishment of a 
dispute resolution procedure to resolve conflicts in which a brand owner objects to a 
Registry Operator’s reservation of a domain name identical or confusingly similar to a 
brand owner’s mark. 

 
(Board of Directors Meeting – March 20, 2014.) 
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455-05 Trademark Law – ICANN 
 

WHEREAS, the National Telecommunications and Information Authority (“NTIA”) has 
contractual control over key internet domain name functions (the Internet Assigned 
Number 
Authority “IANA” functions), and 
 
WHEREAS, the United States Department of Commerce has recently announced its 
intention to 
transfer the IANA functions to a “global multi-stockholder community,” and 
 
WHEREAS, brand owners and trademark owners have a strong interest in the 
continuance of the 
free flow of information regarding their products and services over the Internet; 
 
It is therefore RESOLVED, that the AIPLA opposes the transfer of the IANA contracts 
unless the following criteria are satisfactorily achieved: 

 
(a) a new, multi-stakeholder system can meet the high standards of security and openness 

set by the NTIA, 
(b) there is assurance that no government, coalition or international body will be 

empowered to negatively impact these standards, and 
(c) any proposed transfer plan is publicized well in advance of a proposed transition date, 

and stakeholders have evaluated and confirmed the viability of the plan. 
 
(Board of Directors Meeting – September 19, 2015.) 
 
 
455-06 Trademark Law – Plain Packaging 
 

WHEREAS, the American Intellectual Property Law Association (“AIPLA”) promotes 
strong trademark rights domestically and globally and recognizes and acknowledges the 
important public interest in improving health and safety;  

 
RESOLVED, that AIPLA opposes, in principle, any plain packaging 
legislation/regulation that prohibits outright the use of a trademark owner’s otherwise 
lawful trademarks (including brand names, house marks, product marks and/or logos) on 
particular types of lawful products; and  
 
RESOLVED, that AIPLA opposes, in principle, any plain packaging 
legislation/regulation that violates International law (treaties) directed to trademarks. 

 
(Board of Directors Meeting – January 30, 2016.) 

 
 
  



Page 26 of 93 

COPYRIGHTS 
 
510-01 Copyright – Copyright Office 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors, 
in principle, legislative action to appropriately modernize the U.S. Copyright Office (the 
“Office”), in order for the Office to be able to meet the ever-expanding needs and 
expectations of Congress, its stakeholders, and the public; and 
 
SPECIFICALLY, AIPLA supports Congressional action to appropriately modernize the 
U.S. Copyright Office, including the following elements:  
  

1. That the U.S. Copyright Office be led by an individual, appointed by the 
President and confirmed by the Senate; 
 

2. That the U.S. Copyright Office have control over its own budget, staffing, IT, 
and copyright policy;  
 

3. That the U.S. Copyright Office be adequately funded through appropriations, 
which should be comprised of both user fees and taxpayer dollars; 
 

4. That the U.S. Copyright Office be given the authority to set appropriate fees 
as necessary to carry out its responsibilities and modernize, with a proper 
level of Congressional oversight of the fee structure; 
 

5. That the U.S. Copyright Office be given sufficient control over the use of its 
fees, subject to appropriate Congressional oversight, and the Office should be 
provided access to such funds over multiple years and through a multi-year 
budget cycles (i.e., a revolving fund); and 
 

6. That the U.S. Copyright Office be authorized and adequately funded to 
improve the registration and recordation processes, and re-design and re-
structure its IT system to provide accurate, up-to-date, searchable, and 
comprehensive public records. 

(Board of Directors Meeting – September 11, 2016) 
 
 
515-04 Copyright – Fair Use 
 

RESOLVED, that AIPLA adopts the position that it is fair use under the Copyright Act 
for a patent applicant or an applicant’s representative, in the course of preparing and 
prosecuting patent applications, to reproduce and distribute, to the extent reasonably 
necessary, journal articles and other copyrighted non-patent literature relevant to such 
applications. 

(Board of Directors Meeting – October 27, 2012.) 
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515-05 Copyright – Orphan Works 
 

RESOLVED, that AIPLA supports efforts to address the issue of orphan works under 
U.S. Copyright law. 
 
FURTHER  RESOLVED, that AIPLA supports additional legislative, regulatory, and 
voluntary solutions to address the use of orphan works on an occasional or case-by-case 
basis, using a flexible approach which analyzes various factors to determine whether the 
user has conducted a reasonably diligent search for the copyright owner and is using the 
orphan work in good faith, including, for example, by searching according to Copyright 
Office published and industry “best practices” and providing as much attribution to the 
author or copyright owner as possible and appropriate under the circumstances, which 
would in turn limit the remedies available to an aggrieved copyright owner, but in any 
event provide for reasonable compensation for the past and continued use of the work; 
and 
 
SPECIFICALLY, that application of the legislative, regulatory, and voluntary 
solutions with regard to occasional or case-by-case basis should also be applied 
equally to mass digitizers, and mass digitizers should not be granted a safe-harbor; 

 
(i) A definition for "mass digitization" should account for the unique policy 
concerns surrounding the issue which are, according to the U.S. Copyright Office's 
Notice of Inquiry, that "[orphan] works may in fact have copyright owners, but it may 
be too labor-intensive and too expensive to search for them, or it may be factually 
impossible to draw definitive conclusions about who the copyright owners are or 
what rights they actually own; 
 
(ii) AIPLA recognizes that recent scholarship and court decisions indicate that fair 
use is a possible solution for certain mass digitization projects; and 
 
(iii) AIPLA does not support a compulsory licensing scheme for orphan works in 
favor of development of a legal landscape relative to use of orphan works in 
various contexts, including mass digitization. 

 
(Board of Directors Meeting – February 2, 2013, and 
Executive Committee Meeting – March 19, 2013.) 
 
 
520-03    Design Protection 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors, 
in principle, legislation to provide prompt, inexpensive, and effective protection against 
copying the appearance of articles of apparel. 
 

(Board of Directors Meeting – July 19, 2007. 
Retained by Board of Directors – July 19, 2017.) 
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520-04 Design Protection 
 

RESOLVED that the American Intellectual Property Law Association supports 
enactment of H.R. 2033, Design Piracy Prohibition Act, and strongly recommends that 
the following changes be made: 
 

1. The definition of “apparel” be non-limiting; 
2. Articles of apparel be protected as a “whole”; 
3. Independent creation be a defense for fashion designs; 
4. The provision of inter partes cancellation proceedings for fashion designs within 

the Copyright Office be removed; 
5. Design patents be permitted to co-exist with protection for fashion designs under 

the Act; and 
6. Infringement require that the accused fashion design be “closely and substantially 

similar” to the protected design. 
 
(Board of Directors Meeting – October 20, 2007.) 
 
 
520-05 Design Protection 
 

RESOLVED that the American Intellectual Property Law Association supports 
enactment of S. 1957, Design Piracy Prohibition Act, and strongly recommends that the 
following changes be made: 
 

1. The definition of “apparel” be non-limiting; 
2. Articles of apparel be protected as a “whole” 
3. Independent creation be a defense for fashion designs; 
4. The provision of inter partes cancellation proceedings for fashion designs within 

the Copyright Office be removed; 
5. Design patents be permitted to co-exist with protection for fashion designs under 

the Act. 
 
(Board of Directors Meeting – October 20, 2007.) 
 
 
520-06 Design Protection 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) 
continues to favor, in principle, enactment of fashion design protection. 
 
FURTHER RESOLVED, that AIPLA supports enactment of H.R. 2511, Innovative 
Design Protection and Piracy Prevention Act, (Goodlatte), 112th Cong., 1st Sess. (2011), 
or similar legislation. 
 
SPECIFICALLY, while AIPLA supports H.R. 2511, AIPLA recommends that: 
 

1. The definition of “apparel” be non-limiting; 
 



Page 29 of 93 

2. A “closely and substantially similar” infringement standard be adopted; 
 
3. Any infringement test that approximates a “point of novelty” test be eliminated; 
 
4. Color be permitted as a consideration in determining the scope of protection of a 

fashion design; 
 
5. Notice not be required for recovery of damages; 
 
6. Sellers and distributors of infringing designs be liable for their infringement; 
 
7. Registration be required for fashion designs, with the power to enforce said 

registrations vested to the Secretary of the Treasury and Postal Service; 
 
8. Fashion designs be immune from false marking liability, or in the alternative that 

standing to bring false marking suits be limited to the U.S. Government; and 
 
9. Design patents be permitted to co-exist with protection for fashion designs under 

the Act. 
 
(Board of Directors Meeting – October 22, 2011.) 
 
 
530-02 Copyright Law/Enforcement 
 

WHEREAS, the American Intellectual Property Law Association (“AIPLA”) believes 
that online sale of counterfeit and piratical goods harms the investments made by 
companies in developing their brands and creating works of authorship, and 
 
WHEREAS, AIPLA also believes intellectual property laws should protect consumers to 
ensure their confidence in the type and quality of goods they purchase online; 
 
THEREFORE, BE IT RESOLVED, that AIPLA favors, in principle, that intellectual 
property legislation should be enacted which imposes penalties against websites 
dedicated to the sale of infringing, piratical or counterfeit goods in rem, and also imposes 
penalties against registrants, owners and operators of such websites, in personam; and 
 
SPECIFICALLY, AIPLA favors passage of S. 968, the Preventing Real Online Threats 
to Economic Creativity and Theft of Intellectual Property Act, or PROTECT IP Act 
(Leahy) 112th Cong. 2d Sess. (2011), or similar legislation, which targets the most 
egregious actors of online infringement, copyright piracy and trademark counterfeiting. 
 

(Board of Directors Meeting – September 16, 2011.) 
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540-01 Copyright Law – Marrakesh Treaty 
 

RESOLVED the American Intellectual Property Law Association (AIPLA) supports, in 
principle, the objectives of the Marrakesh Treaty to Facilitate Access to Published Works 
for Persons Who Are Blind, Visually Impaired, or Otherwise Printed Disabled: and 
 
SPECIFICALLY RESOLVED, that AIPLA favors, in principle, that implementation of 
the Treaty by the way of the “Marrakesh Treaty Implementation Act of 2016,” or similar 
legislation. 

 
(Board of Directors Meeting – March 17, 2016.) 
 

  
545-01 Copyright Law  – Small Claims 
 

WHEREAS, the U.S. Copyright Office is undertaking a study at the request of Congress 
to assess whether and, if so, how the current legal system hinders or prevents copyright 
owners from pursuing copyright infringement claims that have a relatively small 
economic value (“small copyright claims”), and to recommend potential changes in 
administrative, regulatory, and statutory authority to improve the adjudication of these 
small copyright claims; and 
 
WHEREAS, the Copyright Office has issued a notice of inquiry seeking public 
comments by January 16, 2012 on how copyright owners have handled small copyright 
claims and the obstacles they have encountered, as well as potential alternatives to the 
current legal system that could better accommodate such claims; 
 
THEREFORE, IT IS RESOLVED, that the AIPLA Board of Directors submit a statement 
to the Copyright Office regarding small copyright claims that includes the following:  
 
• AIPLA applauds efforts by Congress and the Copyright Office to provide that 

copyright owners of all kinds–large and small–have the ability to effectively protect 
their rights in their works and recommends that any legislative changes regarding 
small copyright claims do no harm to either copyright owners or legitimate users of 
copyrighted works by, for example, opening them up to unnecessary and unduly 
burdensome litigation. 

 
• AIPLA opposes one proposal in particular:  involving state courts in the adjudication 

of small copyright claims.  Among other reasons, state courts lack expertise in 
copyright law, and requiring them to hear small copyright claims has the potential to 
unduly burden state court systems as well as litigants who would have to educate state 
judges on the relevant law.  In addition, authorizing state courts to hear copyright 
matters risks creating inconsistency in the law and undermines the principles of 
federal preemption codified in Section 301 of the Copyright Act. 

 
(Board of Directors Meeting – January 4, 2012.) 
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545-02 Copyright Law – Small Claims 
 
RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors, 
in principle, legislative action to create an alternative dispute resolution program for 
copyright small claims; and 
 
SPECIFICALLY, AIPLA supports Congressional action to create a copyright small 
claims program (the “Program”) that includes the following elements: 
   

1. THAT, any tribunal created to adjudicate small claims matters should have 
jurisdiction over 

a. Claims for violation of an exclusive right under 17 USC 106, declarations 
of non-infringement of such rights where an actual controversy exists, and 
claims for misrepresentation in connection with a DMCA notice or 
counter notice pursuant to 17 USC 512(f); 

b. Counterclaims that arise out of the same transaction or occurrence as an 
asserted claim of infringement, non-infringement, or misrepresentation or 
that arise out of an agreement that is the subject of an asserted claim of 
infringement; 

c. Defenses (whether legal or equitable) in response to asserted claims and 
counterclaims including, by way of example and not limitation, the fair 
use defense. 

2. That such claims, counterclaims and defenses may involve any categories of 
copyrighted works. 

3. THAT, the Program be authorized to provide the following remedies: 
a. Actual damages and profits, subject to the limits described in section 4 of 

this resolution; 
b. Limited statutory damages, subject to the limits described in sections 4 

and 5 of this resolution; provided that an agreement to cease the accused 
activity may be considered by the tribunal in determining how much 
limited statutory damages to award; 

c. If a party agrees to cease or mitigate the accused activity, the tribunal shall 
include such agreement as a requirement in its determination; 

d. In cases of bad faith only, attorneys’ fees and costs, subject to an 
appropriate monetary cap. 

4. THAT, the total damages available in any one proceeding brought pursuant to the 
Program be capped at a dollar value high enough to make the Program useful to 
would-be plaintiffs and low enough to create an incentive for would-be 
defendants to participate in the program.   

5. THAT, the maximum amount of limited statutory damages available per work 
infringed be set at a dollar value high enough to create a deterrent to infringement 
and low enough to create an incentive for would-be defendants to participate in 
the program. Provided further, that limited statutory damages of a lesser amount 
be available even for works that were not registered in accordance with Section 
412 of the Copyright Act. 

6. THAT, participation in the Program shall be voluntary on the part of both 
plaintiffs and defendants.  
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7. THAT, a registration or delivery to the Copyright Office of a completed 
application to register the work(s) at issue, deposit and required fee shall be a 
prerequisite to filing a claim before any small claims tribunal. 

8. THAT, all proceedings shall be conducted in a streamlined manner, including: 
a. Proceedings will presumptively be conducted in writing and, if any 

hearings or conferences are deemed necessary, those will be conducted via 
teleconference, video conference or other similar technology. 

b. Parties may be represented by counsel or by a law student qualified to 
practice under applicable law or may participate pro se.  

c. The tribunal will not be required to apply formal rules of evidence and 
expert witness testimony will be permitted only in exceptional 
circumstances. 

d. Limited discovery shall be available. 
9. THAT, if requested by a party and for good cause shown, the small claims 

tribunal shall be permitted to issue a protective order to limit disclosure of 
confidential information. 

10. THAT, the tribunal shall hold all hearings on the record, set forth all factual and 
legal findings in writing and that all determinations and other appropriate records, 
redacted as necessary, shall be made publicly available (e.g., via a website). 

11. THAT, determinations by the tribunal may not cited or relied upon as legal 
precedent in any other action or proceeding before any court or tribunal, including 
the small claims tribunal but that such determinations shall preclude relitigation 
by the parties to any action of all claims and counterclaims asserted and 
determined by the tribunal. 

12. THAT, the Copyright Office be empowered to create rules and regulations to 
administer such a tribunal. 

(Board of Direcetors – February 4, 2017) 
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TRADE SECRETS 
 
 
600-01 Trade Secrets 
 

WHEREAS, The National Security Agency has described recent trade secret theft as the 
greatest transfer of wealth in history, estimating the losses of theft of trade secrets and 
cyber breaches to be in excess of $334 billion per year; and 
 
WHEREAS, the Federal Bureau of Investigation has estimated that $13 billion in trade 
secrets have been stolen from American businesses; and 
 
WHEREAS, in February 2013, security company Mandiant issued a report finding that the 
Chinese government was sponsoring cyber-espionage to attack top U.S. companies; and 
 
WHEREAS, PricewaterhouseCoopers recently issued a report in which it estimated trade 
secret theft ranges from one to three percent of the GDP of the United States; and 
 
WHEREAS, in recognition of that emerging threat, President Obama’s Administration 
released a 150-page report last year that presented a government-wide strategy designed to 
reduce trade secret theft by hackers, employees, and companies.  In that plan, the 
Administration  has recognized the accelerating pace of economic espionage and trade secret 
theft against U.S. corporations; and 
 
WHEREAS, in response to a request for public comments for “Trade Secret Theft Strategy 
Legislative Review” by the U.S. Intellectual Property Enforcement Coordinator last year, 
AIPLA supported a federal civil remedy for international trade secret misappropriation; and 
 
WHEREAS, the Trade Secret Law Committee and its members have observed an increase in 
trade secret theft and cybersecurity intrusion, particularly involving foreign actors or conduct 
that appears to be for the benefit of foreign powers or companies; and 
 
WHEREAS, the Trade Secret Law Committee and its members strongly support efforts to 
strengthen domestic and foreign trade secret protection; and it is therefore 
 
RESOLVED, that AIPLA favors, in principle, federal legislation creating a civil cause of action 
to a trade secret owner that does not preempt or undermine existing trade secret remedies 
provided under state law; and it is further 
 
RESOLVED, that AIPLA specifically favors passage of the Defend Trade Secrets Act of 2014, 
S-2267, or similar legislation, amending the provisions of Section 1836 of title 18, United States 
Code, to create a civil cause of action to a trade secret owner; and it is further 
 
RESOLVED, that, as an alternative, AIPLA also favors passage of the Future of American 
Innovation and Research Act of 2013, S. 1770, or similar legislation, providing for a civil cause 
of action to a trade secret owner. 

 
(Board of Directors Meeting – May 15, 2014.) 
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INTERNATIONAL 
 
 
700-03 Japan Patent Act 
 

RESOLVED, that AIPLA favors, in principle, that employers and employed inventors 
have the flexibility to reach agreements concerning the compensation paid to employees 
for inventions made by such employees in the course of their employment and that such 
agreements be respected by the courts except where such agreements are entered as a 
result of fraud or improper coercion; and, 
 
Specifically, AIPLA supports amending Article 35 of the Japan Patent Act to provide that 
remuneration to an employee, who has assigned to his/her employer ownership of and the 
right to obtain a patent on an invention made in the course of his/her employment, shall 
be governed by an enforceable employment or other applicable contract entered by the 
employee and employer, and any service regulations or other stipulations furnished by 
the employer to the employee expect in cases of fraud or improper coercion. 
 

(Board of Directors Meeting – July 17, 2003; 
Retained by Board of Directors – February 1, 2014.) 
 
 
700-04 Electronic Filing Standards 
 

RESOLVED, that AIPLA favors, in principle, the accommodation of electronic filing of 
international applications for patent, and specifically favors an electronic filing regime 
that embraces at least the following Guiding Principles: 

 
a) Promotes uniformity between the international filing system and national filing 

systems; 
b) Considers existing regimes of non-patent electronic commerce; 
c) Utilizes commercially available technology where feasible; 
d) Accommodates varying member state laws; 
e) Minimizes complexity consistent with security requirements; 
f) Establishes appropriate legal presumptions and burdens of proof consistent with 

those presently extant in the paper filing regime; 
g) Facilitates the acquisition and confirmation of a valid filing date; and 
h) Reduces the cost to users of filing an international application. 

 
RESOLVED, AIPLA favors, in principle, the accommodation of electronic filing of 
international applications for patent, and specifically favors a system that insures 
maintenance of and accessibility to electronic file histories sufficient to support future 
requirements of users for a period not less than the 30 years required by the present rules 
for paper file histories. 

 
(Board of Directors Meeting – April 24, 1998. 
Revised and retained by Board of Directors – February 3, 2001, and January 26, 2012.) 
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700-05 Convention on Biological Diversity 
 

RESOLVED that the American Intellectual Property Law Association supports, in 
principle, the objectives of the Convention on Biological Diversity to preserve 
biodiversity, to provide for the sustainable use of biodiversity, and to provide for the fair 
and equitable sharing of benefits through the use of material transfer agreements between 
a user of a genetic resource and the member state from which it is obtained to provide 
certainty to both parties. 
 
RESOLVED that the American Intellectual Property Law Association opposes, in 
principle, the mandatory retroactive application of any access and benefit sharing 
mechanism which might be enacted in furtherance of the CBD. 

 
(Board of Directors Meeting – February 2, 2006. 
Retained by Board of Directors – July 13, 2016.) 
 
 
700-07 European Patent Office Practice 
 

RESOLVED, that AIPLA favors having the USPTO include in the ADS Form, as part of 
the Authorization section permitting pre-publication transmittal of priority documents, an 
Authorization for providing the EPO as well as any other foreign patent office wherein 
priority is being claimed and also requesting it pre-publication access to the bibliographic 
data and search results, and that such entire Authorization section be re-cast in the form 
of an “opt-out” provision. 

 
(Board of Directors Meeting – May 1, 2013.) 
 
 
700-08 Convention on Biological Diversity 
 

WHEREAS the World Intellectual Property Organization Intergovernmental Committee 
on Intellectual Property and Genetic Resources, Traditional Knowledge and Folklore 
(IGC) has scheduled two meetings in 2016 to focus on the topic of genetic resources and 
benefit sharing, and 
WHEREAS the American Intellectual Property Law Association supports, in principle, 
the objectives of preserving sustainable biodiversity, and to provide for the fair and 
equitable sharing of benefits through the use of material transfer agreements between a 
user of newly identified genetic resource and the member state from which it is obtained 
to provide certainty to both parties, 
NOW THEREFORE, BE IT RESOLVED that the American Intellectual Property Law 
Association opposes a mandatory disclosure of origin or source requirement for genetic 
resources and/or traditional knowledge in patent applications 

 
(Board of Directors Meeting – March 17, 2016.) 
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700-09 Trans-Pacific Partnership Agreement (TPP) 

WHEREAS, the Trans-Pacific Partnership Agreement (TPP) seeks to promote 
trade and strengthen relationships among its signatory countries (namely, 
Australia, Brunei, Canada, Chile, Japan, Malaysia, Mexico, New Zealand, 
Peru, Singapore, United States and Vietnam),  including by strengthening 
intellectual property rights among signatory countries; 

 WHEREAS, the TPP includes an Intellectual Property Chapter, Chapter 18, 
which requires signatory countries to affirm and/or ratify international IP 
agreements to which the United States is already a party; 

 WHEREAS, the IP Chapter of the TPP further requires signatory countries to 
meet IP standards which, for the most part in principle, are already in effect in 
the United States and/or are required by the Agreement on Trade-Related 
Aspects of Intellectual Property Rights (TRIPS), but are not in effect in all 
signatory countries;  

 WHEREAS, the IP Chapter of the TPP generally requires signatory countries 
to meet standards that are higher than those currently in effect in at least some 
non-US signatory countries including with respect to laws to combat 
counterfeiting, piracy and other infringement, including trade secret theft;  

 WHEREAS, the IP Chapter of the TPP generally provides enforcement 
provisions with respect to intellectual property rights, including civil and 
administrative procedures and remedies and criminal procedures and remedies, 
which, for the most part  in principle, are in effect in the United States but not 
in all signatory countries; 

 WHEREAS, the IP Chapter includes certain minimum threshold IP-related 
requirements that either are or may be construed to be less than those currently 
imposed under US IP laws, including with respect to Articles 18.28 (Domain 
Names), 18.38 (Grace Period), 18.47 (Protection of Undisclosed Test or Other 
Data for Agricultural Chemical Products), 18.50 (Protection of Undisclosed 
Test or Other Data), and 18.51 (Biologics); 

 RESOLVED, if the United States ratifies the TPP or a similar multi-lateral 
free trade agreement with the TPP signatory countries, the American 
Intellectual Property Law Association (AIPLA) supports in principle, as part of 
that ratification, the adoption of the Intellectual Property Chapter of the TPP 
and any necessary implementing legislation, provided that such implementing 
legislation would not lessen or negatively impact the standards currently 
provided for by US IP laws, including with respect to use of identical or 



Page 37 of 93 

similar signs/trademarks, domain names, grace period, data protection for 
certain pharmaceutical products and biologics. 

 SPECIFICALLY, AIPLA supports in principle the adoption of the IP Chapter, 
and as part of that ratification legislation that would accomplish this adoption. 

(Board of Directors Meeting – October 29, 2016) 
 
 
702-09 Patent Cooperation Treaty 
 

RESOLVED, that the American Intellectual Property Law Association  supports an 
appropriate reduction in the total fees (other than excess claim fees) for a national stage 
application having a Positive Report. 

 
(Board of Directors Meeting – March 17, 2005. 
Retained by Board of Directors – July 15, 2015.) 
 
 
702-12 Patent Cooperation Treaty 
 

RESOLVED, that AIPLA favors, in principle, expanding the publicly available and 
easily accessible information regarding entry into the national/regional stage from 
international (PCT) patent applications to include information for all treaty members; and 
 
Specifically, supports (1) requiring all elected and designated Offices to timely report 
such information to the WIPO International Bureau in a complete and uniform manner, 
and (2) requesting that the International Bureau, in addition to regularly tabulating and 
publishing the reported information, strongly encourage non-compliant Offices to fully 
comply with the established reporting requirements. 

 
(Board of Directors Meeting – July 12, 2006. 
Retained by Board of Directors – July 13, 2016.) 
 
702-13 Patent Cooperation Treaty 
 

RESOLVED, that American Intellectual Property Association (AIPLA) favors, in 
principle, the harmonization and streamlining of formal procedures in respect of national 
and regional patent applications and patents to make such procedures more cost effective, 
consistent and simple, and 
 
FURTHER RESOLVED, that AIPLA supports the withdrawal of the proposed 
reservation that Article 6.1 of the Patent Law Treaty adopted at Geneva on June 1, 2000, 
as submitted by the President to the Senate for advice and consent on September 5, 2006 
shall not apply to any requirement relating to unity of invention applicable under the 
Patent Cooperation Treaty to an international application at the earliest possible time. 

 
(Board of Directors Meeting – October 21, 2006. 
Revised and Retained by Board of Directors – July 19, 2017.) 
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702-14 Patent Cooperation Treaty 
 

RESOLVED, that AIPLA favors, in principle, improving the quality of international 
searches and international preliminary examinations, conducted by each International 
Authority appointed by the Assembly of the Patent Cooperation Treaty, to equal the 
quality of searches and examinations by such Authority for national or regional patent 
applications filed with it; and, 
 
FURTHER RESOLVED, that AIPLA favors, in principle, maximizing the exploitation of 
such equal quality international searches and international preliminary examinations, 
conducted by International Authorities appointed by the Assembly of the Patent 
Cooperation Treaty, to avoid duplication of work by national and regional patent offices. 

 
(Board of Directors – May 14, 2008.) 
 
 
702-15 Patent Cooperation Treaty 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors, 
in principle, that the fees charged by the United States Patent and Trademark Office 
(USPTO) recover the average cost (as incurred for services performed by the USPTO 
personnel) for International Search Reports provided under the Patent Cooperation 
Treaty. 
 
RESOLVED, that AIPLA favors, in principle, that International Search Reports provided 
under the Patent Cooperation Treaty by the USPTO be used for national stage searches 
subject only to “top-off” searches to address any amended or new claims and any 
intervening prior art. 
 
RESOLVED, that AIPLA favors, in principle, that, in national stage searches conducted 
by the USPTO, any cost savings realized through the use of prior International Search 
Reports provided by the USPTO be reflected in commensurate cost reductions in the 
patent search fees charged for such national stage searches. 
 
RESOLVED, that AIPLA opposes, in principle, an increase without adequate 
justification in the transmittal fee charged by the United States acting as a Receiving 
Office to significantly more than the transmittal fees currently charged by either the EPO 
or JPO acting in such capacities. 
 

(Board of Directors Meeting – August 1, 2008.) 
 
 
702-16 Patent Cooperation Treaty 
 

RESOLVED, that the American Intellectual Property Law Association supports, in 
principle, the use of the Patent Cooperation Treaty, and supports the USPTO bringing the 
quality of PCT processing to world-class level; 
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Specifically, AIPLA supports the USPTO processing of papers for entry into the U.S. 
national stage as promptly as the USPTO processes the filing of ordinary domestic 
(111(a)) patent applications. 

 
RESOLVED, that the American Intellectual Property Law Association supports, in 
principle, the use of the Patent Cooperation Treaty, and supports the USPTO bringing the 
quality of PCT processing to world-class level, and 
 
Specifically, AIPLA supports the USPTO more easily facilitating compliance with 
37 CFR section 1.496 which provides for "out of turn" examination of applications which 
the USPTO has treated favorably in the international stage; and further supports the 
USPTO implementing its examiner docketing system in such a way as to flag such "out 
of turn" applications to the Examiner so that the Examiner will know to take such 
applications "out of turn."  AIPLA also supports the USPTO making such "flags" visible 
to the applicant in the Private PAIR system. 

 
(Board of Directors Meeting – December 3, 2009.) 
 
 
702-17 Patent Cooperation Treaty 
 

RESOLVED, that the American Intellectual Property Law Association supports, in 
principle, the use of the Patent Cooperation Treaty, and supports USPTO's bringing the 
quality of PCT processing to world-class level, and 
 
Specifically, AIPLA further supports USPTO's certification of additional International 
Searching Authorities and International Preliminary Examining Authorities for US filers 
of PCT applications, so long as such certification does not increase the workload on 
RO/US. 
 

(Board of Directors Meeting – January 27, 2010.) 
 
 
702-18  Patent Cooperation Treaty  
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors the 
United States Patent and Trademark Office (USPTO) in its examination of a U.S. national 
phase from a Patent Cooperation Treaty application, giving presumptive and substantial 
deference to findings of the International Searching Authority of the USPTO, and to 
findings of the International Preliminary Examining Authority of the USPTO, subject to 
any required top-up search. 

 
(Board of Directors Meeting – October 25, 2014.) 
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702-19  Patent Cooperation Treaty 
 

RESOLVED, that AIPLA favors the USPTO in its role as PCT Receiving Office 
considering requests for restoration of priority based upon the “due care” standard in 
addition to the “unintentional” standard. 

 
(Board of Directors Meeting – January 28, 2015.)  
 
 
705-06 Harmonization 
 

1.  First to File vs. First to Invent: 
 
AIPLA POSITION:  AIPLA believes that the first to file standard is the best 
practice for a harmonized patent system.  
 
Rationale:  AIPLA has previously supported first to file in the context of a balanced 
overall harmonized patent system, and continues to be supportive of first to file in that 
context.  Indeed, the significant changes in the global patent systems, via the URAA, 
AIPA, and PLT have significantly increased the desirability of a first to file system in the 
US.  

 
Changes in the US, including the ability to file a provisional application quickly and 
inexpensively with a minimum of formalities, and the complex, global nature of 
inventorship proofs, make first to file an imperative for a truly harmonized and balanced 
patent system. 
 
2.  Patentable Subject Matter: 
 
AIPLA POSITION:  AIPLA supports a patent harmonization treaty that would 
provide patent eligibility for all subject matter that can be shown to provide a 
“useful, concrete and tangible result,” but does not support any requirement for 
patent-eligible subject matter to have a “technical effect” or reside in a field of 
“technology.”  This would, in fact, be essentially retaining the standard set forth in 
35 USC 101.   
 
Rationale:  As technology has progressed into previously uncharted areas, the US patent 
system has been the incubator for groundbreaking means to provide incentives for 
innovation, ahead of other highly developed patent systems in, e.g., Europe or Japan.  
Many of the advances in biotechnology, computer software, and business methods do not 
fall into a particular technical fields, nor can they always be categorized by traditional 
notions relating to “technical effect” or “industrial applicability” (see also questions 4 and 
6).  The flexible US standard was the first to provide protection in these important areas. 
 
3.  Best Mode Requirement: 
 
AIPLA POSITION:  AIPLA supports a treaty provision which would cause the US 
to remove the best mode requirement.  No justification exists to retain this 
provision, which has evolved into a requirement to disclose the personal 
contemplations of the inventor, rather than a means to insure that the invention is 
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effectively disclosed to the public.  It creates an unnecessary target in litigation and 
would disadvantage inventors in the U.S. and other countries that provide for 
extensive discovery. 
 
Rationale:  See Glaxo Inc. v. Novopharm Ltd., 34 U.S.P.Q.2d 1565, 52 F.3d 1043 (Fed. 
Cir. 1995), in which the court noted that the best mode "belongs” to the inventor.  Little 
justification would seem to exist to retain this provision, which in the end only becomes 
fodder for litigation, and does little to enhance the objective assessment of the 
completeness of the description of the invention. 
 
4.  Identification of Technical Fields: 
 
AIPLA POSITION:  AIPLA supports a harmonization treaty where the 
identification of technical fields is not required.  
 
Rationale:  As technology has progressed into previously uncharted areas, the US patent 
system has been the incubator for groundbreaking means to provide incentives for 
innovation, ahead of other highly developed patent systems in, e.g., Europe or Japan.  
Many of the advances in biotechnology, computer software, and business methods do not 
fall into a particular technical field, nor can they always be categorized by traditional 
notions relating to “technical effect” or “industrial applicability,” yet they are clearly 
worthy of patent protection. (See also questions 2 and 6).   
 
5.  PCT Unity of Invention Standard: 
 
AIPLA POSITION:  AIPLA supports a “unity of invention” standard, similar to the 
PCT, for examination of patents under a patent harmonization treaty.  At the same 
time, no patent should be invalidated on the basis of a later determination of a lack 
of unity. 
 
Rationale:  The US is alone in its restrictive practices regarding unity of invention. The 
unity of invention standard as applied in the PCT has proven to be an effective global 
standard for patent examination.  Indeed, as a result of the Caterpillar decision, the US 
was required to use the broader PCT standard for the national phase of PCT cases 
designating the US. Applicants have chosen to the enter the US via the PCT.  Thus, the 
US is already using this standard for some applications.  Of course, the protective 
features of 35 USC 121, which prohibit the invalidation of patents which may later be 
determined to include more than one invention, should remain in place in order not to 
work an unfairness to applicants in the event of inconsistent application of the standard. 
 
6.  Utility vs. Industrial Applicability: 
 
AIPLA POSITION:  AIPLA supports a harmonization treaty containing a utility, 
rather than industrial applicability, provision.  
 
Rationale:  The utility requirement in the United States holding that the invention must be 
specific, substantial and credible should be followed to allow the patenting of any 
invention which is currently and practically useful, unless such use is for an insubstantial 
purpose or effect.  Certain restrictions found in some patent systems denying patentability 
to specific medical treatments and therapies are too narrow.  Further, as noted above in 
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relation to items 2 and 6, as technology has progressed into previously uncharted areas, 
the US patent system has been the incubator for groundbreaking means to provide 
incentives for innovation, ahead of other highly developed patent systems in, e.g., Europe 
or Japan.  Many of the advances in biotechnology, computer software, and business 
methods do not fall into a particular technical field, nor can they always be categorized 
by traditional notions relating to “technical effect” or “industrial applicability.”   
 
7.  Effective Date of Prior Art- 35 USC 102(e) and In re Hilmer: 
 
AIPLA POSITION:  AIPLA supports a harmonized patent treaty which would 
provide that all patents or published applications have a prior art effect from their 
global priority date. 
 
Rationale:  The unique US provision providing disparate treatment, in terms of the prior 
art effect, of applications filed under the Paris convention outside the US compared to 
applications filed in the US, even including PCT applications designating the US, has 
been a source of friction with our trading partners for years.  No justification for retaining 
this provision exists, particularly under a first to file system. 
 
8.  Use of Prior Filed, Later Published Applications as Prior Art: 
 
AIPLA POSITION:  AIPLA supports a treaty providing that the effective global 
priority date may be used for purposes of both novelty and obviousness.   
 
Rationale:  The needs for certainty and uniformity in a truly harmonized patent system 
dictate unified treatment of prior art.  No justification exists to allow minor overlapping 
variations on patented inventions filed by the same or different applicants.  In addition, 
while it is appropriate to take into account the possibility of applicant’s own prior 
unpublished disclosure being used against an applicant, a consensus has not been 
established on how to best address this possibility. 
 
9.  Grace Period: 
 
AIPLA POSITION:  AIPLA supports a grace period that is personal, i.e., which 
covers pre-filing disclosures made by or on behalf of the applicant, thereby 
providing appropriate safeguards to applicants, while retaining an appropriate level 
of certainty and fairness to the public.  
 
Rationale:  While the certainty of an absolute novelty system is urged by some of our 
trading partners, most systems have at least some saving provisions in place to prevent 
rank unfairness to applicants engendered by inadvertent or even unauthorized disclosures 
emanating from the inventors.  At the same time, retention of the US one year grace 
period for all disclosures in a first to file world would add unacceptable levels of 
uncertainty and complexity, even preventing someone from having the ability to publish 
their development and dedicate their invention to the public. 
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10.  Geographic Restrictions on Prior Art: 
 
AIPLA POSITION:  AIPLA supports a treaty having a definition of prior art which 
has no geographical restrictions, i.e., disclosure anywhere in the world which is 
reasonably accessible to the public should be considered as prior art.  
 
Rationale:  In the age of the internet, information that is reasonably accessible to the 
public anywhere is available to the public globally.  Thus, no justification exists to 
geographically limit prior art.  
 
11.  Loss of Rights Provisions- 35 USC 102(c); 102(d) and Public Use and On Sale 
Bar: 
 
AIPLA POSITION:  AIPLA supports a treaty which would eliminate the loss of 
rights dictated under section 35 USC 102(b), abandonment under section 102(c) and 
premature foreign patenting under section 102(d).  
 
Rationale:  As a corollary to the rationale in 10, to the extent something is not reasonably 
publicly accessible to one of ordinary skill in the art, no justification exists to deny a 
patent. 
 
12.  Use of Multiple References for Novelty Rejections: 
 
AIPLA POSITION:  AIPLA favors a treaty where a novelty rejection must be based 
on a single reference.  Additional references or extrinsic evidence should only be 
used to interpret the disclosure of the primary reference. 
 
Rationale:  Most patent systems employ a novelty standard which requires the use of only 
one reference.  The harmonization treaty should retain this standard, and should narrowly 
prescribe conditions in which anything beyond the primary reference can be consulted.  
 
13.  Obviousness a la Graham v. John Deere vs. Problem Solution: 
 
AIPLA POSITION:  AIPLA believes that the Graham v. John Deere type 
obviousness determination is the preferable approach in a global harmonization 
treaty, and believes that the European Patent Office “problem-solution” approach is 
unacceptable as in inflexible, unworkable solution. 
 
Rationale:  The US provision regarding obviousness is the fairest to applicants, providing 
an analysis of the invention in the context of the art.  The problem solution approach is 
highly inflexible, lead to extremely artificial definitions of “problems” solved, rather than 
focusing on the motivation of a person of skill in the field, the latter being more 
consistent with the purposes of the patent system.   
 
The problem-solution approach requires that each claim solves the problem described, 
such that a claim drafted in a way that does not solve the described problem would not be 
patentable.  This approach in essence limits the inventive step analysis to a showing of 
unexpected results, which is only one of the Graham v. John Deere factors.  Further, an 
applicant faced with an obviousness/inventive step rejection where problem-solution 
approach is the standard, would be often required to produce experimental data showing 
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that the described problem is solved by the invention, which data would otherwise be 
unnecessary to illustrate the invention.  Moreover, the obviousness/lack of inventive step 
rejection may arise long after the inventor has moved onto other projects.  Thus, to 
require development of new experimental data at the later date could place an unfair 
burden on the inventor in terms of additional expense to run experiments. 
 
Additionally, under U.S. law, the recognition of a nonobvious problem (even with an 
obvious solution) can be the basis of patentability, while the EPO does not appear to 
recognize this as inventive contribution.  Finally the EPO appears to want an 
improvement over the prior art (the old German influence) on which to predicate 
patentability.  Again, under U.S. laws, any nonobvious solution, even if inferior to prior 
solutions, can be patentable. 
 
14.  Multiple Dependent Claim Practice: 
 
AIPLA POSITION:  AIPLA supports any procedure that would allow for the 
simple and inexpensive drafting and prosecution of claims and thus would support a 
treaty that would allow multiple dependent claims that depend from other multiple 
dependent claims, so long as it is clear that any multiple dependent claim should be 
construed to include all limitations of the claims from which it depends. 
 
Rationale:  AIPLA believes that this matter should be addressed in the regulations, not 
the treaty. Applicants should have substantial flexibility in pointing out what they regard 
as their invention, but examination offices need reasonable safeguards to address abuses 
that effectively diminish the quality of examination.  
 
15.  Claim Interpretation:  Peripheral vs. Central Claiming: 
 
AIPLA POSITION:  AIPLA supports the approach that the language of the claim 
should be the exclusive measure of the legal rights under the patent for literal 
infringement. 
 
16.  Doctrine of Equivalents: 
 
AIPLA POSITION:  AIPLA supports an approach that allows for a Doctrine of 
Equivalents that provides a fair balance between the rights of patent owners and 
third parties. 
 
Rationale:  Although the Doctrine of Equivalents is interpreted under national laws, it is 
important that any harmonization treaty specifically allow for the use of a standard that 
does not unduly restrict the claims to a narrow literal construction.  On the other hand, the 
treaty should also require that the claims are not to be viewed as mere suggestions or 
guidelines on defining the invention.   
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17.  Assignee Filing: 
 
AIPLA POSITION:  AIPLA favors a system in which the patent application is filed 
by the real party in interest, whether that party is the individual inventor, a group 
of joint inventors or the assignee of the patent. 
 

(Board of Directors Meeting – May 11, 2001. 
Amended and retained by Board of Directors – January 26, 2012.) 
 
 
705-07 Harmonization 
 

RESOLVED, That the American Intellectual Property Law Association supports the 
principle of a balanced and harmonized worldwide patent system, and in order to clarify 
and update its positions on the topic, past actions of the Board of Directors numbers 218-
1 (Board of Directors Meeting January 25, 1992), 218-2 (Board of Directors Meeting 
May 15, 1992), 705-1 (Board of Directors Meeting October 24, 1984), 705-2 (Board of 
Directors Meeting May 6, 1988), 705-4(Board of Directors Meeting October 19, 1990), 
705-5 (Board of Directors Meeting May 3, 1991), 705-6 (Board of Directors Meeting 
October 19, 1991), 705-7 (Board of Directors Meeting January 25, 1992), 705-8 (Board 
of Directors Meeting May 15, 1992), 705-10 (Board of Directors Meeting December 10, 
1992), 705-11 (Board of Directors Meeting January 30, 1993), 705-12 (Board of 
Directors Meeting February 22, 1994), 705-14 (Board of Directors Meeting February 22, 
1994), 705-15 (Board of Directors Meeting July 22, 1995) and 705-18 (Board of 
Directors Meeting October 26, 1996) are retired and the following actions are substituted 
therefor: 
 

 Harmonization/First-to-File 
 
RESOLVED, that, in the event the United States changes its patent laws to award patents 
based upon the "first-to-file" system, that the American Intellectual Property Law 
Association supports in principle the enactment, as a unitary package, the following 
collection of essential principles– 
 

(1) Proofs of pre-filing invention dates should be barred.  In addition to a "first-to-
file" rule to be mandated in priority contests, that part of the "grace period" involving 
prior-filed, post-invention date subject matter should be eliminated. 

 
(2) "Prior art" as used to establish anticipation and obviousness should be 
expressly defined and limited to non-secret subject matter.  Prior art should 
consist to pre-filing patents and publications (appearing anywhere in the world) and 
pre-filing public knowledge or public use (occurring in the United States.) 

 
(3) "Foreign patenting," "abandonment," and "prior invention" bars to 
patenting should be removed.  Bars to patent set forth in §§102(c), 102(d) and 
102(g) should be removed. 

 
(4) Non-obviousness criterion for patentability should be unchanged. 
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(5) Derivation bar (originality requirement) should be maintained.  First inventor 
to file, not merely first-to-file should be entitled to a patent. 

 
(6) Nature of the novelty bar should remain unchanged, i.e., be limited to subject 
matter identically disclosed or described in a single reference.  "Anticipation" 
should be interpreted as under existing case law. 

 
(7) Derivation bar and secret non-experimental use or on sale bars should 
continue to include "obviousness" considerations.  These "right to patent" bars 
should extend to subject matter that is the same as or an obvious variant of the subject 
matter that is derived, or used or sold. 

 
(8) "Grace period" with respect to "self-created" prior art should be 
maintained.  The inventor's own activities should not constitute prior art during a 
one-year grace period against the inventor. 

 
(9) Prior user rights should operate as a complete defense to infringement, being 
available to persons making good faith, pre-filing commercial use or sale of 
patented invention in the United States.  Such rights should be (1) personal, 
assignable with entire business, (2) available whenever effective and serious 
preparations for use or sale have taken place in the United States before filing, (3) 
based solely on activity in the United States, and (4) limited in scope to the subject 
matter of the pre-filing activity.  Any requirement for "good faith" on the part of the 
prior user should be satisfied where the user comes into possession of the subject 
matter by legitimate means and does not make a prohibited use of the subject matter.  
The rights should not otherwise be restricted, i.e., by quantitative means or by the 
imposition of any obligation to the patentee. 

 
(Board of Directors Meeting – January 25, 1992. 
Revised by Board of Directors – September 12, 2003. 
Retained by Board of Directors – February 1, 2014.) 
 
 
705-09 Harmonization 
 
A proposed Resolution on Harmonization of Patent Law issues was sent to the membership for 
vote.  Approximately 700 members voted on the Resolution; 75% in favor and 25% opposed.  
The Resolution was approved by the Board and follows: 

 
RESOLVED that the American Intellectual Property Law Association favors, in 
principle, international harmonization of patent laws to achieve more uniform treatment 
and results for patent applicants throughout the global marketplace and recognizes that to 
achieve harmonization, the U.S. would need to change its laws to (i) a first-to-file system 
for determining priority between more than one application to the same but independently 
created invention and (ii) give prior art effect to an application subsequently published as 
an application or granted as a patent as of its earliest filing or priority date provided that 
the following provisions which benefit U.S. applicants are accepted by other countries: 
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1. An effective grace period of one year applicable to public disclosures by the 
inventor, third parties who obtained information directly or indirectly from the 
inventor, or successors in title to the inventor, which grace period is not subject to 
dilution by prior user rights; 

 
2. Applications may be filed in any language subject to submission of a translation 

within two months, which translation may be corrected at any time during 
pendency or subsequently as a granted patent provided that error may be 
demonstrated with reference to the original nonofficial language filing or a 
priority filing in another country; 

 
3. Countries providing search and examination of patent applications should be 

required to do so with reasonable dispatch to obtain clarification of rights in a 
reasonable time period with every effort made to produce a search at the time of 
first publication, to begin examination no later than three years after filing and 
exert its best efforts to complete examination no later than five years from filing 
date; 

 
4. Opposition or revocation procedures should not be available before patent grant 

so as not to delay the granting of a patent; and 
 

5. An effective scope of protection will be provided by extending protection to 
reasonable equivalents as determined at the time of infringement and not limiting 
claims by detailed features of the described embodiments not contained in the 
claims. 

 
(Board of Directors Meeting – October 19, 1990. 
Revised by Board of Directors – September 12, 2003. 
Retained by Board of Directors – February 1, 2014.) 
 
 
705-10 Harmonization 
 

RESOLVED the American Intellectual Property Law Association supports in principle: 
 

a) limiting to a minimum the optional provisions of the Patent Law Treaty (PLT) in 
order to assure that the substantive patent law provisions, filing requirements and 
patent office procedures are made uniform among all adherents to the PLT, and 

 
b) providing for globalized publicly accessible prior art in the patent law 

amendments implementing the PLT. 
 
(Board of Directors Meeting – December 10, 1992. 
Revised by Board of Directors – September 12, 2003. 
Retained by Board of Directors – February 1, 2014.) 
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705-11 Harmonization 
 

RESOLVED, that the American Intellectual Property Law Association favors in 
principle: 
 

As a first step toward harmonization and enhanced efficiency, the adoption by 
patent offices of a common patent application format for a global patent 
application so that conforming applications (i) can be filed, preferably 
electronically, in any patent office without the need for any change in the 
submitted application to accommodate national/regional rules, and (ii) aid in 
facilitating machine translation of the applications. 

 
(Board of Directors Meeting – July 14, 2004. 
Retained by Board of Directors – July 15, 2015.) 
 
 
705-12 Harmonization 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors, 
in principle, patent offices developing mechanisms for electronic exchange of priority 
documents, and devising electronic procedures for applicants to authorize and request the 
exchanges of priority documents; and 
 
SPECIFICALLY, AIPLA supports additional bilateral agreement between the USPTO 
and WIPO for free-of-charge electronic exchange of certified copies of priority 
documents between the two offices. 
 
AIPLA supports the goal of transmitting priority documents from one patent office to 
another patent office using the Global Dossier infrastructure.  
 

(Board of Directors Meeting – March 15, 2007. 
Revised and Retained by Board of Directors – July 19, 2017.) 
 
 
705-13 Patent Law Treaty 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors, 
in principle, that implementation of the Patent Law Treaty (Geneva 2000) (“PLT”) not 
reduce or eliminate existing rights or relief under US Patent Law; and  
 
SPECIFICALLY, that AIPLA favors that any legislative action to implement the PLT 
makes it clear that the “unintentional delay” standard for granting an extension of time 
for a claim of priority under 35 USC 119(a) and (e)(1), and 35 USC 365(b) be at least as 
broad as the current standard for the revival of unintentionally abandoned patent 
applications under 37 CFR 1.137(b);  
 
SPECIFICALLY, that AIPLA favors that any legislative action to implement the PLT 
allow an application that is filed without claims to be accorded a filing date;  
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SPECIFICALLY, that AIPLA favors that any legislative action to implement the PLT 
allow an application that includes the specification of another application by reference, 
without further disclosure at initial filing, to be accorded a filing date;  
 
SPECIFICALLY, that AIPLA favors that any legislative action to implement the PLT 
provide for reinstatement by petition for unintentional abandonment of an application by 
failure to timely pay an issue fee;  
 
SPECIFICALLY, that AIPLA favors that any legislative action to implement the PLT 
that allows for the restoration of a priority claim for an application filed after 12, but 
before 14, months of the filing date of another application for which priority is desired to 
be claimed require that the delay in filing the priority claim be unintentional; and  
 
SPECIFICALLY, that AIPLA opposes any amendment to Section 122(b)(2)(B)(iii) of 
Title 35, United States Code, which would remove the existing right of an applicant to 
avoid the abandonment of an application where it could be shown, to the satisfaction of 
the Director, that the delay in filing a Notice of Foreign Filing after a non-publication 
request has been entered was unintentional.  
 
FURTHER RESOLVED, that AIPLA favors the clarification and streamlining of formal 
procedures in respect of recordation of rights in intellectual property consistent with the 
intent of the PLT to make such procedures more cost effective, consistent and simple; 
and  
 
SPECIFICALLY, that AIPLA favors that any legislative action to implement the PLT 
include appropriate amendments to 35 USC 261 to make explicit that the U.S. Patent and 
Trademark Office (USPTO) is authorized to record licenses and security interests in 
patents and patent applications in accordance with Article 14 of the PLT. 

 
(Board of Directors Meeting – July 10, 2008.) 
 
705-14 Industry Trilateral Global Application Format 

 
RESOLVED, that the American Intellectual Property Law Association (AIPLA) favors, 
in principle, the implementation of the Industry Trilateral Global Application Format, and 
 
SPECIFICALLY, that AIPLA favors legislative action, consistent with the Industry 
Trilateral proposal for a Global Application Format that would allow application cross-
reference and federal funding legends to be contained, at the Applicant’s option, within 
an application data sheet or within the specification; and  
 
SPECIFICALLY, that AIPLA favors legislative and regulatory action, consistent with the 
Industry Trilateral proposal for a Global Application Format that would permit the use of 
reference characters in the claims and abstract of an original application filing, yet 
preserve the estoppel effect of post filing activity in connection with the interpretation of 
claims that include reference characters, and therefore, should provide a legislative and 
regulatory prohibition against any estoppels based solely on the inclusion of reference 
characters in the abstract and claims of an application. 
 

(Board of Directors Meeting – September 19, 2008.) 
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705-15 Patent Law Treaty 
 
The Board adopted the following proposed Resolution on Patent Law Treaty (PLT) 
Implementation Legislation (proposed additional language underlined): 
 

35 U.S.C. 261 Ownership; assignment: 
 
Subject to the provisions of this title, patents shall have the attributes of personal 
property.  The Patent and Trademark Office shall maintain a register of interests in 
applications for patents and patents and shall record any document related thereto upon 
request, and may require a fee therefor. 
 
Applications for patent, patents, or any interest therein, shall be assignable in law by an 
instrument in writing.  The applicant, patentee, or his assigns or legal representatives may 
in like manner grant and convey an exclusive right under his application for patent, or 
patents, to the whole or any specified part of the United States. 
A certificate of acknowledgment under the hand and official seal of a person authorized 
to administer oaths within the United States, or, in a foreign country, of a diplomatic or 
consular officer of the United States or an officer authorized to administer oaths whose 
authority is proved by a certificate of a diplomatic or consular officer of the United 
States, or apostille of an official designated by a foreign country which, by treaty or 
convention, accords like effect to apostilles of designated officials in the United States, 
shall be prima facie evidence of the execution of an assignment, grant, or conveyance of 
a patent or application for patent. 
 
An interest that constitutes an assignment, grant, or conveyance shall be void as against 
any subsequent purchaser or mortgagee for a valuable consideration, without notice, 
unless it is recorded in the Patent and Trademark Office within three months from its date 
or prior to the date of such subsequent purchase or mortgage. 
 

(Board of Directors Meeting – May 10, 2012.) 
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ASSOCIATION MATTERS 
 
 
800-09 Honorary Membership 
 

RESOLVED, that, in accordance with Article II, Section 1(f) of the Bylaws of the 
American Intellectual Property Law Association (AIPLA), persons holding the following 
positions be granted Honorary Membership or be continued as Honorary Members in 
AIPLA for the period of time which he or she holds such position: 

 
• Judges for the United States Court of Appeals for the Federal Circuit; 

 
• Senior officials of the United States Patent and Trademark Office, particularly the 

Under Secretary of Commerce for Intellectual Property and Director of the United 
States Patent and Trademark Office, Deputy Under Secretary of Commerce for 
Intellectual Property and Deputy Director of the United States Patent and 
Trademark Office, the Commissioner for Patents, and, the Commissioner for 
Trademarks; 

 
• Senior officials of the United States Copyright Office, particularly the Register of 

Copyrights, the Associate Register for National Copyright Programs, the 
Associate Register for Policy and International Affairs, the Associate Register for 
Legal Education and Special Programs, and, the General Counsel. 

 
RESOLVED, that Isaac Fleischmann, already granted Honorary Membership status 
under the previous AIPLA Articles of Incorporation, should be continued in that status 
for life. 

 
(Board of Directors Meeting – December 7, 2000. 
Retained and edited by Board of Directors – February 5, 2011.) 
 
 
800-24 Honorary Membership 
 

Whereas, AIPLA has enjoyed the knowledge, skills, and energy of Steve Noe as a 
member of the Association for over 20 years; 

 
Whereas, AIPLA has benefited from the services of Steve Noe on the Board of Directors 
from 1991–1994 and on the Corporate Practice Committee, the Electronics and Computer 
Law Committee, the Inventor Issues Committee, the Copyright Law Committee, the 
Industrial Designs Committee, and the International Education Committee, as well as 
serving as Chair of the PCT Issues Committee, Vice Chair of the International and 
Foreign Law Committee, and Co-Chair and Chair of the IP Practice in Europe 
Committee; 
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Whereas, AIPLA has substantially benefited from the application of Steve Noe’s many 
talents and experience during his all-too-short tenure as a member of the AIPLA 
Headquarters Staff with regard to: 

 
• Serving as the Board Liaison to the PCT Issues Committee and attending several 

sessions of the WIPO Working Group on PCT Reform, 
 

• Substantially contributing to the development and success of the Industry 
Trilateral in Tokyo and Washington, 

 
• Implementing an Annual Patent Quality Meeting between the European Patent 

Office and AIPLA and our sister IP organizations, 
 

• Providing invaluable assistance in the planning and hosting of the Colloquium on 
Patent Quality in Amsterdam in June 2007, and 

 
• Serving as an AIPLA representative to the US Bar/JPO Liaison Council; 

 
Whereas, none of this would have been possible without the support and mentoring of 
his lifelong companion, Trudy, to whom we all give our thanks and appreciation for her 
support of AIPLA; 

 
 NOW THEREFORE, 
 

BE IT RESOLVED that the AIPLA Board of Directors, in consideration of his many 
contributions to the American Intellectual Property Law Association, does on this day, 
September 7, 2007, elect Stephen L. Noe to the position of Honorary Member. 
 

(Board of Directors Meeting – September 7, 2007. 
Retained by Board of Directors – July 19, 2017.) 
 
 
800-25 Honorary Membership 
 

Whereas, AIPLA has benefited from the knowledge, skills, and energy of Mike Kirk as 
Executive Director of the Association for over 13 years; 
 
Whereas, AIPLA has benefited from the service of Mike Kirk to the Officers, Board of 
Directors, and Members of the Association during his term as Executive Director, 
through his tireless efforts to educate and advocate the best interests of the IP community 
to the Administration, the Congress and the public, through his countless trips abroad to 
represent and protect the interests of our membership, through his prudent stewardship of 
AIPLA resources and leadership of headquarters staff, and particularly through his wise 
counsel and advice; 
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Whereas, AIPLA and the entire IP community have substantially benefited from the 
application of Mike’s many talents and experience during his illustrious career which has 
included: 

 
• Three decades of public service including Deputy Assistant Secretary of 

Commerce and Deputy Commissioner of Patents and Trademarks and a period as 
Acting Assistant Secretary of Commerce and Acting Commissioner of Patent and 
Trademarks, 

 
• Service as the Chief U.S. Negotiator on TRIPS from 1990 until the conclusion of 

the Uruguay Round, 
 

• Service as President of the Intellectual Property Constituency of the Domain 
Names Supporting Organization of the Internet Corporation for Assigned Names 
and Numbers (ICANN), 

 
• Receipt of the 1999 Pasquale J. Federico Memorial Award and the 1992 Jefferson 

Medal for Contributions to American IP Law, and 
 

• Receipt of the National Inventors’ Hall of Fame Lifetime Achievement Award for 
significant contributions to the American system of intellectual property 
protection; 

 
Whereas, none of Mike’s contributions and achievements would have been possible 
without the support and collaboration of his “temporary assistant” and partner of more 
than thirty years, Mary Catherine, to whom we all give our thanks and appreciation for 
her immeasurable service to AIPLA in ways both substantial and subtle; 

 
 NOW THEREFORE, 
 

BE IT RESOLVED that the AIPLA Board of Directors, in consideration of his many 
contributions to our Association, does on this day, May 14, 2008, confer on Michael K. 
Kirk the status of Honorary Member. 

 
(Board of Directors Meeting – May 14, 2008.) 
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800-26 Bylaws 
 
The sections of the Bylaws as amended on May 13, 2009, and corrected and further amended on 
July 16, 2009, are as follows: 
 

Professional Conduct of Members and Affiliates 
 

All members and affiliates shall conform to the Code of Professional Responsibility duly 
adopted by the corporation and to any and all duly adopted amendments thereto. 
Violation thereof, particularly, if deliberate or repeated, or any discreditable or 
unprofessional practice, whether or not specifically covered by the Code of Professional 
Responsibility, shall be sufficient ground for expulsion of the offending member or 
affiliate. 
 

II 
 

Categories and Election of Members and Affiliates 
 
Sec. 1. … 
 
Sec. 2. There shall be the following categories of non-voting affiliates of the corporation: 
law student/graduate affiliate, patent agent affiliate, and United States Patent & 
Trademark Office professional affiliate. 
 
(a) The law student/graduate affiliate membership shall consist of persons who may not 
be qualified for regular or junior membership but who are regularly enrolled as 
candidates for a professional law degree from a law school approved by the Association 
of American Law Schools, or who have graduated and received a professional law degree 
within the past year from a law school approved by the Association of American Law 
Schools, and who would be otherwise qualified for junior or regular membership if a 
member of the Bar. A person remains eligible for a law student/graduate affiliate 
membership for up to one year from his/her date of graduation from law school. If the 
law student/graduate affiliate becomes a member of the Bar within that one-year period, 
he/she may request transfer to junior membership. Law student/graduate affiliates shall 
not be entitled to vote or to hold office. 
 
(b) The patent agent affiliate membership shall consist of persons who are registered to 
practice before the United States Patent and Trademark Office and who are not otherwise 
qualified for regular or junior membership, who are and remain a member of good 
standing on the registry of patent agents maintained by the United States Patent and 
Trademark Office. If the US patent agent becomes a member of the Bar qualified for 
regular membership at a later date, he/she may request transfer to junior membership. 
Patent agent affiliates shall not be entitled to vote or to hold office. 
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(c) The foreign affiliate membership shall consist of persons who are otherwise not 
qualified for regular or junior membership, but who (i) are admitted as attorneys at law in 
another country, or (ii) are and remain a member in good standing on the registry of 
patent or trademark attorneys or agents maintained by the Patent and/or Trademark 
Office in the country of their citizenship. Foreign affiliates shall not be entitled to vote or 
to hold office. 
 
(d) United States Patent & Trademark Office professional affiliate membership shall 
consist of persons who are not otherwise qualified for voting or non-voting membership 
but are and remain patent examiners employed by the United States Patent & Trademark 
Office. United States Patent & Trademark Office affiliates shall not be entitled to vote or 
hold office. 
 

III 
 

Fees and Dues 
 
Sec. 1. The dues payable for each year by members and by affiliates shall be fixed from 
time to time by the Board of Directors at such amount as it deems desirable for the best 
interests of the corporation. In the event of any change in the dues payable by any class of 
membership, the members shall be notified thereof by a notice in the Bulletin or 
otherwise at least three months prior to the effective date of the change. The dues payable 
by law student/graduate affiliates shall be not more than one-half the dues payable by 
regular members, provided, however, that the Board may set a lower rate for newly 
elected members’ dues for a limited period. The annual membership dues for United 
States Patent & Trademark Office affiliates shall be the same as for government 
members. Life members shall not pay dues; however, anyone who becomes a life 
member after October 1, 1998, and wishes to receive publications of AIPLA will be 
assessed a charge equal to the marginal costs of preparing and mailing such materials to 
that member. Honorary members shall not pay dues and shall not share in the distribution 
of the assets of the corporation upon dissolution. 

 
(Board of Directors Meeting – July 16, 2009.) 
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800-27 Bylaws 
 
After a brief discussion, the motion was unanimously approved.  The Bylaws, as amended, read 
as follows: 

II 
 

Categories and Election of Members and Affiliates 
 

Sec. 1. … 
Sec. 2. … 
…. 
 
(d) United States Patent & Trademark Office professional affiliate membership shall 
consist of persons who are not otherwise qualified for voting or non-voting membership 
but are and remain as patent examiners or otherwise hold and remain in positions as 
United States Patent & Trademark Office Professionals employed by the United States 
Patent & Trademark Office.  United States Patent & Trademark Office professional 
affiliates shall not be entitled to vote or hold office. 

 
(Board of Directors Meeting – January 30, 2010.) 
 
 
800-28 Bylaws 
 
A motion was made, seconded, and approved unanimously to adopt all of the proposed 
amendments to the Bylaws as follows: 
 
 1. Add new Section: 
 

XIII: Use of Electronic Communication 
 

Sec. 1.  Unless prohibited by law or otherwise specified in these Bylaws, any 
action to be taken or notice to be delivered either in writing or by mail under these 
Bylaws may be taken or transmitted by electronic means including by electronic 
mail to an address on file with the corporation. 
 
Sec. 2.  Unless prohibited by law or otherwise specified in these Bylaws, any 
Bylaw requirement that a document be signed may be signed either by hand or by 
such electronic means as the Board of Directors of the corporation shall authorize. 

 
 2. Amend Member Proposed Amendments [XII.1]: 
 

…“A referendum vote to be authorized by the membership shall be taken upon a 
written motion setting forth the proposed amendment, hand signed by at least 
fifteen members of the corporation …” 
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 3. Amend Title of Section XI by deleting words “by mail.” 
 
 4. Delete residence references in Sections XI.1 and XI.2. 
 

5. Add “qualified and voting” before member and members, respectively, in 
Sections XI.1 and XI.2.  

 
(Board of Directors Meeting – March 10, 2010.) 
 
 
800-30 Honorary Membership 
 

WHEREAS, AIPLA has enjoyed the knowledge, skills, and energy of Marybeth Peters 
as a member of the Association for many years and appreciates her generous and 
countless contributions to our educational programs. 
 
WHEREAS, Marybeth Peters has served the public for more than four decades, as the 
United States Register of Copyrights from 1994 until the present, as policy planning 
adviser to the register from 1983 to 1994, as acting general counsel of the Copyright 
Office, and as chief of both the Examining and Information and Reference Divisions.  
She also was a consultant on copyright law to the World Intellectual Property 
Organization in Geneva, Switzerland, from 1989 to 1990. 
 
WHEREAS, Marybeth Peters has received numerous awards for her work as Register of 
Copyrights, including: 
 

• The 2005 Jefferson Medal, awarded by the New Jersey Intellectual Property Law 
Association, for exceptional contributions in the field of intellectual property, 
 

• The 2004 Cyber Champion Award presented by the Business Software Alliance, 
for exceptional contributions in the field of computer law, 
 

• The 2003 Computer Law Association Past President’s Award for distinguished 
service to information technology lawyers throughout the world, 
 

• An award from the American Society of Media Photographers for “exemplary 
fairness and contributions to photographers,” 
 

• An award from the Graphic Artists Guild, the Women in Music 1999 Touchstone 
Award for legislative contributions that brought significant benefit to those in 
music, 
 

• The Los Angeles Copyright Society’s Lifetime Achievement Award, and 
significantly, 
 

• The American Intellectual Property Law Association 2006 Excellence Award. 
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NOW THEREFORE, 
 
BE IT RESOLVED, that AIPLA strongly supports the nomination of Marybeth Peters 
for the American Bar Association’s Margaret Brent Women Lawyers of Achievement 
Award in recognition of her invaluable contributions to copyright law and the intellectual 
property system; and 
 
BE IT FURTHER RESOLVED that the AIPLA Board of Directors, in consideration of 
her many contributions to the intellectual property community and to the American 
Intellectual Property Law Association, does on this day, October 23, 2010, elect 
Marybeth Peters to the position of Honorary Member, effective January 1, 2011. 

 
(Board of Directors Meeting – October 23, 2010.) 
 
 
800-31 Bylaws 
 

RESOLVED, that the Bylaws of the American Intellectual Property Law Association be 
amended to change Article II, Section 1(h), as follows: 
 

(h) The Fellows of the American Intellectual Property Law Association shall be a 
special category for regular, life, honorary, or similarly qualified academic or 
government members of the Association. 
 
* * * 
 
The election as a Fellow shall be for a term of ten years, following which a 
Fellow shall have the status of a Senior Fellow for the duration of the Fellow’s 
tenure as a regular, life, honorary, or similarly qualified academic or government 
member of the Association. 

 
(Board of Directors Meeting – July 13, 2011.) 
 
 
800-32 Bylaws 
 

RESOLVED, that Article IX, Section 1 of the Bylaws of the American Intellectual 
Property Law Association (AIPLA) be deleted in order to omit all references to a specific 
list of the Association committees in the Bylaws. 
 
FURTHER RESOLVED, that Article IX, Section 2 be amended accordingly to read as 
follows: 
 

Sec. 2. This Bylaw The Committees of the Association may be amended changed 
by the Board of Directors upon recommendation of the President, to add, delete, 
or modify the standing committees and the duties thereof at any time a new 
committee is deemed necessary to render specific services beneficial to the 
corporation or at any time the constitution or duty of a standing committee no 
longer serves the corporation. 
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FURTHER RESOLVED, that Past Action 830-31 (“Revised Committee Structure”) is 
also hereby retired. 
 

(Board of Directors Meeting – September 16, 2011.) 
 
 
800-33 Bylaws 
 

1. RESOLVED, that Article VIII, Section 1 (1) of the AIPLA Bylaws shall be amended to 
clarify the timing for committee leadership transitions as follows: 
 

Sec. 1.  The standing committees of the corporation shall be appointed by the 
President-Elect with the approval of the Board of Directors no later than the meeting 
of the Board immediately preceding the Annual Meeting of the corporation.  The 
chairs of the standing committees shall be appointed by the President-Elect and shall 
serve (1) typically for two years beginning at the close of the succeeding annual 
meeting, or . . . . 

 
2. RESOLVED, that the Committee Leadership Handbook shall be amended to include the 

following language in Section 3:  “Guidelines for Being a Good Committee Member:” 
 

Unless otherwise directed by the President or President-Elect, committee leadership 
positions shall take effect at the close of the Annual Meeting that immediately 
follows the appointment of any individual to a committee leadership position.  
Outgoing committee leaders are responsible for planning their committee meetings at 
the Annual Meeting. 

 
3. The Ladder Paper should be amended to help clarify committee transitions in thanking 

outgoing leadership and appointing incoming leadership.  In inviting any individual to 
assume a committee leadership role (including newly appointed chairs, vice chairs, and 
co-chairs as well as vice chairs transitioning to a chair position of the same committee or 
returning committee chairs/vice chairs/co-chairs), or thanking an outgoing committee 
leader for his/her service, the President-Elect (or whomever officially appoints any such 
person) should state in clear and concise terms that the outgoing (if his/her term will 
expire) or existing (if a committee leader is continuing for the second year of his/her 
appointed term), is responsible for planning the committee meeting at the upcoming 
Annual Meeting for that year. 

 
4. Committee leadership should also be reminded of the responsibility for planning any 

committee activities at the succeeding Annual Meeting at the time when committees are 
required to submit to AIPLA Headquarters their proposed committee meeting agenda for 
the Annual Meeting. 

 
(Board of Directors Meeting – July 11, 2012.) 
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800-34 Bylaws 
 
The Board approved a motion to amend the AIPLA Bylaws to change the government 
membership definition to permit otherwise eligible patent agent affiliate members to be also 
eligible at the government member rate.  The Bylaws, as amended, read as follows: 
 

II 
 

Categories and Election of Members and Affiliates 
 

Sec. 1. … 
Sec. 2. … 
 
Sec. 3. There shall be a category of membership called government membership, 
consisting of persons qualified for regular, junior, or patent agent affiliate membership 
who are full-time employees of a government.  Government members are entitled to the 
privileges of the membership category for which they are otherwise qualified. 

 
(Board of Directors Meeting – July 11, 2012.) 
 
 
800-35 Bylaws 
 
The Board approved a motion to amend the AIPLA Bylaws to create a new non-voting 
membership category for all judges having an interest in international property law.  The Bylaws, 
as amended, read as follows: 

II 
 

Categories and Election of Members and Affiliates 
 

Sec. 1. … 
Sec. 2. … 
Sec. 3. … 
 
Sec. 4. There shall be a category of membership called judicial membership, consisting of 
persons who are employed full-time as a judge in any court, agency, or office of the 
United States or any State or Territory thereof or of the District of Columbia and who 
have an interest in intellectual property law.  Judicial members shall not be entitled to 
vote or to hold office. 

 
(Board of Directors Meeting – July 11, 2012.) 
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800-36 Bylaws 
 
The Board adopted the following changes to the Bylaws: 
 

[New Section 1(e)] 
(e) There shall be a category of membership called government membership, consisting 
of persons qualified for regular or junior membership who are full-time employees of a 
government.  Government members are entitled to the privileges of the membership 
category for which they are otherwise qualified. 
 
[New Section 2 preamble:] 
Sec. 2.  There shall be the following categories of non-voting affiliates of the corporation: 
law student/graduate affiliate, patent agent affiliate, foreign affiliate, United States Patent 
& Trademark Office professional affiliate, IP professional affiliate, IP paralegal/technical 
advisor affiliate, and government affiliate.  Eligibility for such affiliate categories is for 
persons who meet the following criteria, and who have never been disbarred or 
suspended from the practice of law in any jurisdiction. 

 
[New Section 2 (e)] 
(e) The IP professional affiliate membership shall consist of persons who are otherwise 
not qualified for regular or junior membership or patent agent, foreign, or USPTO 
professional affiliate membership, but who are engaged in the field of intellectual 
property as professionals who negotiate and manage licensing, transactions, and 
technology transfer of IP assets; perform IP surveying, map or analyze IP portfolios, or 
have responsibilities with respect to intellectual property for a business entity.  IP 
professional affiliates shall not be entitled to vote or to hold office. 
 
[New Section 2 (f)] 
(f) The IP paralegal/technical advisor affiliate membership shall consist of persons who 
are otherwise not qualified for regular or junior membership or patent agent, foreign, or 
USPTO professional affiliate membership, but who are engaged in the field of 
intellectual property substantively supporting the efforts of a person or persons qualified 
for membership in AIPLA specifically including technical advisors who assist with 
drafting patent applications and IP paralegals who assist with preparation of formal filing 
documents and IP litigation paralegals who assist with preparation of litigation 
documents.  IP paralegal/technical advisor affiliates shall not be entitled to vote or to hold 
office. 

 
[New Section 2 (g)] 
(g) The government affiliate membership shall consist of (1) persons qualified for patent 
agent or foreign affiliate membership who are full-time employees of a government, or 
(2) persons who are not otherwise qualified for membership but are full-time professional 
employees of a government and whose role or department within the government has 
responsibilities with respect to intellectual property.  Government affiliate members shall 
not be entitled to vote or to hold office. 
 
[Section 3 removed, integrated into Section 1(e) and 2(g) above.] 

 
(Board of Directors Meeting – February 14, 2013.) 
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800-37 Bylaws 
 

RESOLVED that the AIPLA Bylaws, Article VIII (Committees and Committee Chairs), 
Sec. 1, shall be amended as follows:  

 
Sec. 1. The standing committees of the corporation shall be appointed by the President-
Elect with the approval of the Board of Directors no later than the meeting of the Board 
immediately preceding the Annual Meeting of the corporation.  The chairs of the standing 
committees shall be appointed by the President-Elect and shall serve (1) typically for two 
years beginning at the close of the succeeding annual meeting, or (2) until their 
successors shall have been appointed.  Members and affiliates in good standing of the 
corporation may be members of standing committees of the corporation, in accordance 
with guidelines the Board of Directors may from time to time establish.  Additional 
members may be added to an investigative standing committee at any time during said 
term with the approval of the President and the Chair of such standing committee and 
may be added to an administrative or general interest standing committee at any time 
during said term. Any member of the Board may be a non-voting an information only 
member of any standing committee, and at least one a member of the Board shall be 
specially designated as Board Liaison Officer to each standing committee. No member of 
the corporation shall be a member of more than one standing committee, except under 
such guidelines as the Board of Directors may from time to time establish. 
 
To read as follows:  

 
Sec. 1. The standing committees of the corporation shall be appointed by the President-
Elect with the approval of the Board of Directors no later than the meeting of the Board 
immediately preceding the Annual Meeting of the corporation.  The chairs of the standing 
committees shall be appointed by the President-Elect and shall serve (1) typically for two 
years beginning at the close of the succeeding annual meeting, or (2) until their 
successors shall have been appointed.  Members and affiliates in good standing of the 
corporation may be members of standing committees of the corporation, in accordance 
with guidelines the Board of Directors may from time to time establish.  Any member of 
the Board may be a non-voting member of any standing committee, and at least one 
member of the Board shall be specially designated as Board Liaison Officer to each 
standing committee. 

 
Standing Committees – Categories and Membership 

 
RESOLVED, that the American Intellectual Property Law Association (AIPLA), through its 
Board of Directors, hereby establishes the following guidelines for membership on its 
standing committees.   

 
There shall be three categories of standing committees: 
 

1. Substantive Law Committees, which are committees focused on areas of 
substantive law; 

2. Practice and Association Committees, which are committees focused on the 
practice of law, categories of membership, or general service to AIPLA; and  

3. Appointed Standing Committees, which are committees whose membership is 
appointed by the President or President-Elect. 
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Should the Board of Directors establish additional standing committees, they should be 
classified as appropriate as Substantive Law, Practice and Association, and/or Appointed 
Standing Committees. 
 
At the commencement of each committee year, members and affiliates in good standing 
of the corporation shall be entitled to be a member of an unlimited number of 
committees.  However, unless otherwise authorized, a member or affiliate shall be limited 
to being a voting member of no more than three Substantive Law committees and no 
more than two Practice and Association committees, and committee members shall select 
their voting status on a year-by-year basis.  Membership on an Appointed Standing 
committee shall not affect a member’s or affiliate’s limits on participation as a voting 
member on Substantive Law and Practice and Association committees.  Only voting 
members of committees may vote on committee business, including resolutions and 
reports.  However, all members of a committee should receive all committee information 
and otherwise obtain the full benefits of participation in a committee, other than voting 
status. 
 
Committee leaders shall indicate in any request for a vote or other action by a 
committee’s voting members that a failure to respond may result in a voting member’s 
status being moved to non-voting status.  The committee chair shall have the discretion to 
reclassify a member as a non-voting member for the remainder of the committee year. 
 

FURTHER RESOLVED, that these committee composition and voting guidelines supersede 
Past Action Nos. 830-05 and 830-29. 

 
Current Substantive Law Committees include the following: 

 
Alternative Dispute Resolution 
Anti-Counterfeiting and Anti-
Piracy 
Antitrust Law 
Biotechnology 
Chemical Practice 
Copyright Law 
Electronic and Computer Law 
Emerging Technologies 
Food and Drug 
Industrial Designs 
International and Foreign Law 
International Trade Commission 
IP Practice in China 
IP Practice in Europe  
IP Practice in Japan 

IP Practice in Latin America 
IP Practice in the Far East 
Licensing and Management of IP Assets 
Mergers and Acquisitions 
Patent Cooperation Treaty Issues 
Patent Law 
Patent Litigation 
Patent Treaties and International Policy 
Standards and Open Source 
Trade Secret Law 
Trademark Internet 
Trademark Law 
Trademark Litigation 
Trademark Treaties and International 
Law 
USPTO Inter Partes Patent Proceedings 
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Existing Practice and Association Committees include the following: 
 
Corporate Practice 
Diversity in IP Law 
Education 
International Education 
Law Practice Management 
Law Students 
Membership [9 also appointed] 
Mentoring 

New Lawyers 
Online Programs 
Patent Agents 
Patent-Relations with the USPTO 
Professional Programs 
Public Education 
Trademark-Relations with the USPTO 
Women in IP Law 

 
Existing Appointed Standing Committees include the following: 

 
Amicus 
Fellows [subsequently 
   deleted from list] 
IP Law Associations 

Membership [also open] 
Professionalism and Ethics 
Public Appointments 

 
(Board of Directors Meeting – March 21, 2013.) 
 
 
800-38 Bylaws 
 
After a brief discussion, Sharon Israel made a motion to adopt the version of the Bylaws, 
Article VI, as revised by the Board on September 10, 2013.  Mike Martinez seconded the motion, 
and it was approved unanimously. 
 

Article VI 
 

Committees of the Board of Directors 
 
Sec. 1. Designation of Committees. 

 
(a) The following shall be Committees of the Board of Directors: 

 
1. Executive Committee 
2. Audit Committee 
3. Finance and Budget Committee 
4. Investment and Financial Development Committee 
 

(b) Each Board Committee shall consist of three or more Directors. 
 

(c) Members of the Committees shall be appointed for a one-year term commencing on the 
close of the Annual Meeting and shall be appointed by the President whose term 
commences on that date. 
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(d) The President may also recommend to the Board of Directors for its approval one or 

more additional Board Committees to direct particular business of the corporation. Each 
such Board Committee may exercise the authority granted to it by the Board’s enabling 
resolution. 
 

Sec. 2. Executive Committee.  The Executive Committee shall consist of the President, the 
President-Elect, the First Vice President, the Second Vice President, and the Immediate Past 
President. 
  

(a) During the intervals between meetings of the Board of Directors, the Executive 
Committee shall, subject to Section 2 of this Article VI, possess and may exercise all the 
powers and functions of the Board of Directors in the management and direction of the 
affairs of the corporation in all cases in which specific direction shall not have been given 
by the Board of Directors. 

 
(b) All material actions of the Executive Committee shall be reported to the Board of 

Directors at its next meeting succeeding such action. A record of the Executive 
Committee’s decisions shall be kept.  

 
(c) The Executive Committee shall evaluate the appropriateness of compensation for the 

Executive Director and key employees of the association and assure that compensation 
decisions are tied to the executives’ performance in meeting predetermined goals and 
objectives. 

 
Sec. 3. Audit Committee.  The Audit Committee shall consist of at least three members of the 
Board who are free from any relationship that would interfere with the exercise of their 
independent judgment on behalf of the Committee. They shall be appointed by the President and 
exclude any member of the current Executive Committee, the Executive Director, other Officers, 
and any person authorized to sign the corporation’s checks or otherwise direct expenditures of 
Corporate funds. The Committee shall retain an independent auditor on an annual basis to audit 
the financial records of the Association and this Committee shall act as a liaison with the outside 
accounting firm that reviews and audits the Association’s financial books and records and 
compliance with federal and state audit requirements. This Committee shall select any other 
services needed for the financial management, reviewing reports and determining adequate 
procedures and controls, and reviewing financial performance. It is preferred, although not 
mandatory, that at least one member of this Committee have some financial or accounting 
experience. 
 
Sec. 4. Finance and Budget Committee.  The Finance and Budget Committee shall be the 
committee principally charged to develop the proposed budget each year and will provide 
oversight to the Board throughout the year. The Finance and Budget Committee shall consist of 
the Treasurer, who shall serve as Chairperson of the Committee, the President-Elect, and at least 
three other members of the Board of Directors, who are appointed to the Committee by the 
President. The Finance and Budget Committee shall be responsible for the yearly budget of the 
Association, and it shall consult with the Executive Director on the financial and administrative 
needs of the Association. It also shall oversee the budget and make recommendations for any 
adjustments to the budget during the course of the year. 
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Sec. 5. Investment and Financial Development Committee.  The Investment and Financial 
Development Committee shall consist of at least four members of the Board of Directors, who 
are appointed to the Committee by the President. This Committee shall review existing income 
to the Association and investigate additional revenue streams. The Committee shall develop a 
financial development program for income to support the Association and its goals and 
objectives. This Committee shall report at each Board Meeting on the progress of the goals of the 
financial development program. This Committee shall also develop and monitor a written 
investment policy to meet the Association’s financial needs and risk tolerance that shall be 
reviewed and approved by this Committee and the full Board at least annually. The Committee 
shall consult with professional investment counsel as appropriate to comply with the investment 
policy objectives. 
 
Sec. 6. Limitation on Committee Powers. 
 

(a) No Committee shall have the authority of the Board of Directors to amend, alter, or 
repeal these Bylaws; to elect, appoint, or remove any member of any such Committee or 
any Officer or Director of the corporation; to amend the Articles of Incorporation of the 
corporation; to restate the corporation’s Articles of Incorporation; to adopt a plan of 
merger or adopt a plan of consolidation with another entity; to authorize the sale, lease, 
exchange or mortgage of all or substantially all of the property and assets of the 
corporation; to authorize the voluntary dissolution of the corporation or to revoke 
proceedings therefore; to adopt a plan for the distribution of the assets of the corporation; 
to amend, alter, or repeal any resolution of the Board of Directors; to fill Board 
vacancies; or as otherwise may be prohibited by law. 

 
(b) No Committee shall have the authority of the Board of Directors without its delegation to 

authorize the filing of amicus briefs on behalf of the corporation or to approve an audit of 
the corporation’s financial records. 

 
(c) Any Committee taking an action delegated to it by the Board shall report that action 

promptly to the Board. 
 
Sec. 7. Committee Meetings.  Meetings of Committees of the Board of Directors may be called 
by the respective Chairs thereof or by any two members of the Committee. At all meetings of 
any Committee, a majority of the members of the Committee shall constitute a quorum for the 
transaction of business, and the act of a majority of the members of the Committee present at any 
meetings thereof at which there is a quorum shall be the act of the Committee. 
 
(Board of Directors Meeting – September 10, 2013.) 
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800-39 Bylaws 
 
The motion, with its friendly amendment, was approved unanimously as follows: 

 
Article II, Sec. 1 (a), as amended, reads: 
 
(a) The regular membership shall consist of persons who are interested in the branches of the 

law relating to patents, trademarks, copyrights, unfair competition and other intellectual 
property, whose practice in the opinion of the Board of Directors of the corporation 
conforms to the Code of Professional Responsibility of the corporation, and who shall 
be, and have been for a period of five years or more, members in good standing of the 
Bar of a court of record of the United States or any State or Territory thereof or of the 
District of Columbia or of the United States Patent and Trademark Office.  Regular 
members shall have the right to vote and hold office. 

 
Article II, Sec. 2 (b) is deleted and subsequent paragraphs relabeled (b)–(f). 

 
(Board of Directors Meeting – March 20, 2014.) 
 
 
800-40 Bylaws 
 
Following additional discussion, the motion to approve the resolution to expand eligibility for 
membership in the Fellows and to instruct the staff to revise the Bylaws accordingly was 
approved unanimously.  The resolution is as follows: 
 

RESOLVED, that the Fellows of the American Intellectual Property Law Association 
recommend to the AIPLA Board of Directors that the following categories of non-voting 
affiliate members be made eligible for appointment as AIPLA Fellows:  foreign affiliates, 
United States Patent and Trademark Office professional affiliates, IP professional 
affiliates, IP paralegal/technical advisor affiliates, and government affiliates. 

 
(Board of Directors Meeting – July 23, 2014.) 
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800-41 Bylaws 
 
Following additional discussion, the motion to approve the proposed amendment to Article III, 
Sec. 1. of the AIPLA Bylaws, including the friendly amendment, was approved unanimously.  
 

ARTICLE III, Sec. 1, as amended, reads:  
 
Sec. 1. The dues payable for each year by members and by affiliates shall be fixed from 
time to time by the Board of Directors at such amount as it deems desirable for the best 
interests of the corporation. In the event of any change in the dues payable by any class of 
membership, the members shall be notified thereof by a notice at least 45 days prior to 
the effective date of the change. The dues payable by law student/graduate affiliates shall 
be not more than one-half the dues payable by regular members, provided, however, that 
the Board may set a lower rate for newly elected members’ dues for a limited period. The 
annual membership dues for United States Patent and Trademark Office affiliates shall be 
the same as for government members. Life members shall not pay dues; however, anyone 
who becomes a life member after October 1, 1998, and wishes to receive publications of 
AIPLA will be assessed a charge equal to the marginal costs of preparing and mailing 
such materials to that member. Honorary members shall not pay dues.  

 
(Board of Directors Meeting – March 12, 2015.) 
 
 
800-42 Honorary Membership 
 

Whereas, AIPLA has benefited from the service of Hayden W. Gregory through his 
efforts to educate and advocate the best interests of the IP community to the Congress, 
the USPTO, the Copyright Office, other government entities, and the public, through his 
collaboration with AIPLA, whenever appropriate, and through his willing counsel and 
advice;  
 
Whereas, AIPLA has benefited from the knowledge, skills, and energy of Hayden W. 
Gregory as a member of AIPLA for almost 20 years, and in his role as Legislative 
Consultant to the American Bar Association, Intellectual Property Law Section, for over 
20 years; 
 
Whereas, AIPLA and the entire IP community have substantially benefited from the 
application of Hayden’s talents and experience during his illustrious career which has 
included: 
 

• Service for nearly two decades on Capitol Hill, including serving with the U.S. 
House of Representatives as Chief Counsel of the Subcommittee on Courts and 
Intellectual Property; 
 

• Serving as Legislative Consultant to the American Bar Association’s Intellectual 
Property Law Section, including working with the Section as it advised Congress 
on a significant number of important legislative issues, including the legislation 
that become the Leahy-Smith America Invents Act of 2011; 
 



 

Page 69 of 93 

• Twenty years of attendance at in-person meetings of AIPLA’s Board of Directors,  
and providing counsel and guidance to the Board and headquarters staff; and  
 

• Recipient of the 2014 Mark T. Banner Award, presented by the ABA, Section of 
Intellectual Property Law, for his impact on IP law and practice.  
 

NOW THEREFORE, BE IT RESOLVED that the AIPLA Board of Directors, in 
consideration of his many contributions to the intellectual property community and to the 
American Intellectual Property Law Association, does on this day, July 15, 2015, elect 
Hayden W. Gregory to the position of Honorary Member. 

 
(Board of Directors Meeting – July 15, 2015.) 
 
 
800-43 Bylaws 
 
A motion was made, seconded, and approved unanimously to amend Article II, Section 3, Fifth 
and Sixth Paragraphs of the Bylaws accordingly: 
 

Sec. 3.  The Fellows of the American Intellectual Property Law Association shall be a 
special category for regular, life, honorary, similarly qualified academic or government 
members, foreign affiliate, United States Patent and Trademark Office professional 
affiliate, IP professional affiliate, IP paralegal/technical advisor affiliate, and government 
affiliate members of the Association. Qualifications for election as a Fellow include (1) 
outstanding service to the Association, (2) prominence within the intellectual property 
profession, (3) learned contributions to the profession through teaching and writing, and 
(4) observance of the highest standards of ethical conduct. 
 
The number of regular, life, honorary, similarly qualified academic or government 
members, foreign affiliate, United States Patent and Trademark Office professional 
affiliate, IP professional affiliate, IP paralegal/technical advisor affiliate, and government 
affiliate members elected and accepting designation as Fellows shall not in any year 
result in more than one percent of the then regular members of the Association having the 
status of Fellows, other than Senior Fellows; provided, however, that the Board of 
Directors may initially approve up to 20 of the regular members of the Association as 
“Founding Fellows” who may be excluded from the calculation of the foregoing 
numerical limitation on the number of Fellows. 
 
The election as a Fellow shall be for a term of ten years, following which a Fellow shall 
have the status of a Senior Fellow for the duration of the Fellow’s tenure as a member of 
the Association. After the election of the “Founding Fellows,” the Fellows will nominate 
regular, life, honorary, similarly qualified academic or government members, foreign 
affiliate, United States Patent and Trademark Office professional affiliate, IP professional 
affiliate, IP paralegal/technical advisor affiliate, and government affiliate members, who 
then must be individually approved by the Board for admission as Fellows of the 
Association. 
 
Fellows may from time to time be requested by the Board of Directors to undertake 
projects, including those of a scholarly, educational, research or informational nature. 
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Such projects shall be designed to provide the Board of Directors with a balanced and 
learned perspective on matters relating to public policy, jurisprudence, administrative 
procedure, international harmonization, comparative law or other matters of importance 
to the intellectual property profession and the Association. 
 
Members who accept election as Fellows will be expected to make contributions to a 
Fellows Fund in the amount of $1000, payable at a rate of $200 Two Hundred Dollars 
each year during the five-year period following acceptance of election as Fellows, or in 
such greater amount or shorter time frame as they may desire. Academic or government 
members may request a contribution level in proportion to their membership dues level. 
The Fellows Fund will be used exclusively by the Association for projects selected by the 
Fellows and approved by the Board of Directors to provide such awards, and honoraria 
and services for scholarly meaningful contributions to the intellectual property law 
profession, the mentoring and professional development of newer members of the 
profession and law school students with an interest in intellectual property law, educating 
the public about intellectual property, and supporting community service programs in 
which AIPLA members participate.  In addition, the Fellows Fund may be used for other 
projects or purposes selected by the Fellows, and approved by Board of Directors’ as the 
Board of Directors may from time to time authorize.  Acceptance of election as a Fellow 
shall be in writing and contain an acknowledgment of (1) the elected Fellow’s 
willingness  to discharge the responsibilities that the Board might from time to time 
authorize, and for continued involvement and promotion of Association and Fellows 
activities, and (2) the expectation that the elected Fellow will make monetary 
contributions to the Fellows Fund. 
 
With the approval of the Board of Directors and under the leadership of a chair appointed 
by the President-Elect, Fellows may undertake to organize themselves, elect leaders, and 
establish committees, recommend disposition of proceeds from the Fellows Fund. The 
Fellows of the Association will support and respect the Association objectives, principles 
and committee missions and activities;, submit any additional proposed initiatives to be 
undertaken by the Fellows to the Board for approval, and submit any resulting studies, 
papers and proposals to the Board for its consideration and disposition.  

 
(Board of Directors Meeting – September 19, 2015.) 
 
 
800-44 Bylaws 
 
RESOLVED, that the Board of Directors amend Article VII of the Bylaws by amending the 
following provisions as annotated below: 

 
Board Committees and Board Operations 

ARTICLE VII 
 Officers and Executive Director 
 Sec. 1. Designation. The officers of the corporation shall be a President, a President-

Elect, a First Vice President, a Second Vice President, an Immediate Past-President, a 
Secretary and a Treasurer, all of whom shall be Directors of the corporation. These 
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officers shall each serve for a term of one year, commencing at the close of the annual 
meeting of the corporation at which the election of the new Board of Directors and 
Officers is reported, but shall hold their respective offices until their successors shall have 
been elected and installed. In case of a vacancy in any one of these offices, the Board 
may, at its discretion, fill such vacancy for the balance of the unexpired term. 

 Sec. 2. The President. The President shall be the chief executive officer of the 
corporation and shall serve as chair of the Board of Directors. The President shall preside 
at meetings of the corporation, the Board of Directors and the Executive Committee, 
supervise the Executive Director and other officers of the corporation, perform such other 
duties as may be prescribed from time to time by the Board of Directors and have all 
other powers and duties that pertain to the position of chief executive officer and chair of 
the Board of Directors. In the President’s absence from any meeting, one of the officers 
of the corporation, in the order in which they are designated in Section 1 above shall 
preside. 

 Sec. 3. The President-Elect. The President-Elect shall assist the President in carrying 
out the programs of the corporation and shall become the President at the close of the 
next succeeding annual meeting after the date of installation as President-Elect. 

 Sec. 4. The Vice President(s). The Vice President(s) shall assist the President in 
carrying out the programs of the corporation. 

 Sec. 5. The Immediate Past President. The Immediate Past President shall serve in 
an advisory capacity to the President and shall perform such other functions as may be 
designated for him or her by the Board of Directors. 

 Sec. 6. The Secretary. The Secretary or the Secretary’s designee shall keep a record 
of the proceedings of all meetings of the Board of Directors and of the corporation, of all 
referendum votes, and of such other matters as may be deemed worthy of record. The 
Secretary or the Secretary’s designee shall provide for the notification of the members 
and Directors of the corporation of their respective meetings in accordance with these 
Bylaws, shall be custodian of the corporate records and seal, shall furnish certifications of 
Board actions, Bylaws, organizational documents, and shall perform such other duties as 
may be assigned by the Board of Directors or the President. 

 Sec. 7. The Treasurer. The Treasurer or the Treasurer’s designee shall collect and, 
under the direction of the Board of Directors, arrange for the care and distribution of all 
funds of the corporation and the keeping of full and regular accounts, which shall at all 
times be open to the inspection of any officer or Director. The Treasurer or the 
Treasurer’s designee shall submit for approval of the Board of Directors a proposed 
budget for the ensuing fiscal year, and the Treasurer from time to time shall report to the 
Board of Directors the state of expenditures with reference to the budget. The Treasurer 
shall present to the corporation at its annual meeting a financial report for the past fiscal 
year. The fiscal year shall be from July 1 to June 30. 

 Sec. 8. The Executive Director. The Executive Director, under the supervision of the 
President, shall be primarily responsible for implementing the policies and procedures 
established by the Board of Directors and shall be responsible for conducting the business 
of the corporation. The Executive Director functions as the senior policy advisor to the 
corporation’s Board of Directors, Executive Committee and President, as well as the 
chief operating official of the corporation. The Executive Director is responsible for 
initiating, developing and implementing policy initiatives and programs to meet the ever-
changing challenges in the fields of intellectual property law. The Executive Director 
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promotes the strategic goals of the corporation by building and strengthening 
relationships with governmental and non-governmental organizations both in the United 
States and abroad. The Executive Director works with the corporation’s committees to 
communicate the views of the corporation on important issues involving patent, 
trademark, copyright, trade secret law, and related areas of law and serves as the 
corporation’s principal spokesman before Congress, governmental agencies and the 
media. The Executive Director, or his or her delegates, shall approve the expenditure of 
the monies approved by the Board and shall make periodic reports to the Board 
concerning the programs of the corporation. The Executive Director shall recommend to 
the Board of Directors for their approval the duties and compensation of the employees of 
the corporation, and all employees of the corporation shall report and be responsible to 
the Executive Director. The Executive Director, under the supervision of the President, 
shall have the power to employ and to discharge the other employees of the corporation. 

 Sec. 9. Agents. The Board of Directors may appoint such agents as it deems necessary 
or appropriate to further the corporation’s business.  

Sec. 10. Removal of Officers and Agents. Any officer, Board member or agent may 
be removed with or without cause whenever the Board of Directors in its sole discretion 
shall consider that the officer, Board member or agent’s removal will serve the best 
interests of the corporation. Any agent appointed otherwise than by the Board of 
Directors may be removed with or without cause at any time by any officer having 
authority to appoint the agent whenever that officer in the exercise of his or her sole 
discretion shall consider that the agent’s removal will serve the best interests of the 
corporation. Election or appointment of an officer, Board member or agent shall not of 
itself create contract rights. 

(Board of Directors Meeting – January 30, 2016.) 
 
 
800-45 Bylaws 
 

Resolved, that Article II, Section 3 of the AIPLA Bylaws be amended to clarify the 
number of members eligible for consideration as Fellows, as follows:  
 
Sec. 3.  The Fellows of the American Intellectual Property Law Association shall be a 
special category for regular, life, honorary, similarly qualified academic or government 
members, international affiliate, United States Patent and Trademark Office professional 
affiliate, IP professional affiliate, IP paralegal/technical advisor affiliate, and 
government affiliate members of the Association. Qualifications for election as a Fellow 
include (1) outstanding service to the Association, (2) prominence within the intellectual 
property profession, (3) learned contributions to the profession through teaching and 
writing, and (4) observance of the highest standards of ethical conduct. 
 
The number of individuals regular, life, honorary, similarly qualified academic or 
government members, international affiliate, United States Patent and Trademark Office 
professional affiliate, IP professional affiliate, IP paralegal/technical advisor affiliate, 
and government affiliate members elected and accepting designation as Fellows shall not 
in any year result in more than one percent of the then total number of regular members 
in all eligible membership categories of the Association having the status of Fellows, 
other than Senior Fellows; provided, however, that the Board of Directors may initially 
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approve up to 20 of the regular members of the Association as “Founding Fellows” who 
may be excluded from the calculation of the foregoing numerical limitation on the 
number of Fellows. 

 
(Board of Directors Meeting – September 11, 2016) 
 
 
800-46 Bylaws 
 
RESOLVED, that Article VI of the AIPLA Bylaws be amended as follows: 

Article VI 
Committees of the Board of Directors 

Sec. 1. Designation of Committees. 
(a) The following shall be Committees of the Board of Directors: 
1. Executive Committee 
2. Audit Committee 
3. Finance and Budget Committee 
4. Investment and Financial Development Committee 
(b) Each Board Committee shall consist of three or more Directors. 
(c) Members of the Committees shall be appointed for a one-year term commencing on 

the close of the Annual Meeting and shall be appointed by the President whose term 
commences on that date. 

(d) The President may also recommend to the Board of Directors for its approval one 
or more additional Board Committees to direct particular business of the corporation. 
Each such Board Committee may exercise the authority granted to it by the Board’s 
enabling resolution. 

* * * 
Sec. 4. Finance and Budget Committee. The Finance and Budget Committee shall be 

the committee principally charged serve in an advisory and oversight capacity concerning 
the financial and investment policies of the corporation, . to develop the proposed budget 
each year and will provide oversight to the Board throughout the year. The Finance and 
Budget Committee shall consist of the Treasurer, who shall serve as Chairperson of the 
Committee, the President-Elect, and at least three other members of the Board of 
Directors, who are appointed to the Committee by the President. The Finance and Budget 
Committee shall be responsible for advice and oversight of the yearly budget of the 
Association, and it shall consult with the Executive Director on the financial and 
administrative needs of the Association. It also shall oversee the budget and oversee 
making make recommendations for any adjustments to the budget during the course of 
the year. This Committee shall monitor a written investment policy to meet the 
Association’s financial needs and risk tolerance that shall be reviewed and approved by 
this Committee and the full Board at least annually. The Committee shall consult with 
professional investment counsel as appropriate to comply with the investment policy 
objectives. 
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Sec. 5. Investment and Financial Development Committee. The Investment and 
Financial Development Committee shall consist of at least four members of the Board of 
Directors, who are appointed to the Committee by the President. This Committee shall 
review existing income to the Association and investigate additional revenue streams. 
The Committee shall develop a financial development program for income to support the 
Association and its goals and objectives. This Committee shall report at each Board 
Meeting on the progress of the goals of the financial development program. This 
Committee shall also develop and monitor a written investment policy to meet the 
Association’s financial needs and risk tolerance that shall be reviewed and approved by 
this Committee and the full Board at least annually. The Committee shall consult with 
professional investment counsel as appropriate to comply with the investment policy 
objectives. 

(Board of Directors – October 29, 2016) 
 
 
810-02 Quarterly Journal 
 
It was explained that a question had arisen regarding the editorial policy of the Quarterly Journal.  
To clarify that policy, it was proposed that the following principles apply: 
 

Where AIPLA has a current, established, public position adopted by the Board of 
Directors, the Quarterly Journal will not publish an article expressing an opinion contrary 
to that position.  The Quarterly Journal would only publish articles expressing views 
contrary to established positions of AIPLA in the context of a debate or symposium on 
the issue to assist the Association in determining if it wished to modify that position. 

 
The editorial policy stated above was adopted by the Board. 
(Board of Directors Meeting – July 22, 1995. 
Retained by the Board of Directors – May 5, 2006. 
Retained by the Board of Directors – July 13, 2016.) 

  
 
 

 810-03 Counsel 
 
The Board adopted a Position Description as follows for a General Counsel of the Association: 
 

AIPLA GENERAL COUNSEL (PRO BONO) 
 

Position Description 
DUTIES: 
 
1. Render legal advice, on an on-going basis as requested, to AIPLA Officers, the 

Executive Committee, the Board of Directors, and Senior Staff regarding various 
issues affecting AIPLA, including: 
• past, pending, and prospective AIPLA activities 
• matters arising or alleged to arise from AIPLA activities, and specifically 

identified as involving possible liability to, or claims by, AIPLA or any 
employee or member acting or alleged to be acting on behalf of AIPLA 
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• manage litigation, preparation for litigation and settlement of litigation 
 
2. When available, attend Board meetings and study pending and prospective  

AIPLA Board and Executive Committee actions for purposes of rendering advice 
regarding the same. 

 
REPORTS TO: President, AIPLA 
 
APPOINTED BY: President, AIPLA 
 
CONFIRMED BY: AIPLA Board of Directors 
 
TERM:  Not more than 3 years 
 
ASSISTANCE 
PROVIDED:  To the extent possible, Senior Staff will provide all necessary 

documents and information to facilitate execution of the duties of 
this position and to limit the time required for execution of these 
duties. 

 
COMPENSATION:  This position is pro bono.  The person/law firm selected will 

receive no compensation, except under certain limited 
circumstances. 

 
(Board of Directors Meeting – July 13, 1999. 
Retained by Board of Directors – January 30, 2010. 
Amended and retained by Board of Directors – October 20, 2011.) 
 
 
810-06 Past Action Manual 
 

RESOLVED FURTHER THAT:  Retired actions shall be maintained in a Past Action 
Archive. 

 
(Board of Directors Meeting – January 22, 2003; 
Retained by Board of Directors – February 1, 2014.) 
 
 
810-07 Budget Process 
 

RESOLVED that, AIPLA adopts the following procedure for approving its Annual 
Budget for the Association: 
 
1. The Executive Director will solicit input from the President regarding the Association 

Budget for the coming Association Fiscal Year no later than the Mid-Winter Institute. 
2. In determining the input to be provided to the Executive Director, the President shall 

seek advice from the President-Elect.  
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3. The Executive Director, with the assistance of the Chief Operating Officer  and the 
Director of Finance, will present a draft Annual Budget to the President, for 
consideration at the time of the Board Meeting (typically in March and hereafter 
referred to as the “March Board Meeting”) next following the Board meeting(s) at the 
Mid-Winter Institute.   

4. Following the March Board Meeting, the Chief Operating Officer will promptly 
present the draft Annual Budget, reflecting any adjustments made by the President, to 
the Finance and Budget Committee prior to the Spring Stated Meeting for its advisory 
role. 

5. The Treasurer will present the draft Annual Budget to the Executive Committee for 
discussion and, thereafter with any changes accepted by the President, to the Board at 
the Board Meeting occurring at the Spring Stated Meeting. 

6. The Board will approve and adopt the Annual Budget, with any necessary 
adjustments, preferably at the Board Meeting occurring at the Spring Stated Meeting, 
and in no case later than July 31st of the year in which that Annual Budget is to be 
effective. 

7. Any substantial expenditure of the Association, not contemplated or authorized in the 
Annual Budget for the Fiscal Year in which the expenditure is to be made, must be 
presented to, and approved by, the Board of Directors before the expenditure can be 
made. 

8. The fact that any budget or budget amendment would require the Association to run a 
deficit for any fiscal year, such as to reduce the reserves of the Association, must be 
specifically reported to the Board and, in that case, such budget or budget amendment 
must be approved by the Board before it can take effect.  

9. A review of the Annual Budget for the current Fiscal Year will be conducted with the 
new President by the Executive Director shortly after the Annual Meeting to allow 
the new President to assess whether an amendment to the Annual Budget needs be 
made in view of any changed circumstances or priorities accompanying that 
President’s and/or Board’s Term. 

 
(Board of Directors Meeting – January 25, 2003; 
Amended and retained by Board of Directors – February 1, 2014.) 
 
 
810-08 Policy on Board of Directors Meetings 

 
RESOLVED, that all Past Presidents have a standing invitation to attend meetings of the 
Board of Directors held during the Association’s Mid-Winter stated meeting.  The 
Executive Committee or Board, in the exercise of their discretion, may also invite any 
Past Presidents to attend any other meeting of the Board where it is believed that such 
Past President possesses special expertise, knowledge, or experience that would benefit 
the Board in its consideration of an issue before the Board. 

 
(Board of Directors Meeting – March 13, 2003; 
Retained by Board of Directors – February 1, 2014.) 
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810-09 AIPLA Political Action Committee 
 
RESOLVED, that the AIPLA Board of Directors establishes the following procedures for 
the administration of the “American Intellectual Property Law Association Political 
Action Committee: 
 

1. The American Intellectual Property Law Association undertakes the establishment 
and administration of a Political Action Committee (hereinafter “PAC”) pursuant 
to Federal Law for the purpose of supporting candidates for Federal office who, 
irrespective of political party or affiliation, can have a direct influence on 
legislation affecting intellectual property. 

 
2. The PAC is organized to solicit and receive voluntary contributions from citizens 

of the United States who may lawfully contribute. 
 
3. The PAC will accept only contributions made voluntarily and in accordance with 

all laws. 
 
4. All moneys contributed to the PAC shall be maintained in an account of a bank 

designated by the Treasurer, and shall be segregated and kept apart from any 
funds of AIPLA or any other person, association, firm, or corporation. 
 

5. No contributor to the PAC shall have any right to share personally in any of the 
funds or assets of the PAC upon its dissolution, or at any other time. 

 
6. The Executive Director of AIPLA shall be the Treasurer of the PAC.  A Deputy 

Executive Director of AIPLA shall be the Assistant Treasurer of the PAC. 
 

7. The Assistant Treasurer shall automatically assume the duties and responsibilities 
and exercise the authority of the Treasurer during the absence or incapacity of the 
Treasurer, or during a vacancy in that office. 

 
8. No distribution shall be made from the PAC unless such distribution is approved 

by the President of AIPLA and the Treasurer. 
 

9. Any distribution made by the PAC shall be by check drawn on the bank account 
of the PAC.  All checks shall be signed by the Treasurer or the Assistant 
Treasurer. 

 
10. The Treasurer shall be responsible for the care and custody of all the monies of 

the PAC.  The Treasurer shall retain the accounts and records, prepare and deliver 
to individual contributors written receipts evidencing contributions to the PAC, 
and record information with respect to contributions to, and disbursements made 
by, the PAC, all as may be required by applicable law.  The Treasurer shall also 
file reports required by law and shall prepare annually a report listing the 
distributions made by the PAC.  All administrative records of the PAC shall be 
maintained and located at the headquarters of the American Intellectual Property 
Law Association. 
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11. The PAC shall remain in existence until dissolved by action of a majority of the 
AIPLA Board of Directors.  In the event of such dissolution, all remaining monies 
shall be distributed in accordance with the principles enumerated above. 

 
12. This resolution supersedes all previous Board actions, including any and all 

resolutions or Bylaws adopted by the Board, concerning the administration of the 
AIPLA PAC. 

 
RESOLVED FURTHER, that the AIPLA Board of Directors ratifies past distributions 
from the AIPLA PAC made consistent with the procedures set forth in this policy. 

 
(Board of Directors Meeting – March 13, 2003. 
Revised by Board of Directors – July 10, 2008.) 
 
 
810-14 Past Action Manual 
 

RESOLVED THAT:  Annually and before the Annual Meeting, the Association will 
automatically retire, as a public statement of the Association, any action taken more than 
ten years previously, unless the Board of Directors votes to maintain such action as a 
public statement of the position of the Association. 

 
(Board of Directors Meeting – January 22, 2003; 
Amended and Retained by Board of Directors – February 1, 2014.) 
 
 
810-15 Teleconferencing Board Meetings 
 

RESOLVED, that as a general rule, Members of the Board of Directors shall attend all 
meetings of the Board in person.  Under exceptional circumstances, a Member of the 
Board of Directors may petition the Executive Committee for permission to participate in 
a meeting by teleconference, where the Member has an unavoidable conflict that would 
prevent him or her from attending in person, where the petition to the Executive 
Committee is made preferably at least one week in advance of the scheduled meeting, 
and where the petition states a specific reason for the conflict.  The Executive Committee 
shall consult with the Executive Director for input before deciding on any such request, 
which must be approved by a majority of the Executive Committee. 
 

(Board of Directors Meeting – May 13, 2009.) 
 
 
810-16 AIPLA Quarterly Journal 
 

RESOLVED, that the Association should pursue a more formal relationship with The 
George Washington University Law School and the Executive Committee is authorized 
to enter into a Memorandum of Understanding that is generally in accordance with the 
terms outlined in Section II. A of [the] memorandum. 
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Joan [Schaffner] consulted with the Dean of GW, after the initial conference call, and she 
summarized her discussion in an email (expanded upon in the subsequent conference 
call).  The email is as follows: 
 

“Summary of the primary components of the AIPLA/GW relationship in light of our 
current arrangement and GW's arrangement with outside entity journals housed at 
GW, including the FCBJ. 
 
“Relationship: 
“There would be formal recognition of the association between the AIPLA QJ and 
GW Law, a top tier law school with an elite IP program, via 5-year, renewable MOU. 
 
“There would be two GW faculty associated with the journal--the EIC, a full-time 
GW faculty member to be selected by the AIPLA Board, currently Joan Schaffner, 
and the Associate Dean of the IP program, currently John Whealan.  (This will 
provide additional continuity of GW leadership and support for the journal.)  The 
AIPLA Board would continue to have ultimate editorial control over the Journal. 
 
“Financial Contribution: 
“AIPLA currently budgets ~9,500 per year to cover a typical ~6,000–7,000 per year 
in expenses facing the staff of the AIPLA QJ (materials, IT expenses, staff party, and 
other miscellaneous expenses).  The spare budget helps also cover for unanticipated 
capital expenses (e.g., computers) if they arise.  GW staff has submitted a budget of 
approximately 5000 per year for expenses associated with Journal operations at GW.  
GW will assume expenses for the Journal as detailed in the itemized staff budget. 

 
Details of the expenses typically budgeted for will be provided for formal agreement.  
Otherwise all other financial matters remain the same (AIPLA would continue to pay 
for printing, postage, etc., and would continue to receive proceeds from electronic 
redistribution etc.). 
 
“Marking: 
“Appearance of Journal/Articles:  The cover will remain the same except that a 
University/Law School logo will also appear on the front cover, and the current 
student masthead will include reference to the GW Law School. 
 
“Letterhead and other “branding” issues:  AIPLA QJ letterhead will include 
University/Law School logo and all other references to AIPLA QJ (e.g. web site 
reference, articles as published on Westlaw, etc.) will additionally include either 
reference to the GW Law School or University/Law School logo, as appropriate. 
 
“Staffing and the National Staff Competition: 
“The AIPLA QJ would draw its student staff exclusively from GW Law Students and 
the National Competition for Staff positions would be stopped to be replaced by a 
well-publicized opportunity for at least AIPLA Law Student members to submit 
articles for consideration for inclusion in a new Student Notes Section of the Journal. 
 
“Notes Section: 
“There would be a creation of a Student Notes Section of AIPLA QJ with a normal 
minimum of two notes per journal issue.  Publication in this section would be open to 
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all students who are either GW student journal staff members or AIPLA law student 
members.  The Editorial Review Board would have final input on the decision on 
which Notes to select for publication.  The winning paper from an AIPLA supported 
student writing competition may also be included in this section at the request of the 
AIPLA [Editorial] Board.  The current volume page limit will be increased to 
accommodate the addition of note publication. 
 
“Symposium: 
“GW would also be open to considering possible collaboration (perhaps bi-annually) 
on a symposium at GW with corresponding symposium issue of the journal (if this 
would be of interest to AIPLA).  The costs associated with such symposia would be 
shared by AIPLA and GW.  The details of which would be negotiated with each 
symposium organized. 
 
“All other parameters remain essentially the same as current practices.” 

 
RESOLVED, that the Association discontinue the use of a National Competition for the 
selection of the AIPLA Quarterly Journal’s staff. 
 
RESOLVED, that the Association authorize the adoption of a dedicated section in the 
AIPLA Quarterly Journal for publication of notes and comments written by Student 
[Affiliate] Members of AIPLA and student members of the AIPLA Quarterly Journal 
staff. 

 
RESOLVED, that the Association require that anyone submitting an article for the 
Robert C. Watson Award must authorize its publication, if that submission receives the 
award, and that the AIPLA Quarterly Journal publish the Watson Award winning paper. 
 
RESOLVED, that the Association authorize an increase in the number of published pages 
for the AIPLA Quarterly Journal, with a target of between 700 and 750 published pages 
per year. 
 
RESOLVED, that the Association begin providing the AIPLA Quarterly Journal in an 
electronic format to those Association members who have not specifically requested a 
hard copy. 
 
RESOLVED, that the AIPLA Quarterly Journal adopt a “blind” system for reviewing 
articles in which the Editorial Board is not given information about the identity of the 
authors of articles, subject to the Editor-In-Chief’s ability to intervene as needed. 

 
(Board of Directors Meeting – May 6, 2010.) 
 
 
 
 
 
 
 
 
 



 

Page 81 of 93 

810-17 AIPLA Nominations Policy 
 

RESOLVED, that the American Intellectual Property Law Association (AIPLA) adopts 
the policy that, during deliberations, the Committee on Nominations should refrain from 
nominating an individual who is a member of the same business entity as that of a 
Committee member. 

 
(Board of Directors Meeting – January 5, 2012.) 
 
 
820-01 AIPLA ADR POLICY STATEMENT 
 

For many disputes there are more effective methods of resolution than traditional 
litigation.  When appropriately used, alternative dispute resolution procedures, either in 
conjunction with litigation or independently, can substantially reduce the cost and 
burdens of litigation and result in solutions not available in court. 

 
Accordingly, it is resolved that–committee 
 
Each practicing member of this Association is encouraged to be knowledgeable about 
alternative dispute resolution processes, and where appropriate, is encouraged to advise 
the member's clients of the availability, values and characteristics of these alternatives to 
litigation so that clients can make an informed choice concerning the use of litigation or 
alternative dispute processes, or both, for resolution of disputes, whether present or 
prospective. 

 
(Board of Directors Meeting – July 22, 1995. 
Retained by Board of Directors – May 3, 2006. 
Retained by the Board of Directors – July 13, 2016.) 
 
 
820-02 Public Relations – AIPLA Name 
 

Policy on the Use of AIPLA’s Name/Co-sponsorship by AIPLA 
 

1. The use of AIPLA’s name in connection with any event, product or service of others and 
AIPLA’s being a co-sponsor or listed as a co-sponsor, of events with others, shall be at 
the sole discretion of AIPLA and shall be subject to the express authorization of the 
Executive Committee. 

 
2. At least the following considerations shall be taken into account in determining whether 

the AIPLA will co-sponsor or authorize its name to be used with, any event, product or 
service: 

a. the extent to which authorization will advance the goals of AIPLA, and 
b. the degree and extent of risk of financial liability if the event, product or 

service should incur a financial loss. 
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3. When AIPLA, consistent with the above, agrees to co-sponsor or be listed as a co-
sponsor of any event, product or service, AIPLA may allow use of its mailing list in 
connection therewith.  The Executive Director shall determine if a fee is to be charged 
and, if so, the amount of the fee. 
 

(Edited and retained by Board of Directors – May 13, 2004. 
Retained by Board of Directors – July 15, 2015.) 
 
 
820-05 Member Communications 
 

RESOLVED, that in view of the importance of consistency in communications, to speak 
on behalf of the Association on matters of policy and position requires authorization of 
the Board of Directors, which shall provide guidelines for those who are so authorized. 

 
(Board of Directors – November 1, 2003; 
Retained by Board of Directors – February 1, 2014. 
Retained by Board of Directors – July 15, 2015.) 
 
 
820-06 Member Communications 
 

RESOLVED, that in view of the importance of proper surveys of AIPLA members for 
their views and other data: 
 

Any survey of the general membership requires authorization of the Board of 
Directors; however, such authorization shall not be required for a committee poll of 
its members, and 
 
The Association staff shall provide teaching materials and templates for committee 
chairs and other leaders as guides for effective polling of their committee members. 

 
(Board of Directors – November 1, 2003. 
Retained by Board of Directors – February 1, 2014. 
Retained by Board of Directors – July 15, 2015.) 
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820-08 AIPLA DIVERSITY STATEMENT 
 

Our mission at AIPLA is to lead and serve a diverse IP community by enhancing 
knowledge and shaping the future of IP law. 
 
AIPLA believes that diversity among its membership is essential to our ability to 
accomplish this mission.  Diversity embodies all those differences that make us unique 
individuals and includes people of different race, ethnicity, nationality, culture, sexual 
orientation, gender, religion, age, practice area, and physical ability, as well as people of 
diverse opinions, perspectives, ideas, and thinking.  Because diversity and individual 
uniqueness brings creativity and vitality to an organization, we recognize the importance 
of diversity to AIPLA.  We are, therefore, committed to providing an environment of 
fairness and equitable treatment.  Our goal is to effectively serve AIPLA members from 
all backgrounds, to encourage the professional growth of all members, and to embrace 
and celebrate the diversity of our membership. 
 
To that end, AIPLA will continue to identify, and look for ways to reduce or eliminate, 
barriers to under-represented groups and will continue to look for ways to expand access 
to leadership opportunities within the organization in an effort to further strengthen our 
diversity.  AIPLA, by and through its Officers, Directors, and Committee leaders, will 
encourage participation by qualified members of under-represented groups at all levels of 
the Association. 
 

(Board of Directors Meeting – May 13, 2009.) 
 
 
830-14 Amicus Brief Policy 
 

The Board of Directors decided that all briefs will list first the Association and the name 
of the President.  Following that, the principal author will be listed as “counsel of 
record.”  At the discretion of the principal author, others who made significant 
contributions to the brief will be listed as “of counsel.”   

 
(Board of Directors Meeting – October 18, 1997. 
Amended and retained by Board of Directors – January 23, 2008.) 
 
 
830-30 Amicus Participation Conflict Guidelines 
 and Amicus Brief Footnote 
 

1. The principal focus should be on maintaining the credibility of the AIPLA to the courts. 
 

2. Promptly upon learning that the AIPLA Amicus Committee (“Committee”) or the 
Board, as the case may be, intends to consider whether to participate as an amicus in 
a matter, each member of the Committee and the Board shall undertake reasonable 
inquiry to determine whether the member may need to recuse himself from consideration 
of a brief.  A member shall recuse himself if he or his firm represents a party to the 
matter to be considered in that matter.  A member shall consider recusing himself if:  
(a) he or anyone associated with the member in a firm legally represents in any matter 
any party to the matter to be considered; or (b) his employer or any affiliated company 
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or organization is related to any party to the matter to be considered as a parent, 
affiliate, or subsidiary company or in a joint venture.  The member may voluntarily 
recuse himself, and shall recuse himself if the Board or Committee determines that to be 
appropriate under paragraphs 3 or 4.  Recusal means that such member shall not be 
present, either in person or otherwise, during either the discussion or voting on such 
matter, and, further, means that such member shall not actively seek to influence any 
other member’s vote on that matter. 

 
3. A member in doubt about recusing himself may present to the Board or Committee a 

statement of all facts known to the member that would be pertinent to a determination 
by the Board or Committee with regard to whether the member should be recused and 
shall recuse himself if the Board or Committee after full deliberation determines that to 
be appropriate. 
 

4. (a)  If any facts are known to a Board or Committee member that might, in the judgment 
of that member, create a conflict of interest, an appearance of a conflict of interest, or in 
any other way adversely affect the credibility of AIPLA, that member shall disclose those 
facts to the Board or Committee, as the case may be, to the extent permitted consistent 
with the member’s professional responsibility.  If any Board or Committee member on 
behalf of another entity (including but not limited to an individual, commercial or not-
for-profit enterprise, bar association, trade association, or NGO) has (i) substantive 
involvement in the development of any position for that entity in an actual or potential 
amicus submission, or (ii) a role in the preparation or approval of any such submission 
for the entity, then that member shall disclose those facts to the Board or Committee, as 
the case may be, to the extent permitted consistent with the member’s professional 
responsibility. 

 
(b)  Upon receipt of a disclosure under subsection (a), the Board or the Committee, as the 
case may be, then shall decide by majority vote whether or not the member shall be 
recused or, if the vote had already occurred, whether any re-vote is necessary.  Except for 
communications made to the entire Board or Committee, the member shall recuse himself 
from consideration of whether recusal or re-vote is necessary.  If the member concludes 
that no disclosure is permissible consistent with the member’s professional 
responsibilities to the client, then the member shall recuse himself. 

 
5. If a member believes that another member may have failed to disclose a representation or 

other facts required to be disclosed by these rules, that member shall so inform the 
President or Chair.  If a member believes that the President or Chair has failed to disclose 
such matters, the member shall advise the Committee or Board as a whole. 
 

6. If a member learns at a time before the brief is filed that he should have recused himself, 
he shall promptly so advise the Chair or President who shall decide whether or not a re-
vote is necessary after advising the Committee or Board of the relationship. 

 
The Board recommends that all briefs state in a footnote: 
 

Pursuant to Supreme Court Rule 37.6, the Association states that this brief was not 
authored in whole or in part by counsel to a party, and that no monetary contribution to 
the preparation or submission of this brief was made by any person or entity other than 
the Association and its counsel.  Specifically, after reasonable investigation, AIPLA 
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believes that (i) no member of its Board or Amicus Committee who voted to file this 
brief, or any attorney in the law firm or corporation of such a member, represents a party 
to this litigation in this matter, (ii) no representative of any party to this litigation in this 
matter participated in the authorship of this brief, and (iii) no one other than AIPLA, or 
its members who authored this brief and their law firms or employers, made a monetary 
contribution to the preparation or submission of this brief. 

 
(Board of Directors Meeting – March 14, 2002. 
Revised by Board of Directors – February 2 and 4, 2006; December 12, 2012; 
and May 17, 2014.) 
 
 
830-36 Amicus Committee Policy and Procedures 
 

RESOLVED, that the Board of Directors adopts the following procedures for the Amicus 
Committee and for determining when the Association will file an amicus brief: 
 
 1. Foreign Affiliate Members are not eligible for membership on the Amicus 

Committee. 
 
 2. The Amicus Committee is charged with initial consideration of requests to review 

cases for possible amicus brief participation.  As a result, all requests for the filing 
of amicus briefs are to be directed to the Chair of the Amicus Committee.  The 
Chair of the Committee, after consultation with the Vice Chair, or the Board 
Liaison if one of them has a conflict, may elect not to distribute the materials to 
the Committee members if he or she believes the case is so inappropriate for 
consideration as not to require the investment of the time of the members of the 
Amicus Committee and Board.  Any counsel taking exception to a ruling by the 
Chair of the Amicus Committee may contact the AIPLA President for 
reconsideration. 

 
 3. In responding to requests for the filing of amicus briefs, the Chair of the Amicus 

Committee is to provide written information to counsel for the parties to advise 
them of its operating procedures and policies, as well as those of the Association.  
Counsel for the parties should be particularly informed that: 

 
  a. The fact that AIPLA is considering whether to file a brief is not to be 

taken as suggesting that AIPLA believes that the Court has made an error, 
or that AIPLA will eventually decide to file a brief. 

 
  b. If the Amicus Committee does not recommend the filing of a brief, or if 

the AIPLA Board decides not to file a brief, such a decision is not to be 
taken as a position by AIPLA on the issues in the case in question, and 
AIPLA would consider it inappropriate for a party to attach any particular 
significance to such action by AIPLA in any brief or argument to a court. 

 
  c. Once a case is considered by AIPLA, AIPLA retains total control over its 

position in the case, even if that position might be inconsistent or adverse 
to the position of the party who brought the case to AIPLA’s attention.  
Consequently, any party who brings a case to the attention of AIPLA may 
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not “withdraw” the case from consideration if such party does not agree 
with any position taken by AIPLA. 

 
 4. The operating procedures and policies of the Amicus Committee must comply 

with the Bylaws of the Association and any Past Actions of the Board of Directors 
which are still in effect.  However, subject to approval of the Board, the Amicus 
Committee may establish such other procedures, policies and materials that are 
reasonably necessary for it to carry out its work. 

 
 5. After the materials are distributed to the Committee members, they may meet and 

discuss the case during the next regularly scheduled meeting of AIPLA.  If time 
does not permit a face-to-face meeting, a vote will be taken by mail or email on 
whether each Committee member believes AIPLA should file a brief. 

 
 6. In cases in which the AIPLA Amicus Committee reaches a consensus that a brief 

should be filed, the Committee will make an appropriate recommendation to the 
Board of Directors.  The Board then will consider this recommendation at its next 
meeting, or if time does not permit, by mail or e-mail, or in an emergency 
situation, through its Executive Committee or by telephone conference call. 

 
 7. A two-thirds vote of the Board of Directors voting is necessary to approve filing 

of any amicus brief on behalf of the Association. 
 

(Board of Directors Meeting – November 1, 2003; 
Retained by Board of Directors – February 1, 2014.) 
 
 
830-39 USPTO Inter Partes Patent Proceedings Committee 

 
RESOLVED: 
 
(1) That the name of the Interference Committee shall be changed to  USPTO Inter 
Partes Patent Proceedings Committee, AND 
 
(2) That the following committee description be adopted: 
 

USPTO Inter Partes Patent Proceedings Committee 
 
Sec. 1.  This committee shall: 
 
(a) Inform itself of all significant decisions and trends in the U.S. Patent and 

Trademark Office and the Federal courts bearing on formal and substantive 
aspects of inter partes proceedings before the Board of Patent Appeals and 
Interferences, namely, patent interferences, inter partes reexamination 
proceedings, and any future post-grant review and derivation proceedings and 
make recommendations to the Board of Directors in regard thereto; 
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(b) Study existing problems of formal and substantive law and practice pertaining to 
inter partes proceedings before the Board of Patent Appeals and Interferences as 
may from time to time come to its attention, and make recommendations to the 
Board of Directors in regard thereto; and 

 
(c) Consider proposed legislation and rule changes which from time to time may be 

made insofar as these relate directly or indirectly to formal and substantive 
aspects of inter partes proceedings before the Board of Patent Appeals and 
Interferences, and make recommendations to the Board of Directors in regard 
thereto. 

 
Sec. 2.  This committee shall coordinate its activities with the Patent Law 
Committee. 

 
(Board of Directors Meeting – September 12, 2009.) 
 
 
830-40 Amicus Policy and Procedures 
 

Whereas AIPLA’s participation in litigation through its amicus curiae filings represents 
an important aspect of the Association’s advocacy for improvements in intellectual 
property law; and 
 
Whereas AIPLA’s reputation as a source for highly substantive contributions in its 
judicial advocacy depends on careful attention to the quality of the Association’s amicus 
briefs; 
 
RESOLVED, that a 2/3 affirmative vote of a working quorum of the Board of Directors 
shall be required to approve: 
 

(1) A motion to participate in a case as amicus curiae; 
 
(2) A motion that states the substantive position to be articulated in an amicus brief; 

and/or 
 
(1) A motion to authorize the filing of a completed brief in the case at hand or to 

approve the brief substantially and delegate its completion and filing. 
 

(Board of Directors Meeting – January 27, 2010.) 
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830-41 Public Appointments Committee 
 
That the Charter of the Public Appointments Committee be amended so that “office in the 
courts of the United States” reads “federal office,” thereby changing the jurisdiction of 
the Public Appointments Committee to candidates for office both in the executive branch, 
such as the USPTO, and the legislative branch, such as the Copyright Office, as well as in 
the judicial branch, such as the Federal Circuit. 

 
(Board of Directors Meeting – February 14, 2013.) 
 
 
840-02 Quarterly Journal Editorial Board 
 

It was proposed that the Quarterly Journal Editorial Board members should serve three 
year, non-renewable terms.  The Editorial Board members were divided up into three 
groups, based on expertise, with the initial terms beginning in October, 1997. The first 
group’s term would thus end in October of 1998, but those members’ terms could be 
renewed for three years.  The second and third groups’ terms would end in October of 
1999 and 2000 respectively and would not be renewable.  A motion to adopt this scheme 
was approved. 
 

(Board of Directors Meeting – July 10, 1997. 
Retained by Board of Directors – January 23, 2008.) 
 
 
840-04 Publications 

 
RESOLVED, it shall be the policy of AIPLA that the following disclaimer be used for 
any article, developed by a Committee or Subcommittee of the Association, published in 
the Quarterly Journal or other publication, and which expresses a view that has not been 
adopted by the Board of Directors as an official policy of the Association: 
 
Unless expressly stated, material contained herein shall not be construed as actions or 
positions of the American Intellectual Property Law Association to be such.   
 
RESOLVED FURTHER, the following illustrative disclaimer be used in connection with 
educational materials posted on the web site:   
 

These materials have been posted by AIPLA for informational purposes only and are 
not legal advice.  Do not act in reliance upon this information without seeking 
professional counsel.   Unless expressly stated, materials posted on this web site 
should not be construed as actions or positions of the American Intellectual Property 
Law Association to be such. 

 
(Board of Directors Meeting – December 3, 2003; 
Retained by Board of Directors – February 1, 2014.) 
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840-06 Publications 
 

 RESOLVED, that the American Intellectual Property Law Association adopts the 
following disclaimer to use with the trademark sample pleadings publication:   

 
Disclaimer 
 
AIPLA provides these sample pleadings “as is” for informational purposes only. These sample pleadings do 
not include or contain legal advice, do not create an attorney-client relationship between the AIPLA and you, 
and are not endorsed, sponsored, approved or otherwise sanctioned by AIPLA.  These sample pleadings may 
not be up to date and may contain legal authority that is not controlling in your jurisdiction or be based on 
information that is not relevant to your case.   You should not use these sample pleadings without seeking 
professional counsel.   
AIPLA MAKES NO REPRESENTATIONS OR WARRANTIES OF ANY KIND, EXPRESS OR 
IMPLIED, AS TO THESE SAMPLE PLEADINGS.  AIPLA EXPRESSLY DISCLAIMS ALL OTHER 
GUARANTEES, WARRANTIES, CONDITIONS AND REPRESENTATIONS OF ANY KIND, EITHER 
EXPRESS OR IMPLIED, WHETHER ARISING UNDER ANY STATUTE, LAW, COMMERCIAL USE 
OR OTHERWISE, INCLUDING IMPLIED WARRANTIES OF MERCHANTABILITY, FITNESS FOR A 
PARTICULAR PURPOSE, TITLE AND NON-INFRINGEMENT. IN NO EVENT SHALL AIPLA OR 
ANY OF ITS DIRECTORS, OFFICERS, EMPLOYEES, AGENTS OR AFFILIATES BE LIABLE, 
DIRECTLY OR INDIRECTLY, UNDER ANY THEORY OF LAW (CONTRACT, TORT, NEGLIGENCE 
OR OTHERWISE), TO YOU OR ANYONE ELSE, FOR ANY CLAIMS, LOSSES OR DAMAGES, 
DIRECT, INDIRECT, SPECIAL, INCIDENTAL, PUNITIVE OR CONSEQUENTIAL, RESULTING 
FROM OR OCCASIONED BY THE CREATION, USE OF OR RELIANCE ON THIS SITE (INCLUDING 
INFORMATION AND OTHER CONTENT) OR THE INFORMATION, RESOURCES OR MATERIAL 
ACCESSED THROUGH THIS WEBSITE. 
This website may be considered advertising in your jurisdiction. 

(Board of Directors Meeting – January 29, 2005. 
Retained by Board of Directors – July 13, 2016.) 
 
 
850-05 Meetings – Attendance 
 

The Board voted to invite the American Bar Association’s Intellectual Property Section’s 
Legislative Consultant to attend AIPLA Board meetings in addition to the Chairman. 

 
(Board of Directors Meeting – January 24, 1996. 
Retained by Board of Directors – January 24, 2007. 
Retained by Board of Directors – July 19, 2017.) 
 
 
850-14 Meeting Materials 
 

RESOLVED, content from previous stated meetings and stand-alone CLE programs will 
be placed on the website in a searchable form, where appropriate and feasible, and an 
online index will be developed for content from previous stated meetings and stand-alone 
programs, whether the content is online or not. 

 
(Board of Directors Meeting – March 13, 2003; 
Retained by Board of Directors – February 1, 2014.) 
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870-01 Code of Professional Responsibility 
 

RESOLVED that the American Intellectual Property Law Association, in accordance 
with Article I of its Bylaws, hereby adopts as its Code of Professional Responsibility the 
Model Rules of Professional Conduct of the American Bar Association, including all 
amendments made thereto in the past or the future, except that (a) if a member objects to 
any future amendment within six months of its adoption by the ABA, that amendment 
will be considered by the Committee on Professionalism and Ethics, which shall made a 
recommendation to the Board if the Committee believes the amendment should not be 
part of the AIPLA’s Code of Professional Responsibility, and (b) the AIPLA will not 
object to actions taken by its members if they are in accord with standards of conduct 
adopted by a State in which the member is admitted to practice or by the United States 
Patent and Trademark Office. 
 

(Board of Directors Meeting – April 22, 1999. 
Retained by Board of Directors – January 30, 2010.) 
 
 
900-03 Awards 
 

RESOLVED that, the administration of the Jan Jancin Award should be as follows: 
 
1. The AIPLEF Foundation be and is hereby authorized to assume administration 

of the Jan Jancin Award in terms of:  sending out letters to law schools to 
solicit nominees, reviewing all nominee materials received and making the 
selection as to the award recipient; it being understood that the Award criteria 
would remain unchanged. 

 
2. The amount of the award be increased to $5,000, with both AIPLA and the 

ABA-IPL Section contributing to the AIPLEF $1,500 to fund the award, with 
the additional $2,000 coming from the interest earned on the NCIPLA–Jan 
Jancin Endowment. 

 
3. The award would continue to be given in alternate years by the ABA/IPL 

Section, and then by AIPLA, with the two organizations continuing to pay for 
travel for the award recipient and any related expenses for attending the 
meeting and social functions. 

 
4. The Jan Jancin Award will continue to be recognized as sponsored by the 

ABA/IPL Section, AIPLA and the NCIPLA endowment. 
 

(Board of Directors Meeting – January 25, 2003; 
Retained by Board of Directors – February 1, 2014.) 
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900-04 Awards 
 

RESOLVED, that the Board establish AIPLA Awards in four categories: 
 

1. Project Awards 
2. President’s Awards for Outstanding Service in Fostering AIPLA’s 

Mission and Goals, and  
3. Board Awards for Excellence in Fostering Intellectual Property Law 
4. Committee of the Year Award 

 
FURTHER RESOLVED, that the Board establish an Awards Committee composed of 
the Immediate Past President, outgoing Board Members, and Executive Director to 
receive and review Award nominations and to make recommendations to the President 
and to the Board respectively for specific Award recipients. 

 
(Board of Directors Meeting – May 13, 2003. 
Revised by Board of Directors – May 3, 2013, and March 20, 2014.) 
 
 
900-05 Awards 

 
RESOLVED, that the American Intellectual Property Law Association adopts the 
following guidelines for the granting of AIPLA Awards: 
 
1. The Awards Committee should solicit input from the President on nominations 

for individuals to be considered for the President’s Outstanding Service Award.  
After completing its deliberation, the Awards Committee should privately 
propose at least three individuals to the President for his or her consideration. 
Board approval of the individual selected for the President’s Outstanding Service 
Award is not required, although it is understood that a President may choose to 
consult with the Board on the selection. 

 
2. Current members of the Board of Directors and Executive Committee are not 

eligible to be considered for any award.  Past Presidents of AIPLA are eligible 
for the President’s Outstanding Service Award, but only for service and 
contributions made after their term of office. 

 
3. Not more than one President’s Outstanding Service Award and one Board’s 

Excellence Award should be presented each year in the absence of special 
circumstances. 

 
4. The Awards Committee should present its recommendations to the Board for the 

Board’s Excellence Award at the Spring Meeting (or at the latest, the July Board 
Meeting). 

 
5. Conflicts 

• An Awards Committee member may not nominate nor participate in the 
consideration of a grant of an award to a member or employee of his or her 
firm or company. 
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• A member of the Awards Committee may nominate and vote for an 
individual with which that member has a business relationship, but should 
disclose that relationship. 

 
6. The Awards Committee should make efforts to tailor the physical award given, 

when possible, to reflect the specific contribution of the awardees.  It is the 
consensus of the Committee that, in the long term, it would be beneficial for the 
form of the President’s Outstanding Service Award and the Board’s Excellence 
Award to be standardized, in order to add to the prestige and recognition of the 
award within the IP community.  On a longer term basis, the Committee will 
begin work to standardize the physical awards for each category to reflect 
significance and importance of the awards.  

 
7. The Awards Committee should emphasize the President’s Outstanding Service 

Award is presented for service to or within AIPLA, while the Board’s Excellence 
Award focuses on the impact to the larger intellectual property community. 

 
8. The Awards Committee should solicit nominations of individuals for the AIPLA 

Project Award from Committee Chairs as well as from the Board and Executive 
Committee. 

 
9. The Awards Committee shall solicit nominations for the Committee of the Year 

Award from the Board and Executive Committee. 
 
10. The Committee of the Year Award shall be presented to the AIPLA committee, 

including any appointed or special committee, which has demonstrated 
extraordinary service to the organization, its members, and/or to the IP 
community.  It shall be awarded in recognition of a committee’s efforts and 
excellence in activities and communications, judged with reference to the 
Strategic Plan and the mission of the committee.  The Committee of the Year 
Award typically shall be given to only one committee each year, but the Awards 
Committee can choose more, if appropriate.  The Committee of the Year Award 
typically shall be presented to the committee’s leadership who led the committee 
during the year for which the Award is being given. 

 
(Board of Directors Meeting – December 2, 2004. 
Revised by Board of Directors – May 3, 2006; May 3, 2013; and March 20, 2014.) 
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900-06 Fellows 
 
RESOLVED, that the American Intellectual Property Law Association (AIPLA) supports 
the creation of an Annual AIPLA Fellows Writing Competition as  follows: 

 
(1) The Competition will managed by the Fellows Committee under the 

oversight of the AIPLA Board of Directors; 
(2) The competition will be limited to members of AIPLA within certain 

defined classes of membership;  
(3) The topic for each Competition will be selected by the Fellows with the 

goal of fostering scholarship; and, 
(4) The prize will be provided by funds from the Fellows Fund as approved 

by the Board, and may be augmented by individual donations from the 
Fellows. 

 
(Board of Directors Meeting – March 9, 2006. 
Retained by Board of Directors – July 13, 2016.) 
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