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Via Email: fldys@samr.gov.cn
L FHEE: fldys@samr.gov.cn

Re: Comments regarding “Draft Anti-monopoly Guidelines in the Field of
Standard Essential Patents” (June 30, 2023)
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Dear Sir or Madam,
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The American Intellectual Property Law Association (“AIPLA”) appreciates the opportunity to
comment on the June 30, 2023, China State Administration of Market Regulation (SAMR) draft
Antimonopoly Guidelines in the Field of Standard Essential Patents.
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AIPLA is a national bar association of approximately 7,500 members engaged in private or
corporate practice, in government service, and in the academic community. AIPLA members
represent a wide and diverse spectrum of individuals, companies, and institutions involved
directly or indirectly in the practice of patent, trademark, copyright, trade secret, and unfair
competition law, as well as other fields of law affecting intellectual property. Our members
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represent both owners and users of intellectual property. Our mission includes helping establish
and maintain fair and effective laws and policies that stimulate and reward invention while
balancing the public’s interest in healthy competition, reasonable costs, and basic fairness.
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The absence of comments on any part does not reflect support or lack of support of this part by
AIPLA.
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We appreciate the opportunity to provide these comments on the Draft Anti-monopoly
Guidelines in the Field of Standard Essential Patents, and we would be happy to answer any
questions that our comments may raise.
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Sincerely,
el

Brian H. Batzli
President
American Intellectual Property Law Association
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Draft Guidelines
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5. A patentee or
patent applicant
participating in the
formulation and
revision of a standard
shall, in accordance
with the rules of the
standard-setting
organization, timely
and fully disclose the
patents that it owns
containing claims the
participant believes
to be essential claims

at any stage of the
formulation

and revision of the
standard to the SDO
relevant to the
standard , and may
disclose other
patents of which it is
aware.and-atthe

same-time provide
cofresponding

. il
and-be
responsiblefortheir

authenticity.... If the

SDO normally
accepts disclosure

after the standard is
finalized and
published such
disclosure is
considered timely.

First, the proposed
regulations are
unclear regarding the
scope of disclosure.
In disclosing patents
as essential, almost
all SDO’s permit
disclosure of patents
that may be
essential; they do not
require a
representation or
declaration that the
patent is in fact
essential. The draft
fails to address this
critical distinction.
Second, Section 5
appears to require
disclosure of all
patents owned by a
participant, rather
than only those
patents participant is
disclosing relative to
a standard. . This
would impose an
undue burden and
likely result in over-
disclosure of
irrelevant patents.
Over disclosure is
also likely if
disclosure is required
before the standard
or claims are
finalized. AIPLA
proposes that
Section 5 be
amended to reflect
that only patents with
claims believed to be
essential need be
disclosed and that
doing so after the
standard has been
finalized may be
considered timely if
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the SDO’s policy
permits disclosure
after finalization. .
Also, it is unclear
what supporting
materials required by
Section 5 might
include. AIPLA would
not support a
requirement for claim
charts or other costly
measures to enable
statements of
essentiality.
6 6. “Where a specific | Some standards
patent has is known | development
Mfesikfa to have been covered | Organizations, have
T AEMLEEM | by license a “blankgt” patent
JRAE PRI R | commitment on the declaration system,
LR, P E | basis of the principles under which patents
Ve . are not specifically
LRIBNFiLEF | of fairness, identified when
¥ 2RI, B | reasonableness and | geciared. In such
M55k N | non-discrimination, cases, the patent
ZLA|SLiE VT | or the SDO’s patent | holder may not know
N E, FFE | policy definition of what patents are
Zil N[ &%1%% | fair, reasonable and covered by a FRAND
Fszifeis v] &£ | non-discriminatory commitment. AIPLA
Yy, Bdifess | licensing, the offers language to
LRIV R | standard essential correct that.
AR RS | patentee shall, when | o0 e ERAND
VAR assighing or may be different from

transferring the
patent, inform the
assignee in advance
of the content of the
patent
implementation
license commitment
and ensure that the

assignee agrees-to-be

is legally bound by
the patent

implementation
license commitment,
i.e. the standard
essential patent
license commitment
shall have the same
effect on the
assignee...”

the language used in
the SDO’s patent
policy, and where it
is, should use the
patent policy
definitions.

For example, the
regulations could
require that the
assignor require that
the assignee accept
the patent subject to
all standards-
essential obligations.
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7. 7 (second Paragraph 2 of
unnumbered Article 7 stipulates
ERMAA %, i | paragraph) that “Both the SEP
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good faith negotiation
on the licensing of
standard essential
patent will increase
the risk of exclusion
and restriction of
competition in the
relevant market. Both

process”. However,
in practice, due to
nature of evidence,
"prove that they are
not at fault in the
above process "
faces issues, such as
difficulty in proving
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The market share of
the standard essential
patentee and the
competition situation
in the relevant

market. Generallythe
standard-essential

PRI R R} RS i
P £ % the SEP owner and ewden(_:(.e, poor
Vot the standard operability, etc. On
; the contrary, "prove
implementer may .
prove that they are trﬁt tr;te" otherbparty IS
not at fault or that the ? a_lél may be more
other party is at fault easibe. .
in the above- Therefore, it is
mentioned process, suggested that
ide the Pa.ragraph 2 of
provide the Article 7 be amended
corresponding to " Both the SEP
supporting documents | owner and the
and take responsibility | standard
for the authenticity of | implementer may
the supporting prove that they are
documents provided." not at fault or that the
other party is at fault
in the above
process".
11.(1) 11.(1) As written, the first

paragraph of Article
12 ignores the
possibility of
opportunistic conduct
by the users of
standards essential
patents.

This proposed edits
solves this problem,
and also brings it in
line with subsection
(1) of article 12 which
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acknowledges that
the behavior of both
parties is relevant.

Factor 2 does not
account for either (a)
the many failures
that may have been
tested before a
solution was found
that was the subject
of the essential
patent claim, nor (b)
that the value to the
consumer is
measured in what
the consumer will
pay for the feature
enabled by the
patented invention
being used by the
product or service.

Factor (3) is
confusing since there
may not be any
historical royalty rate
for the specific
invention being
licensed. Moreover,
rates depend on
other terms and
conditions in the
negotiated patent
license. Comparing
rates requires a
comparison of all of
the terms of the
license agreements
and the interests and
business models of
the parties to such
agreements.

AIPLA objects to
Factor (6) because it
does not reflect how
licensing is
conducted.

Article 12
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“However, the

standard essential
patentee may abuse
its dominant position

As written, the first
paragraph of Article
12 ignores the
possibility of
opportunistic conduct
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standard essential
patent at an unfairly
high price to exclude
or restrict
competition, At the
same time, the
technology user may
engage in abusive
tactics to avoid
paying FRAND rates.
and-the Therefore, the
following factors may
be taken into account
in the specific
analysis:

(Factors of concern to
AIPLA)

(2) Whether the royalty
rate is significantly
higher than

ble ki ical
royalty-rate-orroyalty
rate-tevels a reasonable
return on the
patentee’s R&D
investment and_the
value the patented
feature provides to the
user;

(3) Whethertheroyalty
e cianifi |
higherthan
ble ki ical
royatty-rateorroyalyy
ratelevels:

and also brings it in
line with subsection
(1) of article 12 which
acknowledges that
the behavior of both
parties is relevant.

Factor 2 does not
account for either (a)
the many failures
that may have been
tested before a
solution was found
that was the subject
of the essential
patent claim, nor (b)
that the value to the
consumer is
measured in what
the consumer will
pay for the feature
enabled by the
patented invention
being used by the
product or service.

Factor (3) is
confusing since there
may not be any
historical royalty rate
for the specific
invention being
licensed. Moreover,
rates depend on
other terms and
conditions in the
negotiated patent
license. Comparing
rates requires a
comparison of all of
the terms of the
license agreements
and the interests and
business models of
the parties to such
agreements.
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reasonably-adjusted AIPLA objects to
theroyaltyratein Factor (6) because it
accordancewith-the does not reflect how
changes-in-theguantity | licensing is
and-guality-of the conducted.
standardeccantial
patents;

Article 13: The Suggest adding Under the patent

article provides a
list of seven factors
to be considered.

another factor, as
sub-section 8 as
follows:

“(8) Once a specific
unit of product is
licensed, the
patentee’s right is
“‘exhausted” with
respect to that unit of
product, and the
patentee may not
demand additional
royalties for the same
unit of product, either
upstream or
downstream
suppliers or
purchasers.”

exhaustion doctrine,
once a specific unit
of product is
licensed, the
patentee’s right is
“‘exhausted” with
respect to that unit of
product, and the
patentee may not
demand additional
royalties for the
same unit of product,
either upstream or
downstream
suppliers or
purchasers.




