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Re:  AIPLA Comments on Certain Stipulations on Regulating Behavior of
Application for Trademarks (Draft) of CNIPA (KUY RS Ax B TEMAT )

Dear Sir or Madam,

The American Intellectual Property Law Association (AIPLA) is pleased to submit comments
in response to an announcement dated February 12, 2019 from the National Intellectual Property
Administration of the People’s Republic of China (CNIPA) soliciting opinions on draft
stipulations regulating behavior of applications for trademark (“Draft Stipulations”), and attach
a table listing our detailed comments, some of which are also summarized below.

AIPLA is a national bar association of approximately 13,500 members engaged in private or
corporate practice, in government service, and in the academic community. AIPLA members
represent a wide and diverse spectrum of individuals, companies, and institutions involved
directly or indirectly in the practice of patent, trademark, copyright, trade secret, and unfair
competition law, as well as other fields of law affecting intellectual property. Our members
represent both owners and users of intellectual property. Our mission includes helping establish
and maintain fair and effective laws and policies that stimulate and reward invention while
balancing the public’s interest in healthy competition, reasonable costs, and basic fairness.

Due to time constraints, AIPLA focused its comments on only Articles 3 and 7 of the Draft
Stipulations. The absence of comments on other articles does not necessarily reflect support or
lack of support of these articles by AIPLA.

AIPLA commends the China Intellectual Property Administration (CNIPA) on its efforts to
strengthen trademarks against attacks by bad-faith trademark applicants. AIPLA appreciates
the opportunity to provide comments to the Draft Stipulations, which address the widespread
problem of bad faith trademark applications. AIPLA would welcome the opportunity to provide
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additional comments on any specific revisions to the language of the Draft Stipulations that may
be drafted and proposed in response to this initial round of comments.

“Trademark squatters” is a term applied to those who file trademark applications targeted
against brands in use in China or elsewhere, typically with the purpose of disrupting business
operations, confusing the public, and holding up the legitimate brand owner to force them to
purchase the trademark application. Trademark squatters hoard trademark applications and
registrations for the purpose of assigning registered trademarks for profit, rather than with actual
use or any intent to use. Many bad faith trademark applications target brands that are familiar
or well known by the relevant public within or outside China. AIPLA commends CNIPA on
its proposal to include Articles 3(1), 3(2) and 3(3), which appear to be targeted against conduct
that would be considered “trademark squatting” or “trademark hoarding.”

Facing the prospects of bad faith trademark applications by such trademark squatters, some
responsible brand owners have resorted to defensive trademark applications. “Defensive
trademark applications” are filed more broadly than the actual or intended use of the trademark
to protect against dilution of the distinctive character of the trademark or to prevent confusion
of consumers who may otherwise understand the trademark as indicating a connection with the
owner of a widely recognized, well known, or familiar trademark. Many enterprises, including
Chinese enterprises such as Alibaba, Xiaomi, Wuliangye, have filed defensive applications. It
would be a beneficial if the Trademark Law and Draft Stipulation were so successful against
bad faith trademark applications that defensive trademark applications were no longer
necessary. Until such time as bad faith trademark applications and registrations are eliminated,
AIPLA requests clarification that defensive trademark applications protecting widely
recognized, well known, or familiar trademarks by the owner(s) of such trademarks are not
considered bad faith trademark applications in Article 3.

We appreciate the opportunity to provide these comments on the Draft Stipulation, and we

would be happy to answer any questions that our comments may raise.

Sincerely,

Sheldon H. Klein
President
American Intellectual Property Law Association

Attachment: Table of AIPLA Comments to Certain Stipulations on Regulating Behavior of
Application for Trademarks (Draft)
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Article 1
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To regulate the behavior of application for
trademarks and maintain normal trademark work
order, these Provisions are formulated in
accordance with the Trademark Law of the People's
Republic of China (Trademark Law) and the
Regulations for the Implementation of the
Trademark Law of the People's Republic of China.
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Avrticle 2

RIERIVEME, MAEEFZEERNPEXNE MK
ERFSBREFHRETANNLRER, FELERE
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Those applying for trademark shall actually need the
exclusive right to use the trademark for the goods or
services in the production and business activities,
and shall not impair the existing prior rights of
others.

RIXFEFREBRIFREMEBIFN, NHERE
. ERMMAENERINE, BFWSEERER,
AENEFEEHBHIREMATA,

Those submitting an application for trademark
registration for themselves or as agents shall
comply with the relevant provisions of laws,
regulations and rules, abided by good faith principle,
and shall not engage in abnormal application for
trademark registration.
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B3R
Article 3

AMEFFRIEER BIERRIMNIT AR

Abnormal application for trademark registration in
these stipulations refers to:

(=) EHARXARRAMNNHFRIBHITE
i, ZMhARE

(1) Applying for trademark registration by copying a
trademark well known to the relevant public and
passing off the goodwill of others;

AIPLA welcomes efforts to prevent the copying of
well-known, famous, widely recognized or familiar
trademarks. AIPLA notes that the draft uses the
term “/AAXBF 440" (known to public) rather than “It

2" (well-known) or "#&%” (world-famous). AIPLA
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requests clarification of the intended meaning and
scope of the term “/A 2 A 280",

AIPLA suggests that the standard required for a
trademark to be considered for protection under
Article 3(1) should not be unduly high and should
provide protection of trademarks that are
reasonably well known outside China by the
relevant public. The World Intellectual Property
Organization and the Assembly of the Paris Union
for the Protection of Industrial Property adopted a
Joint Recommendation Concerning Provisions on
the Protection of Well-Known Marks, September 20-
29, 1999 (WIPO Publication No. 833 (E); ISBN 978-
92-805-0858-1:
https://www.wipo.int/edocs/pubdocs/en/wipo _pub
833-accessiblel.pdf) (“Joint Recommendation”).
AIPLA respectfully suggests that Article 2 of the
Joint Recommendation be used as a benchmark for
determining whether a trademark is well known or
ought to be protected under Article 3(1).

(Z) #ERBIMEACEERFE —EFMEH
AR, AHERMATE

(2) Preemptively applying in anticipation for
registration of trademarks that have been used by
others and have certain influence, and
misappropriate the goodwill of others;

AIPLA welcomes efforts to prevent the preemptive
filing of bad faith trademark applications (a) in
anticipation of trademarks outside of China being
filed in China by the legitimate trademark owner, or
(b) that are in use without prior application in China.

(=) P RMEFAEREMAELRNF, Bk R
BEMEEAR. BT
[

(3) Preemptively applying for registration of the
same or a similar trademark where the prior rights
of others is apparently known or should have been
known;

AIPLA welcomes efforts to prevent the preemptive
filing of bad faith trademark applications (a) in
anticipation of trademarks outside of China being
filed in China by the legitimate trademark owner, or
(b) that are in use without prior application in China.
AIPLA recommends clarification that the same or a
similar trademark or the prior rights of others
referred to in Article 3(3) could be inside or outside
China.

(M) EEREEEM HEEFALEIBR,

(4) Repeatedly applying for trademark with apparent
improper purpose;

(£) ErfE N KERIBFIREM,
FRE;

REBTaE
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(5) Filing numerous trademark applications in short
time that apparently exceeds the reasonable limit;

AIPLA welcomes proposals to prevent bad faith
filing of trademark applications, which sometimes is
shown by numerous trademark applications in a
short time, particularly where the volume of the
trademark applications in a short time is greatly
disproportionate with the scale of the applicant’s
business enterprise or the bona fide products or
services of the applicant on sale or planned for sale
in China. AIPLA respectfully requests clarification
of the definition of “a reasonable limit” and “short
time”, including the factors to be considered, such
as scale and/or nature of business.

(X)) HIEFOEMBRZ AL ERRA,
mEHERSBISH T AR KRR

B X

(6) Filing applications for trademark without a real
intention to use the trademark, and actual need to
obtain the exclusive right to use the trademark for
goods or services;

AIPLA welcomes proposals to prevent filing of
trademark applications without an intention to use
them.

AIPLA respectfully requests clarification of the
meaning and scope of “real intention” and “actual
need”, and whether or how these terms may have a
meaning different than “good faith” intention.

Further, AIPLA respectfully requests clarification of
the proof required to establish "real intention” and
“actual need” or the lack of such: for example by
filing declarations and/or substantive evidence.

(t) HtBRHKLERRN, REMAGENGE
HEILE T HEEH PR ITEMITA

(7) Other trademark application and registration
behaviors that violates the good faith principle or
infringe on the legitimate rights and interests of
others, or disrupt the market operation order;

(\) B ASEFFREBNRIEHTAREE
(—) MEZF () WArREEMN IR IBEEMT
Ao

(8) Assisting others or acting as trademark agencies
in filing applications for trademark recited in items
(1) to (7) of this article.

LS
Article 4

MIFER BIFEFHROEMOTH, MEREFIRE.
B A K S Bl A A E R 1T IA T ARIE:

Abnormal applications for trademark shall be
handled according to the provisions of the
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Trademark Law and the Regulations for the
Implementation of the Trademark Law as follows:

(—) SRXHREMEIBO, ﬂ‘?TEF']—*T\/j&M_‘I'
NEERPIBARKERIEBEMRIFF R PER,
BELERIFIEEAEH, W?EW*T\/%M_‘I'/T\
NEE =+ REREBRFESNERNTEM,

(1) When applying for trademark registration, the
applicant shall submit relevant evidentiary materials
and explain the reasons for application in
accordance with Article 29 of the Trademark Law. If
there is no justifiable reason or the evidence is
insufficient, the application shall be rejected or not
allowed to be registered in accordance with Article
30 or Article 35 of the Trademark Law;

(Z) BEEREME, BTHREASE N+ MH&EAR
MU EMAESFERIGER EEIMER
TR

(2) When the trademark is registered by other unfair
means as stated in Article 44 of the Trademark Law,
the registered trademark shall be announced to be
invalid;

(=) BLBBIIMEFRN, BTRRASEA
“EIR Htt N REMAEIL, A TIE

(3) When the transfer of the acquired registered
trademark has any other adverse effects as stated
in Article 42 of the Trademark Law, the transfer shall
not be approved;

() BARREVMNEIELEE R ERHREMETT
AW, BTEIRESEAT/N\FAMRNEMALESF
Ex?tﬁLF‘T#ﬂtﬁﬂ?iﬁkfﬂﬁ TA, EANEHEE,
BREENFLEREANERRRIEY S,

(4) If a trademark agency engages in an abnormal
application for trademark, it shall be considered as
the act of disturbing the market order of the
trademark agency by other improper means as
stated in Article 68 of the Trademark Law, and shall
be recorded in the credit file. In the case of gross
violation, the agency shall be suspended on
handling trademark agency businesses.

EETR S
Article 5
SFIEIEE Elﬂlﬁﬁh\&ﬂﬂﬁ’] TA, BREREFRE B
FROESSEE BN EHRTAIE 259, TUABEHX

T3 414
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In addition to handling abnormal application for
trademark registration according to the provisions of
the Trademark Law and the Regulations for the
Implementation of the Trademark Law, the following
measures may be taken according to the actual
situation:

(—) EEZFMRAFNBBEFME IR (FERIR
FRERY EFUBIR, FHAEEERERREF
BT UM, HEXER THCERBUER G,

(1) Publishing on the official website of the CNIPA,
the China Intellectual Property News and the
national credit information sharing platform, such
that relevant departments can take relevant
disciplinary measures according to law;

(Z) AEFRMRFNENERHIBERES M
BRAFIES HIBEUGHYEM A B E T T AR,

(2) Deducting and marking the registered
trademarks obtained from abnormal applications in
the statistics of trademark applications of CNIPA;

(=) BERMR=NEERATFEE. HKFAK
i, ELETE. REFREXMEBFIAEAIEEER
BRREMNT AN, REBEDEMBIEFZILTE
L, ETmEN, BINEAEILERRIFEEIREME
TAHNEER EEWﬁQEWKH%ﬁEWT%
Ej]\ EEFSEZ

(3) Competent inteIIectuaI property authorities at all
levels shall refrain from granting subsidies, supports
or rewards; those that have already received these,
and are deemed to have filed abnormal applications
for trademark, subsidies, supports and rewards
shall be recovered in whole or in part according to
the circumstances; in the case of gross violation,
subsidies, supports or rewards shall not be granted
to the entity and its associated entities within five
years from the year in which they are deemed to
have filed abnormal applications for trademark;

(M) FHRRENMNEEIESBEFREMET
AR, BERFMRFNESHZE
ERBRABITELAR, FRTUHSTIZIEE
B REARRIEAMCE KRBT

BEERE

(4) Where a trademark agency engages in an
abnormal application for trademark, the CNIPA shall
conduct a rectification interview with its legal
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representative, and the trademark agency
associations shall adopt measures to discipline the
trademark agency and the related trademark agents
according to the law;

(1) BEIFIEERIBEFREMAITAREBAR.
REF. KA, BHTEMRIE
TR, MOEBER XIKERMERE.

(5) Fraudulent solicitation of financial aids, supports
and rewards through abnormal application for
trademark registration, if the circumstances are
serious enough to constitute a crime, the matter
shall be transferred to the relevant authorities for
investigation of criminal liability in accordance with
law.

Paxa gl

FINFK
Avrticle 6

KA EE DKL ER, DERNYHS
FTHEABRRELNYZ.

Before taking the measures listed in Article 5, the
entities involved shall be given an opportunity to
present their opinions when necessary.

Rt S
Article 7

BRMAFTNEER N SHEDFMIRF NS REX
‘. MRS S2AMBIRRENMACEREFIRE
i, BSEAREEFEERTNPEAEMERNT
Ao

The intellectual property departments at all levels
shall promote the high-quality development of
intellectual property rights, proactively guide the
public and trademark agencies to apply for
trademark in accordance with the law, and regulate
the use of registered trademarks in production and
business activities carried out by the public.

FEAERMDPANRIELEE RIEFIREMNITH,
TN EERMIRFRNEER. ERMIRFNEEE
ERFEFLINFLEFERBEFRIMOT AN, KLY
R EACELIE,

Any organization or individual who discovers an
abnormal application for trademark may report this
to the CNIPA. When the CNIPA receives a report or
discovers an abnormal application for trademark,
the CNIPA shall promptly handle it according to the
law.

AIPLA commends the provision that allows
reporting abnormal trademark applications. AIPLA
suggests clarification that such a report can be filed
at any time, including after other options have
expired. AIPLA further suggests that CNIPA make
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its disposition of the abnormal trademark application
publicly available.

'TE'{TQE,/\%D/\Akfjb/fﬂﬂﬁrh—\/ijﬁﬂzJ:'IEEEHJ\_—;’-—
FRERM, TTREERMIZ=NEHIR L #E R
1E, HERMZ=DUET EE.

Any organization or individual that finds a registered
trademark has not been used for three consecutive
years without a valid reason may apply to the CNIPA
for cancellation, and the CNIPA shall cancel this
trademark.

EVAGS
Article 8

AMER 2019 FF B HEM,TT.

These regulations shall come into effect on XX, XX,
2019
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