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STATEMENT OF INTEREST OF AMICUS CURIAE

The American Intellectual Property Law Associati¢fAIPLA”) is a
national bar association of more than 15,000 mesnke@gaged in private and
corporate practice, in government service, and hie &cademic community.
AIPLA represents a wide and diverse spectrum ofviddals, companies and
institutions involved directly or indirectly in thpractice of patent, trademark,
copyright, and unfair competition law, as well atev fields of law affecting
intellectual property. AIPLA members represent hbawners and users of
intellectual property.

AIPLA has received the consent of Appellants apgpdlee for the filing of
thisamicusbrief. In addition, this brief is submitted underthority of this Court’s
Order dated May 14, 2010, grantiag bancreview, in which the Court stated that

amici curiaemay submit briefs without leave of Court.

! After reasonable investigation, AIPLA believesttta no member of its Board
or amicus Committee who voted to prepare thisfbdeany attorney in the law
firm or corporation of such a member, represenpardy to this litigation in this
matter, (b) no representative of any party to fitigation participated in the
authorship of this brief, and (c) no one other tWdRLA, or its members who
authored this brief and their law firms or empl®yanade a monetary contribution
to the preparation or submission of this brief.
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SUMMARY OF THE ARGUMENT

The Court's May 14, 2010, Order directs briefimg four issues. AIPLA
respectfully submits that the Court should retebancaccording to the following
answers to each stated issue.

a) Following a finding of infringement by an accuseevide at

trial, under what circumstances is it proper fodastrict court
to determine infringement by a newly accused detiosugh
contempt proceedings rather than through new igkement
proceedings? What burden of proof is required taladsh that
a contempt proceeding is proper?

A request for a contempt order should continubdcaconsidered under the
two-question analysis of the Court’s decisionKiBM Fastening Systems, Inc. v.
H.A. Jones C@.776 F.2d 1522, 1532 (Fed. Cir. 1985), asking:ig1t appropriate
to hold a contempt proceeding? and (2) has thenatipn against infringement
been violated in a way that requires a contemglirigi? The appropriateness of
commencing contempt proceedings should be commitiethe district court’s
discretion, following application of the proceduralolorable differences” test
adopted inKSM In more refined terms this test asks whethealiegedly new
product implicates substantial new questions afngeément and uses principles of
claim preclusion to help answer that question.

b) How does “fair ground of doubt as to the wrongfidsef the

defendant’s conduct” compare with the “more thariocable
differences” or “substantial open issues of infrexgent” tests

in evaluating the newly accused device againstattiedged
infringing device?_See Cal. Atrtificial Stone Pavi@p. v.




Molitor, 113 U.S. 609, 618 (1885); KSM Fastening Sys. Mnc
H.A. Jones C0.776 F.2d 1522, 1532 (Fed. Cir. 1985).

The Supreme Court’s use of the phrase “fair grooindoubt” in California
Artificial Stone Paving confirms that the “substantial open question” of
infringement test adopted KSM is appropriate. The “substantial open question”
test applied in the claim preclusion and contenmpt@xt by this Court, as set forth
in KSM, is a workable test and is consistent w@hlifornia Artificial Stone
Shifting gears in favor of the particular semantid¢sCalifornia Artificial Stone
would remove clarity and deprive litigants of thenkfit of substantial case law
that has developed around the “substantial opestigné test.

c) Where a contempt proceeding is proper, (1) whatdearof

proof is on the patentee to show that the newlyised device
infringes (see KSM776 F.2d at 1524) and (2) what weight
should be given to the infringer’'s efforts to desayound the
patent and its reasonable and good faith belief of
noninfringement by the new device, for a findingarftemp?

This Court should continue to adhere to its preoédestablishing that
contempt is proper only when there is clear andricmmng evidence that the new
product is infringing in the same manner as theised product that was adjudged
to infringe at trial.

An infringer’s efforts to design around the patand its good faith belief

should play no role in a finding whether there iwialation of an injunction.

Those considerations should, however, play a rolesalecting the equitable



remedy for a violation of the order, which, in thstrict court’s discretion, should
be proportionate and intended to require complianceto punish.

d) Is it proper for a district court to hold an enjad party in

contempt where there is a substantial questioncaw/iether
the injunction is ambiguous in scope?

It is an abuse of discretion to find contempt of ambiguous injunction
where the defendant’s interpretation of the injiorctis found to be objectively
reasonable under all of the circumstances. Owtiner hand, if the enjoined party
was on notice of the ambiguity and had an oppasuta have that ambiguity
addressed judicially, failure to do so may operadea waiver of a subsequent
challenge based on such ambiguity.

Supplementary issue: Does a district court havehanity to enjoin

noninfringing conduct as well as infringing condwutd find contempt for

engaging in the enjoined noninfringing conduct?

This Court should confirm its precedent by holdihgt the scope of an
injunction should be “narrowly tailored” to prodesi the conduct specifically
found to be infringing, while affording the districourt discretion to impose the
scope of injunction that is necessary to deterréutafringement. This Court
should also rule that, in certain circumstances {as example, where there is
record evidence of a defendant’s bad faith reftgsatomply with district court

orders or of a competitive position unfairly ob&dnby the infringement), district

courts retain the inherent authority to do equigyemforcing injunctions against



noninfringing conduct as well, to ensure compliafsecreating a safety zone
around the infringed patent rights. Accordingly, instances where the district
court fashioned an injunction to address issuead®othan just infringement (such
as to account for the infringer's market entry atiter competition-related issues),
those issues must be addressed within the framewbik “narrowly tailored”
injunction supported by the record of its granting.

ARGUMENT

l. THE PROCEDURAL “COLORABLE DIFFERENCES” TEST
ADOPTED IN KSM SHOULD CONTINUE TO GOVERN
INITIATION OF CONTEMPT PROCEEDINGS SUBJECT TO A
DISTRICT COURT'S DISCRETION

The initiation of civil contempt proceedings alwaysquires a careful
balance of interests, as the Supreme Court explainenternational Union,
United Mine Workers v. Bagwelb12 U.S. 821, 830 (1994) (hereafteMlifie
Workers). Such a proceeding must be focused on its reah@drpose, which is
to coerce compliance with a court order, while melisected to punitive purposes.
Id.

In reaching this balance, district courts must hanaad discretion to enforce
their orders. This is because courts must have‘gbeer to impose silence,
respect, and decorum, in their presence, and salamiso their lawful mandates.”
Mine Workers 512 U.S. at 831. At the same time, the safegoérdppellate

review is vital because the contempt power is ugligtiiable to abuse.”Bloom v.



lllinois, 391 U.S. 194, 202 (1968). Unlike most areasaof, I'where a legislature
defines both the sanctionable conduct and the penal be imposed,” civil
contempt proceedings “leave the offended judgdysadsponsible for identifying,
prosecuting, adjudicating, and sanctioning the wmaicious conduct.” Mine
Workers 512 U.S. at 831.

Courts have also long recognized that the summapgcedures of a
contempt proceeding deprive a defendant of a juay-right and discourage
design-around activities, but have further acknogé=l that an injunction would
be meaningless if enforcement required a full-blawmil case. These competing
considerations were explained well by the Tentlt@irin McCullough Tool Co. v.
Well Surveys, Inc395 F.2d 230, 233 (10th Cir. 1968):

The question is presented as to how a patenteddsheuallowed to

proceed when following a successful infringement e infringer

modifies the infringing structure and continuesba$ore. Allowing

the patentee to proceed by a summary contempt gulowe in all

cases would unnecessarily deter parties from marcketew devices

that are legitimately outside the scope of the mgaite question. On

the other hand, to require in each instance thenpa¢ to institute a

new infringement suit diminishes the significandetlee patent and

the order of the court holding the patent to bédvahd infringed.

In identifying the threshold test to balance thesmsiderations, the
McCullough court applied the “colorable” differences test,den which the

“dividing point” between summary contempt procegdinand full-blown

infringement proceedings hinges on “whether thegaltl offending device is



‘merely “colorably” different from the enjoined dee or from the patent.”1d. In
invoking this test, thévicCulloughcourt described it as the standard “uniformly”
applied by courts.Id. Although the characterization of this test asifarmly”
applied was perhaps too strong, the Tenth Circast een joined by at least the
Second, Third, Eighth and Eleventh Circuits in emecbrg some form of the
“colorable differences” testk.g., Hopp Press, Inc. v. Joseph Freeman & Co., Inc.,
323 F.2d 636, 638 (2d Cir. 1963hterdynamics, Inc. v. Firma Wol653 F.2d 93,
98 (3d Cir. 1981)Siebring v. Hansen346 F.2d 474, 477 (8th Cir. 1965ure
Plus Mfg. Co. v. Kobrin719 F.2d 1114, 1118 (11th Cir. 1983).

Following these authorities, this Court KSM adopted the “colorable
differences” test for initiating contempt proceeghnn patent cases. In so doing,
this Court noted that the test is premised on hoed considerations, which it
deemed to be appropriate for meeting due procepsresnents in determining
whether a summary disposition is warranted overulkbfown infringement
proceeding.KSM, 776 F.2d at 1532. Under this procedural stand#nd district
court is able to utilize principles of claim andug preclusionrés judicatg to
determine what issues were settled by the origingland what issues would have
to be tried.” Id. If application of the “colorable differences” te®veals that
substantial disputed issues remain to be litigamahtempt proceedings are

inappropriate.ld.



In emphasizing the procedural nature of the “cditealifferences” test as
adopted, this Court ilKSM noted that some courts had utilized a “substahtive
standard for determining colorability in determminwhether a contempt
proceeding should be allowed, such as by referemtiee doctrine of equivalents
to determine whether differences were colorable. (citing Interdynamics 653
F.2d at 98-99: “In determining whether the changesde by the Trans Tech
product were merely colorably different and therefa contempt, it is necessary to
apply the well-established doctrine of equivaléhts. The KSM decision
emphasized that the initial question of propridtgantempt proceedings should be
a procedural question, to be followed by a substamivestigation in determining
whether the injunction had been violated, which Motequire a finding of
infringement. Id. at 1532.

This Court’'s adoption irKSM of a procedural approach to initiation of
contempt proceedings under the “colorable diffeesiictest was the right
approach, and this Courtesn bancopinion should reiterate that approach. As
illustrated by the analysis iKSM, the right test for the commencement of
contempt proceedings based on an infringer’s digion of an allegedly modified
product is best discerned by examining the prirsiplistifying commencement of
a summary contempt proceeding. Foremost amonmisii@cations for bypassing

the normal safeguards of a full litigation is thatian of claim preclusion—that the



adjudicated infringer has had its “day in courtfidathe underlying patent
infringement issue has already been adjudicatetthenproceeding in which the
injunction issued. Application of claim preclusion a patent case turns on
whether “the accused product or process in thengksaoit is ‘essentially the same’
as the accused product or process in the first s@iee, e.gNystrom v. Trex Co.,
Inc., 580 F.3d 1281, 1285 (Fed. Cir. 2009) (“Colorablenges in an infringing
device or changes unrelated to the limitationdhandlaim of the patent would not
present a new cause of action.”™) (citations orditte Roche Palo Alto LLC v.
Apotex, Ing 531 F.3d 1372, 1379 (Fed. Cir. 2008) (“Accuseddpcts “are
‘essentially the same’ where the differences betmteem are merely ‘colorable’
or ‘unrelated to the limitations in the claim oktpatent.”™).

In short, contempt proceedings and claim preclusioare a close analytic
relationship and common policy underpinnings. €fae, it makes good sense
and good law to continue to follow th&SM approach and rely upon the law of
claim and issue preclusion under the “colorabléedtinces” test in determining
whether a summary contempt proceeding is appr@prratieu of a full-blown
infringement proceedingSee KSM776 F.2d at 1532.

Looking to claim preclusion law, the “colorable fdifences” test for
initiation of a contempt proceeding thus shouldntun whether there is a

“substantial open question of infringement” presdnsolely by the differences



between the product adjudicated in the first case® the putatively new product
that is the subject of the proposed contempt pdinge This approached was
applied in the claim preclusion contextAgsumed LLC v. Stryker Corp.

It follows from Young Engineerthat claim preclusion does not apply

unless the accused device in the action beforedbd is “essentially

the same” as the accused device in a prior acttwden the parties

that was resolved by a judgment on the merits. uded devices are

“essentially the same” where the differences betwbem are merely

“colorable” or “unrelated to the limitations in tie&aim of the patent.”

525 F.3d 1319, 1324 (Fed. Cir. 2008) (citationstted); see alsdroche Palo Altp
531 F.3d at 1377 (samehtallco Mfg. Co. v. Foster256 F.3d 1290 (Fed. Cir.
2001) (same). Reference to claim preclusion law the benefit of providing a
large body of law to guide courts and litigantsirigcthe often-tough issue of
whether a summary contempt proceeding is warranted.

In sum, district courts must have broad discrettoninvoke contempt
proceedings. In guiding the district courts on éxercise of that discretion, this
Court should continue to apply the principles egpegl INKSM, with a focus on
the substantial open question test applied alsthenclaim preclusion context.
Application of these principles would permit distrcourts to navigate the narrow

path between insubstantial product changes anc ttiad are substantial enough

that a summary contempt proceeding is inappropriate



.  THE “FAIR GROUND OF DOUBT” LANGUAGE IS NOT A RIGID
TEST THAT SHOULD CROWD OUT THE “SUBSTANTIAL OPEN
QUESTION” TEST

The Supreme Court’s use of the phrase “fair grooindoubt” in California
Artificial Stone Paving Co. v. Molitorl13 U.S. 609 (1885), confirms that the
“substantial open question” of infringement tes@apropriate. “Fair ground of
doubt” in the context ofCalifornia Artificial Stonecase is best understood as
providing that an issue subject to legitimate debabuld warrant the need for a
full adjudication, as compared to summary procegglin Reading too much into
the semantics of the phrase “fair ground of douktuld, however, invest that
language with too much significance. As descrilvethe preceding section, the
“substantial open question” test applied in theinclgreclusion and contempt
context by this Court is a workable test. It iscakonsistent witlCalifornia
Artificial Stone Resorting to the semantics Gélifornia Artificial Stonewould
remove clarity and deprive litigants of the benefitsubstantial case law that has
developed around the “substantial open questiast’ te
lll.  THE COURT SHOULD CONTINUE TO ADHERE TO THE CLEAR-

AND-CONVINCING STANDARD FOR PROOF OF
INFRINGEMENT TO SUSTAIN A CONTEMPT FINDING

Because contempt proceedings are generally dewdkdut the formalities
of a full trial, courts (including this Circuit) ka uniformly held the movant to the

heavy burden of proving a violation by “clear armhwincing evidence.” KSM,

10



776 F.2d at 1524 (citing 11 C. RM5HT & A. MILLER, FEDERAL PRACTICE AND
PROCEDURE CiviL 8§ 2960 at 584-91 (1973) (collecting casegsge also, e.g.
Kansas City Power & Light Co. v. NLRB37 F.2d 77, 79 (8th Cir. 1943) (noting
“unanimous” agreement by appellate courts that éavly burden of proof rests
upon the party urging contempt”). The appropriassnof this rule is confirmed by
the fact that the patent owner has the option gfatmg a fresh infringement
proceeding should it wish to have its claims detidg a jury and measured by the
lower preponderance standard. Although this optnaty not be as expedient as a
contempt proceeding, a second infringement actioalavlikely be expedited by
the district court through adoption of prior rulg)gsuch as claim-construction
rulings.

In addition, application of a heightened burderpajof is consistent with
the Supreme Court’'s admonition @alifornia Artificial Stone Pavingthat a
finding of contempt is not proper “where there ifaa ground of doubt as to the
wrongfulness of the defendant’s conduct.” 113 W&i$%18. Indeed, many circuits
have invoked that very language in support of teatened burden of proof.
See, e.gKing v. Allied Vision65 F.3d 1051, 1058 (2d Cir. 1995) (noting need fo
heightened burden of proof in view of “potent” na&wf contempt order, and
citing California Artificial Stone Paving A.H. Robins Co. v. Fadely99 F.2d

557, 559 & n.4 (5th Cir. 1962lKansas City Power & Light Cp137 F.2d at 79.

11



Given the often grave nature of summary contemiptgedings, and the
circuit courts’ uniform requirement that a compkh must prove contempt by
clear and convincing evidence, no justificationsexifor this Court to retract its
own precedent to that effect. Therefore, #gmsbancCourt should adhere to the
“clear and convincing” burden for proof of a viotat sufficient to sustain a
contempt ruling.

IV. AN ADJUDICATED INFRINGER’S GOOD FAITH EFFORTS TO

DESIGN AROUND ARE RELEVANT ONLY TO THE CONTEMPT
REMEDY, NOT TO THE EXISTENCE OF A VIOLATION

Because the purpose of civil contempt is pureljotce compliance with a
court order, “it matters not with what intent thefehdant did the prohibited act.”
McComb v. Jacksonville Paper C&36 U.S. 187, 191 (1949). As the Supreme
Court explained in the seminflcCombdecision, an “act does not cease to be a
violation of a law and of a decree merely becausenay have been done
innocently.” Id. This Court has applied those principles in patases.See, e.g.
Additive Controls & Measurement Sys. v. Flowdats;, 1154 F.3d 1345, 1353
(Fed. Cir. 1998) (“The general rule in civil contgnis that a party need not intend
to violate an injunction to be found in contempt.Mhe policies behind exacting a
remedy even for a “good faith” violation of an ingtion are especially compelling
in the case of patent infringement. Just as andefet’s “innocent” infringement

does not deprive a patent owner of its right toovec at least a “reasonable
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royalty” as provided for in the Patent Stattiteeither should the defendant’s good
faith prevent the patent owner from a compensatergedy for the continued
infringement. Indeed, it is illogical to put a est offender in a better position than
a first offender.

This is not to say, however, that a defendantsdgiith is irrelevant. The
appropriate remedy for violation of a court ordewithin the district court’s broad
discretion, and in its consideration the districtit may impose judicial sanctions
to either coerce a party into compliance with tberts order, or to compensate
the movant for losses sustained, or botBee United States v. United Mine
Workers 330 U.S. 258, 303-04 (194%&ee also Missouri v. Jenkins15 U.S. 70,
136 (1995) (Thomas, J., concurring) (noting the dowcourts’ “substantial
flexibility” to “tailor a remedy to fit a violatiot). For example, in some cases,
where violations have been “flagrant” and lessaragies appeared to have failed,
some courts have noted that prospective fines raagppropriate and necessary to
coerce complianceSee, e.gNLRB v. AW. Thompson, In651 F.2d 1141, 1145

(5th Cir. 1981) (noting that employer’'s continueidlation of orders requiring

? See, e.g.Jurgens v. CBK, Ltd.80 F.3d 1566, 1570 n.2 (Fed. Cir. 1996)
(“Infringement itself ... is a strict liability ofinse, ... and a court must award
‘damages adequate to compensate for the infringgmd U.S.C. § 284,
regardless of the intent, culpability or motivatioh the infringer.”); see also
Warner-Jenkinson Co. v. Hilton Davis Chem. G20 U.S. 17, 35 (U.S. 1997)
(“Application of the doctrine of equivalents, thines, is akin to determining literal
infringement, and neither requires proof of intgnt.
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collective bargaining justified prospective fineg fature violation, but declining to
Impose in view of change in ownership). In a patafringement context, such
coercive measures may take the form of enhanceagksnfor continued willful
infringement as well as attorneys’ feeSee, e.g., Stryker Corp. v. Davol .\n234
F.3d 1252, 1260 (Fed. Cir. 2000) (noting that tistridt court did not abuse its
discretion in trebling the damages and awardingriagly fees for flagrant
contemptuous conductSpindelfabrik Suessen-Schurr v. Schubert & Salzer
Maschinenfabrik Aktiengesellscha®03 F.2d 1568, 1578 (Fed. Cir. 1990) (same).
Given this latitude, a district court is well wiithits discretion to consider,
and should consider, a defendant’s good faith iterdgning the remedy that
should be imposed for what the court determines avaslation of its original
injunction. For example, a defendant’'s good faithy suggest that coercive
sanctions (such as enhanced damages and/or agofeey) are unnecessary, and
the remedy may then be limited, for example, toeatended compliance period
and/or a reasonable compensation for the contimfedgement. Cf. Vuitton et
Fils S.A. v. Carousel Handbag592 F.2d 126, 130-31 (2d Cir. 1979) (noting
discretion of district court in fashioning coercisanction for willful violation of
an injunctive decree, including an award attornéges, but further holding that a
district court does not enjoy discretion to withthain award of remedial damages,

to the extent they are established).
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V.  VIOLATIONS OF OBJECTIVELY AMBIGUOUS INJUNCTIONS
SHOULD NOT GIVE RISE TO CONTEMPT LIABILITY

This Court’s final question presented fen bancreview asks whether
violation of an ambiguous injunction can supportteonpt liability.

As a fundamental matter, ambiguous injunctiondaio the mandate of
Federal Rule 65(d), which requires that “[e]verdargranting an injunction must

. State its terms specifically [and] describereéasonable detatand not by

referring to the complaint or other document—thé ac acts restrained or
required.” [ED. R. Civ. P. 65(d) (emphasis added). The Supreme Court has
highlighted the importance of injunction specificiby emphasizing that Rule
65(d) was designed to prevamicertainty and confusion on the part of thosedac
with injunctive orders, and to avoid the possilderfding of a contempt citation on
a decree too vague to be understood: “When [tdeipl contempt power] is
founded upon a decree too vague to be understo@@dni be a deadly one. ...
[T]hose who must obey [injunctions must] know wha court intends to require
and what it means to forbid.'Int'| Longshoremen’s Ass’n, Local 1291 v. Phila.
Marine Trade Ass’n389 U.S. 64, 76 (19673pe also Schmidt v. Lessaad 4 U.S.
473, 476 (1974) (“[B]Jasic fairness requires thabseh enjoined receive explicit
notice of precisely what conduct is outlawed.”)tdtons omitted). The proper

measure of clarity is not whether the decree iarcie some general sense, but
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whether it unambiguously proscribes the challengedduct. Chao v. Gotham
Registry, Inc.514 F.3d 280, 292 (2d Cir. 2008).

Given the fundamental requirement that injunctidms clear, courts
generally have denied contempt sanctions for vaiat of ambiguous or unclear
injunctions® In Chaq for example, the defendant’s alleged violation toé
injunction turned on a novel question of interptieta of a provision of the Fair
Labor Standards Act that had been incorporated timoinjunction. Chag 514

F.3d at 291-92. Reversing the contempt judgmentiew of the inherent

® See, e.g.Abbott Labs. v. Torpharm, Inc503 F.3d 1372, 1382 (Fed. Cir. 2007)
(noting that contempt citation cannot be premised“@ecree too vague to be
understood,” quotinggchmidy; see also AccuSoft Corp. v. Pak37 F.3d 31, 47
(1st Cir. 2001) (civil contempt sanction appropianly if order allegedly violated
is clear and unambiguou€gEOC v. New York Times €496 F.3d 72, 80-81 (2d
Cir. 1999) (same)Harris v. City of Philadelphia47 F.3d 1342, 1349 (3d Cir.
1995) (civil contempt sanction appropriate only dexe violated order was
specific and definite)Ashcraft v. Conoco, Inc218 F.3d 288, 295 (4th Cir. 2000)
(civil contempt sanction appropriate only when ordgmlated is definite, clear,
specific, and leaves no doubt or uncertainty indsiaf those to whom addressed);
Piggly Wiggly Clarksville, Inc. v. Mrs. Baird’'s Bakes 177 F.3d 380, 382 (5th
Cir. 1999) (civil contempt sanctions appropriatelyowhen violated order is
specific and definite)ilover v. Johnsanl38 F.3d 229, 245 (6th Cir. 1998) (civil
contempt sanction appropriate only for disobeyiagrts lawful order, but not for
disregarding its urging)soluba v. Sch. Dist. of Rippd5 F.3d 1035, 1037 (7th
Cir. 1995) (civil contempt sanction appropriateyowhen violated order sets forth
in specific detail an unequivocal demanid)ageware, Inc. v. U.S. West Comm’'ns
219 F.3d 793, 797 (8th Cir. 2000) (contempt shdaddclear and certain and not
result of violating ambiguous orderf;TC v. Affordable Media, LLC179 F.3d
1228, 1239 (9th Cir. 1999) (civil contempt sanctappropriate only when violated
order sets forth in specific detail an unequivataiand)jn re Southeast Banking
Corp, 204 F.3d 1322, 1332 (11th Cir. 2000) (civil cong sanction appropriate
only when order states in specific and clear tetmasacts required or prohibited).
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uncertainty, the Second Circuit explained that sekems unreasonable that
[defendant] be required, on pain of contempt, tovarat a correct answer to such a
difficult question of first impression.”ld. at 292;see also Int'l Longshoremen’s
Ass’'n 389 U.S. at 76 (reversing contempt order on gilsuwf vagueness, noting,
“We do not deal here with a violation of a courtder by one who fully
understands its meaning but chooses to ignoreatsdate. We deal instead with
acts alleged to violate a decree that can onlydseribed as unintelligible.”).

A material ambiguity in an injunction does notwewer, grant a defendant a
license freely to disregard the court’s order. Aguoiiies may be waived if not
timely and properly challenged, in which case teéddant will be bound to the
injunction as properly interpretedSee McComb336 U.S. at 192 (noting that
where respondents knowingly failed to abide by @mbiguous decree, their failure
to appeal the decree or to petition the districircor modification, clarification or
construction of the decree precluded them fromr l&scaping sanctions for
violation of the decreekee also Swift & Co. v. United Stat@36 U.S. 311, 315-
16 (1928) (noting that generality of a decree aitirender it subject to a motion to
vacate, given that the defendants had consent#uetdecree and thus “by their
consent lost the opportunity of raising the questa appeal”). Thus, the failure
to seize an opportunity to appeal and/or modifyabegedly ambiguous injunction

may well waive the right to later challenge themeof the injunction.
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Such waiver, however, should not be based solelyhe failure to appeal
per se but should be supported by record evidence eskafd that the asserted
scope of the injunction was adjudicated—that igt tihe enjoined party was on
notice of the ambiguity and had an opportunity &wénthat ambiguity addressed
judicially. See McComl336 U.S. at 192 (emphasizing that the respondknesv
they acted at their peril”). In addition, althoutie intent or good faith of the
defendant is ordinarily irrelevant to the existen€a violation §ee suprg district
courts should not hold a defendant in contempt attee operative provision is
objectively ambiguous and the party’s action “appda be based on a good faith
and reasonable interpretation of the [court’s drtlerin re Dual-Deck Video
Cassette Antitrust Lit.10 F.3d 693, 695 (9th Cir. 1993%ge alsaChaq 514 F.3d
at 291-92;Vertex Distributing, Inc. v. Falcon Foam Plastide¢c., 689 F.2d 885,
891 (9th Cir. 1982) (holding that the district codid not abuse its discretion in
refusing to hold defendants in contempt where éinguiage of the original consent
agreement was ambiguous and “defendants’ intetpyetevas not unreasonable™).
Of course, in evaluating a party’s failure to coynplith an ambiguous injunction
where it has waived its right to challenge that muity, the failure of a party to
ask for clarification of the ambiguity once it is aotice of the ambiguity is

certainly relevant to whether it employed goodfait

18



AIPLA takes no position, however, on how these @gles apply to the
dense and contested record in this case.
VI. ADISTRICT COURT MAY EXERCISE DISCRETION IN EQUITY

TO ENJOIN CONDUCT BEYOND SPECIFICALLY ADJUDICATED
INFRINGING CONDUCT

The issues posed by this Court éor bancconsideration raise a related issue
of whether, and to what extent, a district courtynteave authority to enjoin
additional conduct beyond conduct adjudicated toirfanging, and to find
contempt for engaging in the enjoined noninfringiognduct. It is generally
accepted that the scope of an injunction shoulthberowly tailored” to proscribe
the conduct specifically found to be infringin&iles v. Shell Exploration & Prod.
Co, 298 F.3d 1302, 1311 (Fed. Cir. 2002) (“This cduat stressed that a trial
court, upon a finding of infringement, must narrpuwdilor an injunction to fit the
specific adjudged violations. .Thus, an injunction cannot impose unnecessary
restraints on lawful activity.”) (citation omitted)But in certain circumstances (as,
for example, record evidence of a defendant’s lzatth frefusal to comply with
district court orders or of an unfair advantage tleaulted from the infringement),
a district court should retain the discretion tdoece injunctions against certain
other conduct as well. Authority for such propesitmay be found, for example,
in the Supreme Court’s decisionMcCombh wherein the Court noted that a decree

broadly proscribing conduct in general terms wasdily warranted” in view of
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the respondents’ history of “continuing and peesistviolations.” McComb 336
U.S. at 191-92. The Court further observed thdijegrees of that generality are
often necessary to prevent further violations whargroclivity for unlawful
conduct has been shownld. at 192.

This Court has applied those principles in patastes. Broad injunctions
have been approved especially in cases of repéatdefrs. See, e.g.Additive
Controls 154 F.3d at 1357 (upholding contempt finding blase violation of
broadly worded injunction, noting that “[a]lthouglich broad injunctions should
be used only in exceptional cases, the districtta@asonably concluded that such
measures were necessary in this case to compellieoc® with the court’s
orders”); Spindelfabrik Suessen-Schur803 F.2d at 1577 (affirming broad
injunction deemed by the district court to be neaeg in light of repeated past
violations of the original injunction). In addihpeven where recidivism is not at
Issue, district courts retain discretion to impaseinjunction of appropriate scope
that is necessary to deter future infringementusltior example, a district court
may impose an injunction precluding all sales gfraduct adjudicated to induce
infringement of method claims, placing the burdentloe defendant to avoid the
injunction by making appropriate modifications t@yent use of that product in an
infringing manner.See Nat'l Instr. Corp. v. Mathworks, I1nd.13 Fed. Appx. 895,

899 (Fed. Cir. 2004) (affirming injunction agairat sales of software used to
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induce infringement, noting “to the extent [theta@re] may have noninfringing
uses, the burden rests with [defendant] to avadrijunction by separating out the
infringing uses through reprogramming or the like”)
CONCLUSION

In support of neither party, AIPLA respectfully ges the Circuit to:
(1) confirm that the procedural “colorable diffeces” test adopted irKSM
continues to govern initiation of contempt proceegdi subject to a district court’s
discretion; (2) hold that the “fair ground of doul@nguage inCalifornia Artificial
Stone Pavings not a rigid test that crowds out the “subs&drdpen question” test;
(3) continue to apply the clear-and-convincing lemrdof proof to support a
contempt finding; (4) confirm that the good faithaodefendant is not material to
the existence of a violation but may be relevanth® remedy; (5) recognize an
exception to the intent rule in cases of objecyivaghbiguous injunctions, allowing
allow district courts to refuse to hold a partydontempt where the party has
abided in good faith by a reasonable interpretatbman objectively ambiguous
injunction, unless the ambiguity has been waived; ) continue to allow district
courts discretion in fashioning the scope of arungfion sufficient to deter

infringing conduct and provide equitable relief fbe patentee.
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